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LETTERS PATENT to John Henry Johnson, of 47, Lincoln’s Inn, 
Fields, in the County of Middlesex, Gentleman, for the Invention 
of “ Improvements in Apparatus por Exhibiting Minute Photographic 
Pictures, and nr Pictures or Slides to be used therewith,”— A com¬ 
munication from abroad by the Incorporated Company “ Langlois 
and Company,” of Paris, in the Empire of France, 

Sealed the 28th October 1868, and dated the 2nd May 1868. 




PROVISIONAL SPECIFICATION left by the said John Henry Johnson 
at the Office of the Commissioners of Patents, with his Petition, on 
the 2nd Mav 1868. 

I, John Henry Johnson, of 47, Lincoln’s Inn Melds, in the County 
5 of Middlesex, Gentleman, do hereby declare the nature of the said 
Invention for “ Improvements in Apparatus for Exhibiting Minute Photo¬ 
graphic Pictures, and in Pictures or Slides to be used therewith,” a 
communication to me from abroad by the Incorporated Company 
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“ Langlois and Company,” of Paris, in the Empire of France, to be as 
follows:— 

This Invention relates to an optical apparatus or toy which the 
Inventor calls a “ photoscope ” for showing or exhibiting minute or 
microscopic photographic images or pictures, and consists according to 5 
one arrangement in combining together side by side two or more 
Stanhope lenses, on the surface of each of which there is placed a 
microscopic photograph of the same subject or figure, but in different 
positions or attitudes. These Stanhopes are fitted in a guide contained 
inside a portable case or holder, which is provided with an aperture 10 
or spy hole on each side of the case, and in the line of which holes 
the one c other of the Stanhope lenses is situate. A stud or button in 
connection with the lenses and in combination with an india-rubber or 
ocher spring passes through the side of the case. When this button is 
rapidly depressed and released by the finger the two lenses with their 15 
respective images are alternately and at minute intervals of time brought 
in the line of vision of the observer, and as the impression of one image 
is retained on the retina of the eye until the next image is presented 
to it the effect of animation or movement in the microscopic image or 
picture is obtained. 20 

According to another arrangement, in lieu of using two or more 
moveable Stanhope lenses, one lens is employed fitted into a suitable 
holder in the top of a small case or box provided with a ground glass 
bottom or back. The microscopic photographic images or pictures are 
in this arrangement disposed in line upon a strip or strips of glass 25 
forming slides which are moved in proper guides by a rack and pinion 
motion, or otherwise, underneath or behind the lens. The different 
pictures may either be arranged so as to give the effect of life or 
animation, or they may be merely a collection on one slide of a number 
of distinct subjects, each to be viewed separately in a state of rest. In 30 
the first-mentioned case the microscopic photographs will be taken from 
one subject in different positions or attitudes, and the slide when being 
exhibited should be moved so as to bring the different pictures in rapid 
succession behind the lens. 
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SPECIFICATION in pursuance of the conditions of the Letters Patent, 
filed by the said John Henry Johnson in the Great Seal Patent 
Office on the 31st October 1868. 

TO ALL TO WHOM THESE PRESENTS SHALL COME, I, John 
5 Henry Johnson, of 47, Lincoln’s Inn Fields, in the County of 
Middlesex, Gentleman, send greeting. 

WHEREAS Her most Excellent Majesty Queen Victoria, by Her 
Letters Patent, bearing date the Second day of May, in the* year of 
our Lord One thousand eight hundred and sixty-eight, in the thirty- 
10 first year of Her reign, did, for Herself, Her heirs and successors, 
give and grant unto me, the said John Henry Johnson, Her special 
license that I, the said John Henry Johnson, my executors, adminis¬ 
trators, and assigns, or such others as I, the said John Henry Johnson, 
my executors, administrators, or assigns, should at any time agree 
15 with, and no others, from time to time and at all times thereafter 
during the term therein expressed, should and lawfully might make, 
use, exercise, and vend, within the United Kingdom of Great Britain 
and Ireland, the Channel Islands, and Isle of Man, an Invention for 
“ Improvements in Apparatus for Exhibiting Minute Photographic Pictures, 
20 and in the Pictures or Slides to be used therewith,” a communication 
from abroad by the Incorporated Company Langlois and Company, of 
Paris, in the Empire of France, upon the condition (amongst others) 
that I, the said John Henry Johnson, my executors or administrators, by 
an instrument in writing under my hand and seal, should particularly 
25 .describe and ascertain the nature of the said Invention, and in what 
mann er the same was to be performed, and cause the same to be filed 
in the Great Seal Patent Office within six calendar months next and 
immediately after the date of the said Letters Patent. 

NOW KNOW YE, that I, the said John Henry Johnson, do hereby 
30 declare the nature of the said Invention, and in what manner the same 
is to be performed, to be particularly described and ascertained in 
and by the following statement, reference being had to the accom¬ 
panying Drawings, and to tne letters and figures marked thereon, that is 
to say :— 

35 The said Invention relates to improvements in optical apparatus for 
the exhibition of microscopic views, whether such views form part of 
the apparatus or are independent thereof 




4 


A.D. 1868.—N° 1443. 

Johnson'8 Improvements in Photoscopes. 


233 

Specification. 


The first improvement has for its object the obtaining the effect of 
animation in the image by means of an arrangement which admits of 
showing or exhibiting in a very short space of time two or more suc¬ 
cessive images of the same object in different positions. In this case 
the image is disposed on the Stanhope lens itself. . 5 

The second improvement has the same object as the first, but the 
result is obtained by the aid of images independent of the apparatus, 
and placed in a line on a movable glass plate or slide. This arrange¬ 
ment possesses an entirely novel character, as it admits of the exhibition 
with a single Stanhope any desired number of different views arranged 10 
on a very small surface. In the former case the animation of a subject 
is effected by means of two or more photographic images of the same 
subject taken in different positions and each fixed on a Stanhope. In 
the latter case the same effect may be obtained by the aid Of images 
independent of the Stanhope, and in addition there can also be obtained 15 
with the Stanhope what has ne^er been hitherto accomplished, that 
is to say, the movement of any number of photographic images disposed 
on a glass plate, whether those images represent different positions of 
the same subject or entirely different views. The* apparatus is designated 
by the Inventor a “ photoscope ” or “ kinescope.” 20 

And in order that the said Invention may be fully understood I shall 
now proceed-more particularly to describe the same, and for that purpose 
shall refer to the several Figures on the 7 annexed Sheet of Drawings, 
the same letters of reference indicatmg corresponding parts in all the 
corresponding Figures. 25 

Figures 1, 2, 3, and 4 of the Drawings annexed shew the arrangement 
which it is preferred to employ in order to obtain the animation of 
microscopic views. 

Two Stanhope lenses are disposed one above the other, as shown in 
Figure 1, one of which carries a subject in one position and the other 30 
the same subject in a different position, the two being mounted in a 
guide provided with a button a, and surrounded by an india-rubber 
band h fixed to the top part of the holder containing the views. It will 
be understood that by depressing the button the india-rubber is 
stretched, but so soon as the pressure is removed the elasticity of the 35 
india-rubber draws the guide and the Stanhopes back to their normal 
position. The two images are thus presented successively and rapidly to 
view and produce the most perfect illusion. It should be understood 
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•that this mechanism is described only by way of example, as other 
arrangements may be employed to produce the vertical or horizontal 
to-and-fro motion of the Stanhopes. Two or three microscopic views 
may also be employed, each disposed on a separate Stanhope. Spiral 
5 or other springs having the same effect may also be substituted for the 
india-rubber band. 

When the image is independent of the apparatus the arrangement 
shown in Figures 5 and 6 is employed. In this case the Stanhope is 
rendered moveable in order to facilitate the image being brought into 
10 position for viewing, and is mounted on a small box composed of metal 
or other suitable material closed at the opposite side by ground glass 
after the manner of stereoscopes. The images of the same subject i.i 
different positions are placed side by side on a strip of glass, to which 
a lateral to-and-fro motion is imparted in order to create the illusion 
15 of animated images as in the preceding example. 

If each image represents a different subject an apparatus is formed 
which admits of exhibiting with a single object glass enlarged repre¬ 
sentations of an indefinite series of views of every description, including 
portraits, landscapes, inanimate nature, and animals, a result which 
20 has not hitherto been obtained by the use of Stnr\hopes 

Figure 5 is a section of an example of a photoscopic apparatus 
illustrating the second part of this Invention. The Stanhope ii is 
mounted in the screwed button h so as to be capable of motion. The 
bottom c of the apparatus is formed of ground glass, and a strip of 
25 glass cl carrying the microscopic subjects (and shewn in plan in 
Figure 6) passes in front of the Stanhope in order to admit of 
examining at leisure each magnified image of the series. .. The glass 
strips may be bevilled in order to facilitate their passage in the grooves 
of the plate /, which is disposed beneath the microscopic lens. In this 
30 apparatus microscopic views or images are placed on movable strips of 
glass, thereby admitting of the disposal of a considerable number of 
different subjects on the same strip. TLe progressive motion of the 
strip is effected by means of a toothed rack made in one piece with 
the frame which carries the glass strip, such rack being moved forward 
35 bv the aid of a button a given distance in proportion to the interval 
between the images. 

Figure 7 is a section of another modification. In this the Stanhopes 
slide on a guide i soldered into the medallion k. The india-rubber is 
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secured In this guide, and tends when it has been stretched by 
depressing the button a to withdraw the images or pictures or the 
Stanhopes from view. 

Figure 8 represents an arrangement which admits of the enclosing 
of a number of views in the same apparatus in which each Stanhope is 5 
mounted in a similar manner to that indicated in Figure 7. 

If desired the face of the Stanhope on which the photograph is applied 
may be roughened or ground, or a ground glass may be interposed 
between the eye and the focus sq as to form what the Inventor terms 
an “ obscurator,” in order to admit of the use of the apparatus with 10 
high luminous focus, and to obviate bv the diffusion of the light the 
magnifying of the grains of powder which adhere to this face. This 
roughening of the glasses is effected by means of emery of graduated 
fineness until the requisite fineness of surface is obtained. If by reason 
of the form of the “ kinescope ” it is requisite that the “ obscurator ” 15 
should be round, pieces of glass may be first cut to a square form and 
roughly rounded with pincers or otherwise; a number of these glasses 
are then superposed and attached to a rod which is fitted into a lathe, 
and the irregularities an; removed with emery bv means of a glass 
cylinder in order to impart to the several glasses a perfectly circular 20 
form. 


Having now described and particularly ascertained the nature of the 
said Invention, and the manner in which the same is or may be used 
or carried into effect, I would observe in conclusion that what I consider 
to be novel and original, and therefore claim as the Invention secured 25 
to me by the hcrein-before in part recited Letters Patent is,— 

First. The general construction of apparatus for exhibiting microscopic 
pictures, as lierem-before described. 

Second. The production of apparently animated microscopic photo- 
grapliic pictures. 30 

Third. The producing of apparently animated microscopic pictures by 
the aid of two or more superposed Stanhopes, to which are imparted 
a vertical or horizontal to-and-fro motion, so that the views placed on 
each Stanhope may be successively presented to the eye in a minute 
interval of time. 35 

Fourth. The peculiar construction and arrangement of apparatus as 
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and for the purpose herein-before described and illustrated in figures 1, 
2, 3, and 4 of the Drawings annexed. 

Fifth. The peculiar arrangement of apparatus shewn in Figure 5, 
consisting essentially of a moveable Stanhope, a ground glass, and a 
5 groove for the passage of strips of glass carrying the photographic 
images. 

Sixth. The use of photoscopic strips or slides carrying a number of 
different microscopic images or pictures placed in a line thereon for the 
purpose herein-before described. 

10 Seventh. The peculiar arrangements of apparatus shewn in Figures 7 
and 8 of the Drawings annexed for the purpose herein-before described. 

In witness whereof, I, the said John Henry Johnson, have to 
this my Specification set my hand and seal, the Thirtieth day 
of October One thousand eight hundred and sixty-eight. 

15 • J. HENRY JOHNSON, (l.s.) 


LONDON: 

Printed by George Edward Eyre and William Spottirwoodk, 
Printers to the Queen’s most Excellent Majesty. 1868. 
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PROVISIONAL SPECIFICATION. 

Improvements in the Production and Representation of Instantaneous 

Photographic Pictures. 

We, Wordsworth Donisthorte, of 32 Pern bridge Villas, liayswater, iu the 
County of Middlesex, llarrister-at-Law, and William Carr Crofts, of Westminster 
Chambers, 7 Victoria Street, in the City of Westminster, Gentleman, do hereby 
declare the nature of this invention to be as follows;— 

5 This invention has for its object improvements in the production and representation 
of instantaneous photographic picture*. 

The pictures are produced upon a sensitive film or surface carried by a long roll 
o^ paper or other material. 

The roll u continuously unwound from one drum and wound upon another and in 
:0 its passage a series of images are successively thrown upon it by a photographic 
lens. A screen i* provided between the lens aud the exposed sensitive surface. 
This screen travels out of the way to permit the image to fall on the sensitive surface 
and coveis the lens again as soon as the exposure is complete. These operations 
take place with regularity, and, usually, great rapidity so that several pictures are 
1 ’) taken in each second during the time that the apparatus remains at work, which will 
be for many successive seconds, indeed for any length of time which may be desired. 
The scene selected for photographic presentation will be one of constant movement, 
for example, a street scene, so that each picture will differ slightly from the preceding 
and succeeding pictures. 

20 The camera may be arranged in the following manner:—In the fore part is the 
lens and immediately behind the lens the screen which regulates the instantaneous 
exposures. This screen may be an endless band passing around pulleys and travelling 
at high velocity. In the band there are two perforations or apertures, and twice in 
each rotation of the band these perforations coincide and the light is then able to 
25 pass from the lens through the perforations onto the sensitive surface. The lens 
forms the scene upon the sensitive surface. The focus is accurately adjusted before 
commencing the operation by the aid of a slide on which there is a focussing 
glass and guide rollers over which the continuous sensitive paper or material 
passes. 

30 The screen and the winding apparatus are so geared together that the sensitive 
surface travels the distance necessary to separate the pictures between one 
exposure and another In place of the travelling perforated belt a disc perforated 
with a narrow slit and driven by bevil-wheels may serve the purpose. After the 
pictures have been taken the roll is removed from the camera and the pictures upon 
35 it are developed iu the ordinary manner. From this continuous band of negative 
pictures a similar band of positive pictures is produced and rendered transparent 
by the application of vaseline or vaseline oil or by any other suitable process. 

For the exhibition of the pictures a lanthorn similar to the ordinary magic lanthorn 
(or if a non-transparent positive band is used, then a lanthorn similar to the opaque 
40 magic lanthoru) is employed in which a brilliant intermittent electric light is 
provided. The lanthorn is provided with condensing and focusing lenses bv the aid 
of which the light after having passed through the transparent positive picture is 
focused upon a screen. Each picture is thus exhibited only by one flash of the 
intermittent light for the band of pictures travels on and by the time the next flash 
45 occurs another picture is in place. Thus several pictures are exhibited upon the screen 
in each second of time throughout the whole period of exhibition which will usually 
be approximately the same as that occupied in taking the pictures. The change 
from picture to picture and the flushing of the light is so rapid (about seven flushes 
[Price bd.J 
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per second) as not to be discerned by the eye and the appearance on the screen ts 
that of a picture in which the animate and other objects exhibited are in movement, 
in order that the flash may synchronize accurately with the picture in positiou 
contact pieces are provided upon the travelling band and by the passage of these the 
Hashes are determined. Ur a continuous light, electric or other, may lie used and 5 
the recurring Hashes obtained by a perforated screen travelling at high velocity as 
m the camera above described, the coincidence of the Hashes with the centre of each 
successive picture being insured by increasing or diminishing the speed of the 
travelling band of pictures by an arrangement for the insertion or withdrawal of a 
tapering driving drum or other appropriate means. 10 

Dated this 14th day of August 1889. 

WORDSWORTH DONISTHURPE. 
WILLIAM CARE CROFTS. 

CuMPLETE SPECIFICATION. 

Improvements in the Production and Representation of Instantaneous 15 

Photographic Pictures. 

We, Wordswortii Donisthorte, of 82 Pembridge Villas, Bayswater, in the 
County of Middlesex, Barrister-at-Law, and William Carr Crofts, of Westminster 
Chambers, 7 Victoria Street, in the City of Westminster, Gentleman, do hereby 
declare the nature of this invention and in what manner the same is to be 20 
performed to be particularly described and ascertained in and by the following 
statement:— 

Uur object is to project photographic pictures on a screen reproducing all motions 
as in nature. 

The data we start from are:— So 

(i) That the eye can receive an instantaneous impression, and that it retains the 
impression for about 1 y 7 tli of a second ; (ii) that paper can be chemically prepared, 
so as to register instantaneous impressions, focussed upon it through a lens; aud 
(iii) that such sensitive paper can be made in continuous bunds. 

We take by a suitable camera at intervals of any duration (usually at equal 30 
intervals recurring from 8 to b times in a second) series of as many instantaneous 
consecutive photographs on sensitised paper of moving objects as desired; we exhibit 
such series of photographs by transparencies reproduced from them being thrown 
through the lens of a suitable lantern upon a screen or other proper surface, 
consecutively at a rate not slower than 8 to G in a second with a blank interval 3.5 
between each picture not longer than l j l6 th to l j u t h of a second. We render the 
sensitised surface stationary relatively <0 the camera lens during each exposure, and 
each reproduction of the photographic picture thus obtained we also render stationary, 
relatively to the lantern lens, during its exhibition. 

Speaking in general terms we effect our object in the following manner:—We 40 
have a photographic lens fitted to a suitable camera, exposed and shut at intervals 
(usually at equal intervals recurring from 8 to G times in a second) throwing a 
succession of instantaneous images of moving objects upon a continuous band of 
sensitive paper, unceasingly travelling behind the lens, but while so unceasingly 
travelling, the band by a compensating motion is rendered stationary relatively to 45 
the lens during each successive instantaneous exposure, so that each image is 
imprinted thereon next to and touching the preceding image, without overlapping 
it; ami from such continuous band of negative pictures duly developed a series 
of positive pictures, touching but not overlapping one another, are printed 
upon a continuous band of thin or transparent paper; and this positive band is 50 
then made to travel unceasingly behind the lens of a lantern, but while so unceasingly 
travelling, the band by a compensating motion is rendered stationary relatively to 
the lens during each successive exposure, recurring not less than 8 to 0 times m 
each second, so that at each exposure of the lens the interval between two exposures 
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being not longer than th to 1 12 th of a second, the centre of each picture is opposite 
the centre of the lens; and the image of each picture thus exposed is thrown by the 
lens in a magnified form upon a screen or other suitable surface. 

In this nay we cause the spectators eye to receive therefrom the impression of each 
5 picture, just as the impression of the preceding picture is fading from tho retina, 
which retains it until replaced in its turn by the impression of the succeeding 
picture and so on. Thus the blank intervals between the successive exposures of the 
pictures are not appreciated by tho eve; and the general impression produced is that 
of continuous motion corresponding to the successive positions of the moving objects 
10 in the series of positive pictures. 

In order that our said invention may be fully understood and readily carried into 
effect we will proceed to describe the drawings hereunto annexed. 

Description of the Drawings. 

Figure 1 is c. side elevation and Figure 2 is a transverse vertical section of the 
driving mechanism which we employ to impart movement with the requisite regularity 
to the machine camera and to the lanthorn. 

A 11 treadle ami cranks and connecting rod resting on cast iron standards II 2 IP 
fixed into cast iron plate IV* turning 

C fly wheel 80 inches in circumference resting on C 1 C 2 standards, with 
20 D governor in connection with fly wheel and consisting of 

E wheel cast in halves and held together with countersunk screws passing through 
a tongue on the boss of one half, which fits into u groove in the boss of the other 
half to w’hieh spokes with 

E 1 E l etc. moveable sheaths and driving tyre are attached these parts resting on 
25 axle by means of a loose ring E* turning in a groove in the boss, and which revolve 
free on axle between 

F F bosses fixed on axle, from which wheel E is kept clear by E 3 E 4 revolving 
pins run through its boss. Into bosses (F F) fit closely 

G G G G G G G G wedge flanges of moveable spoke sheaths (E 1 E 1 etc.), which 
*0 are pressed tightly into the bosses by 

H II gutta perch a rings (or, if preferred, flat circular spiral springs with a closo 
fine thread) the elasticity of which is calculated in accordance with the desire 1 
spiked (usually one revolution per second) of the fly wheel (C). When the speed or 
the fly whee’ (C) exceeds the required degree, the spoke sheaths (E 1 E 1 etc.) move 
36 centrifugallv along the spokes towards the tire, the gutta percha rings (H H) 

expanding lift the wedge flanges (G G etc.) clear from the bosses (F F) thus breaking 
connection between the axle and driving tire. As the revolving speed of the free 

w’heel (E) decreases and the centrifugal force of the spoke sheaths (E 1 E 1 etc.) 

thereby diminishes, the gutta percha rings (U H) contract and restore connection 
40 by again pressing home the wedge flanges (G G etc.) into the bosses (F F). If 

preferred for the gutta percha rings (or circular springs) may be substituted a 
spiral steel spring round the unsheathed portion of each spoke, extending from ti e 
outer end of the sheath (E 1 ) to the driving tire. Connection as before will bo 
broken by the centrifugal spoke sheaths |K l K 1 etc.) causing compression of the 
45 springs again to he restored by their extension the centrifugal force diminishes 
If preferred, the motive jxiwer for driving cranks (B) can be obtained' from a suit¬ 
able engine with an ordinary governor instead of by the treadle (A), which may then 
be dispensed with. 

Figure 3 is a side elevation of the machine camera, it is shown partly in section 
50 and with the side of the case removed. 

Figure 4 is a rear elevation of the camera also partly in section. 

(1) Driving puller 10 inches in circumference driven by 

(2) Leather belt from flv wheel C. 

(3) Lever and (4) loose pulley for throw ; ng off driving belt from driving 
55 pulley. 
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(5) Driving shaft which passes through the side into camera. 

(6) Crank, with 

(7) (7) Metal washers. 

£8) Connecting rod fitting on to 

(9) (9) Cranks, turning 

(10) Shutter shaft on to which are fixed a quarter of a revolution in advance. 

(11) (1C Cranks. 

(12) (12) Metal washers and 

(13) Connecting rod fitting on to bottom and driving. 

(14) Shutter divided into 
(l4‘) Open part and 

(U b ) Cl osed part, working perpendicularly between 

(15) (15) Angle plates at each side. 

(16) Crank on driving shaft, with 

(17) Metal washer, and 
08) Connecting ro<l fitting or. to bottom and driving. 

(19) Holler lift running perpendicularly with alternate oscillations up and down 
through a space of lj inches, on 

(20) (20) etc. Wheels on 

(21) (21) Lines fixed to sides of camera. 

(22) Crank fixed onto end of driving shaft at far side of camera with 

(23) Connecting rod. fitting between 

(24) (24) Metal washers and 

(25) (25) Cranks on 

(20) Shaft driving ** 

(27) Pulley 5 inches in circumference, with 

(28) India rubber or gutta percha belt (the other end of shaft fitting into side of 
camera) driving 

(29) Holler pulley 10 inches in circumference fixed on to end of 

(30) Holler shaft passing through 

(31) Perpendicular slot 1£ inches high bv * inch wide inside of camera (with 

(32) Slot shutter resting on roller shaft working perpendicularly between 

(33) (33) Angle plates at each side) and side of roller lift (19) and turning 

(34) Wooden or metal driving roller 3] inches long and 5 inches in circumfcrtnee 
(the far end of roller shaft fitting into other side of roller lift) which drives by 
surface friction. 

(35) Wooden or metal drawing off roller 3} long and J inch in diameter, the 
spindle of which rests in 

(36) (36) Perpendicular slots in sides of roller-lift with 

(37) Stop and 

(38) Milled serew washer for fixing it on to the spindle on which turn 

(39) (39) Loose rings round which pass india rubber or gutta percha bands oVer 

(40) (40) Loose rings on pins fixed into each side of roller lift (19) in order to 
keep the drawing oft* roller (35) in contact with the driving roller (34) during the 
oscillations of the roller lift (19). As the drawing of roller (35) fills rising in the 45 
perpendicular slots^and its momentum increases the bands stretch and exert pro¬ 
portionately growing pressure. 

(41) India rubber or gutta percha retaining band stretched flush with surface of 
drawing off roller in a groove parallel with its axis, holding one end of a roll of 
sensitive paper or gelatine stripping film in a continuous band 34 inches wide 50 
passing up through 

(42) (42) Horizontal slots in the top and bottom of 

(43) Sliding rectangular lens tube at the back of 

(44) Hapid rectilinear landscape lens £ of an inch in diameter, covering circular 
impression 2i inches in diameter, with the prepared side next the lens and on to 56 

(45) W ooden or metal feeding roller 3£- inches long and J inches in diameter 
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(round which it is wound) with india rubber or gutta percha retaining band similar 
♦o that of drawing ot! roller holding the other end of the continuous band and with 

(40) Stop and 

(47) * Milled screw washer for fixing it on to spindle fitting into sides of roller lift 
into which it is locked by 

(48) Hinged clamps at each end with 

(49) Swivel fasteners. 

(50) Door at end of lens tube. 

(”»L) Focussing ground glass screen 2^ inches wide x 2| inches high in wooden 
frame, which, when the right focus is obtained by 

(52) Hack pinions and milled head working lens tube backwards and forwards 
horizontally, is withdrawn through the door, the latter being then closed. 

(53) Door in back of camera above lens case with 

(54) Ruby glass panel for observing the feeding roller with 

(54 B ) Sliding shutter. 

(55) Doer in back of camera, below the lens case. 

When the treadle (A) is set in motion (usually at a speed of one revolution per 
second) as the continuous band of paper is wound off feeding roller (45) through 
slots (42) (42) in lens tube (43) the lens (44) is exposed and shut alternately by 
shutter (14) simultaneously with the oscillations up and down of the roller lift (19) 
through a space of 1] inches (or half the diameter of each successive circular 
impression thrown on to the travelling band by the lens) during each exposure the 
roller lift (19) moving in the opposite direction to and at exactly the same speed as 
that of the travelling band, thus rendering the travelling band stationary during each 
exposure relatively to lens (44) and imprinting consecutive circular negative 
impressions 24 inches in diameter thereon, touching but not overlapping one 
another. , 

After passing down through lens tube (43) the travelling band is wound onto 
drawing off roller (35) which as it fills, rises in slots (30) (36) and when full 
assumes the position indicated by the dotted lines. 

Then by a suitable process the negative band after being rendered transparent by 
immersion in hot castor oil, or bv a preparation of vaseline or vaseline oil is 
developed toned fixed and washed and a positive continuous band 3} inches wide is 
printed from it with circular impressions each 2i- inches in diameter touching but not 
overlapping one another on thin pliable gelatine stripping skin or thin diaphanous 
paper or paper rendered transparent by soaking in hot castor oil or in vaseline or 
vaseline oil or bv anv other suitable process 

Figure 5 is a vertical section of the machine lanthorn by the aid of which tho 
pictures are exhibited. 

Figure 6 is a front elevation partlv in section of the same. 

Figures 7 and 8 show details. 

(41) India rubber or gutta percha retaining band under which is inserted the end 
of the positive band nearest to the last impression taken, stretched flush with 
surface of 

(45) Feeding rrdler 3* inches long and | inches in diameter in a groove parallel 
with its axis (on to which the positive band is wound) with 

(46) Stop, and 

(47) Milled screw washer for fixing it onto spindle fitting into sides of 

(19) Holler lift into which it is locked by 

(48) Hinged clamps at each end with 

(49) Swivel fasteners. 

The free end of positive band after passing down through 

(42) (42) Slots, with 

(42 B ) (42 B ) Vertical guide pieces, in 

(43) Circular lens tube behind. 

(44) Object glass 2^ inches in diameter throwing a disc of 10 feet diameter onto a 
icreen 14 feet distant with 
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(5G) Rack, pinion and milled head for focus adjustment, and in front of 
(57) (57) Two plano-convex condensers 111 inches in diameter mounted in a 
suitable cell, is inserted under 

(41) India rubber or gutta percha retaining band (similar to that on feeding 
roller) of 5 

(35) Wooden or metal drawing off roller 3£ inches long and £ inches in diameter 
driven by surface friction by 

(34) Wooden or metal driving roller 3£ inches long and 5 inehes in circumference, 
the spindle of drawing off roller resting in 

(30) (30) Perpendicular slots in sides of roller lift with 10 

(37) Stop and 

(38) Milled screw washer for fixing the roller onto spindle, on which turn 

(39 (39) Loose rings, round which pass India rubber or gutta percha bands over 
(40) (40) Loose rings on pins fixed into each side of roller lift (19) in order to 
keep the drawing off roller (35) in contact with the driving roller (34) during the 15 
oscillations of the roller lift (19). As the drawing off roller (35) fills, rising in the 
perpendicular slots (30) (30) and its momentum increases, the bands stretch and 
exert proportionately growing pressure. 

The driving mechanism employed is similar to that used w’ith the camera* 

A Treadle and 11 cranks ami connecting rod. 20 

C Ply wheel with one revolution per second. 

D Governor etc. 

If preferred the motive power can be obtained from a suitable engine with 
ordinary governor, ns in the camera. 

The following parts are similar to parts of the camera already described. 25 

(1) Driving pulley 10 inches in circumference driven by 

(2) Leather belt from fly wheel C. 

(3) Lever and (4) loose pulley for throwing off driving belt from driving pulley. 

(5) Driving shaft which passes through the side into lanthorn. 

(G) Crank. 30 

(7) (7) Metal washers and 

(8) Connecting rod fitting on to 

(9) (9) Cranks, and 

(9 B ) (9 B ) Metal washers, turning 

(10) Shutter shaft, onto which are fixed a quarter of a revolution in advance. 35 

(11) (11) Cranks. 

(12) (12) Metal washers, and 

(13) Connecting rod fitting on to bottom and driving 

(14) Shutter divided into 

(14 A ) Open part, and 40 

(14 B ) Closed part, working perpendiculai ly between 

(15) (15) Angle plates at each side. 

(10) Crank on driving shaft with 

(17) Metal w’asher and 

(18) Connecting rod fitting on to bottom and driving 45 

(19) Roller lift running perpendicularly with alternate oscillations up and dowm 
through a Rpaee of 1* inches, on 

(20) (20) etc. Wheels on 

(21) (21) Lines fixed to sides of lanthorn. 

(22) Crank fixed onto end of driving shaft at far side of lanthorn with 50 

(23) Connecting rod and 

(25) Crank on 

(26) Shaft. 

In the lanthorn the shaft (2C) carries 

(27) Cone pulley 3£ inches long and 5 inches circumference in the centre with 55 

(28) India rubber or gutta percha belt, driving 

(29) Roller cone pulley 3J inches long and 10 inches in circumference in centre, 
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tapering in the opposite direction equally with cone pulley between which on each 
side ol belt (28) are 

(29 A ) (29 A ) Regulating plates, moving belt backwards and forwards by means of 
(29 B ) {Screw turned by 

5 (29°) Wheel, the speed of the revolution of roller cone pulley (29 ) lieing increased 

or diminished as the belt (28) is pushed onto a smaller or larger part of its diameter, 
respectively, ihe roller cone pulley driving 

(80) Roller diaft, passing through 

(81) Perpendicular slot l| inches high by ^ inch wide in side of lantern (with 

10 (8*2) Slot-shutter working perpendicularly between 

(88) (88) Angle plates at each side) and side of roller lift (19) and turning driving 
roller (84) the tar end fitting into other side of roller lift (19). 

(51) Glass screen between condensers and 

(52) Flame of paraffin oil lamp (with 

15 (52 A ) Reservoir, with 

(52 B ) Wick regulator, with 
(52°) Milled head) in 
(52 D ) Flame chamber, with 
(52*) Chimney and 
20 (52*) Cap, and 

(52°) Door with 
(52 H ) Reflector and 
(52 K ) Rackglass screen. 

(58) Door in front of lantern above lens tube. 

25 (55) Itoor in front of lantern below lens tube. 

We arrange, where it is preferred not to render the band transparent, tor projecting 
the pictures on the travelling band through the object glass (44) onto the screen by 
means of an opaque lantern of the usual construction. 

The machine lanthorn operates as follows;— 

30 When the treadle (A) is set in motion 20 inches of the continuous band per second 
with the consecutive series of circular transparent pictures each 2‘ inches in diameter 
is wound off feeding roller (45) through slots (42) (42) of circular lens tube (48) 
the shutter (14) alternately exposing and shutting off the light through the con¬ 
densing lenses (57) (57) each exposure of 1 16 th of a seconds duration, coinciding with 
35 the oscillation of the roller lift (19) through a space of 1} inches (or half the diameter 
of each transparent picture on the band) in the direction opposite to and at exactly 
the same speed as that of the transparent travelling band, whic h is thus rendered 
stationary during each exposure relatively to the condensing lenses (57) (57) and 
object glass (44) each exposure also coinciding with the 1 arrival of the centre of each 
40 picture on the travelling continuous band exactly opposite the centre of the 
condensing lenses (57) (57) and object glass (44) any failure in synchrony being 
corrected by turning the regulator (29 c ) of the driving roller (84). After passing, 
down through lens tube (48) the travelling hand is wound onto drawing off 
roller (85) which as it fills rises in slots (80) (8(>) and when full assumes the positiok 
45 indicated by the dotted lines. In this wav 8 reflections per second each of a 
seconds duration, separated by blank intervals of the same duration are thrown 
through the positive pictures on the transparent travelling hand and through the 
object glass m a magnified form onto the screen: and the general impression of 
continuous natural motion in all moving objects is thereby produced. 

50 Having now particularly described and ascertained the nature of our said inven¬ 
tion and in what manner the same is to be performed we declare that what we 
claim is:— 

1. The means substantially as described for the accurate pictorial representation of 
motion: such means consisting in taking a series of instantaneous consecutive 
55 photographs of the moving objects desired to be tepresented; and by the aid of a 
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lanthorn and transparencies or pictures derived from such photographs projecting 
images consecutively onto a screen or receiving surface at equal intervals and in 
such rapid succession that the transition from picture u picture is inappreciable. 

2. Apparatus substantially as described for the production and representation of 
instantaneous photographic pictures as herein set forth. 

Dated this 13tli day of May 1890. 

W. DONIRTHORPE. 

W. C. CROFTS. 
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Defendant’s Exhibits. 1 


Defendant's Exhibit Translation DnCcs 
Certificate of Addition. 

IMPROVEMENTS RELATING TO PATENT NO. 

61,976, 

(Applied for March 1, 1JJ64, and delivered April 25, 
1864) for ** Apparatus Designed for Reproducing by 
Photography any scene with all the Changes which it 2 
has undergone during a Determined Time ” 

The improvements which constitute the object of 
this second specification relate to that part of the con¬ 
structions or apparatus already proposed which is de¬ 
scribed in my first specification under the following 
title: “SUPPLEMENT. Another, apparatus de¬ 
signed for exhibiting the pictures.” (page 15, patent 
No. 61,976). 

My plan presents, as a matter of fact, incon¬ 
veniences which it is important to remedy, the princi- 3 
pal ones of which are five in number, to wit : 

1. The necessity of having a considerable number of 
pictures on account of the considerable speed of the 
band. 

2. The lack of clearness of the impressions ; the 
light being weakened in proportion to the contraction 
of the slits. 

3. Vibration and inequality of the light ^u account 
of the weakening of the sensation of light- during the 
intervals between the passing of the slits, (this can 4 
only.be remedied by an enormous speed). 

L Imperfect distinctness. 

5. The necessity of having large pictures for secur¬ 
ing a certain distinctness. 

To overcome these five inconveniences was a prob¬ 
lem apparently very complicated. However, I Lave 
solved it in a very simple manner. 

The solution resioes entirely in *he employment of 
convex lenses or glasses of the same focus in place of 
each of the narrow slits through which the eye ob¬ 
serves the impressions in my previous apparatus. 
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Assume, in fact, that a succession of convex lenses 
of square form accurately juxtaposed and correspond¬ 
ing to the pictures is moved parallel to the latter. It 
will result from the effect of the displacement of the 
images accurately located in focus that each one of 
them will appear stationary during the entire interval 
of the passage of the corresponding lens before the 
eve. When the following lens is substituted for the 
first, the following impression will assume exactly the 
® position of the first impression, and so on to the end 
of the action of the rotating apparatus. In this man¬ 
ner nothing will occur to diminish'the light which will 
always be equal. The distinctness will be perfect, the 
pictures may wjth impunity be reduced to very small 
dimensions, and, what is very important, the number 
of the pictures may be very largely reduced, a high 
speed being no longer necessary. 

Howevei happy the solution which I have just de¬ 
scribed, it was still incomplete ; in fact, that a lens 
^ should l>e employed for each one of the pictures, re¬ 
quired in the apparatus, to whatever extent the num- 
l»er of pictures might be reduced, evidently an enor¬ 
mous quantity of lenses. I have, however, solved this 
last difficulty by means of a little device .which permits 
the use of a very small number of lenses, and in which 
always the same lenses serve for all the successive 
pictures ou the band, however numerous the latter* 
may be. 

With this object in view, the following constitutes 
^ the improved apparatus which I have constructed and 
which operates marvelously well. 

Tire band of paper or of fabric upon which are 

pasted the pictures, is wound, as in the apparatus 

previously described, upon two cylinders c and c l 

(Figs. 1 and 2), each one of which is provided with a 

handle, a spring or with some form of motor so as to 

move the baud alteruatelv in either direction. In the 

* 

space between oue picture and the next, cr even only 
between two pair.3 of pictures, there are applied and 
stitched to the band, on the opposite side from the 


Defendant’s Exhibits. 


3 


pictures, vertical strips, Fig. 3, of boxwood, ivory, or 
metal, <fcc., which, extending below the band, form, at 
their lower portion, so many rounded teeth designed to 
mesh with the rods of the little apparatus described 
l>elow. The vertical cylinders c and c ] move against a 
friction somewhat gieat ('produced, for example, by the 
aid of cushions) in order that the band may be at all 
times properly stretched. 

The small apparatus which this band moves con¬ 
sists of two horizontal cylinders D and D 1 , (Figs. 1 ^ 

and 2) which may Vie at will separated or broright 
nearer together as by the aid of a slide and a binding 
screw, an adjustable slide, &c. These two cylinder's 
occupy only about one half the length of the metal 
axis which passes through them’. In the groove of 
very slight depth in these two cylinders rolls an end¬ 
less band of intxtensible fabric, leather 6r the like. To 
this band there is applied on the exterior a kind of 
articulated platform. (Fig. 4) formed of eight small 
plates of hard wood or of metal, independent of one ^ 
another, ai d each one stitched to the band by means 
of small perforations bored along the central line 
drawn parallel to the axis of the cylinders. The eight 
small plates in question should not form a continuous 
platform, but they are slightly separated from each 
other in such manner that betweeu two consecutive 
plates there is stitched to the band, and on the out¬ 
side of the salne, a rod or spindle of metal, the ex¬ 
tended end of which gears with the teeth of the 
toothed band. These rods, to the number of eight or ^ 
to the number of four, are separated from each other 
by the same interval which separates two consecutive 
teeth of the band which carries the pictures (Figs. 0 
and 5). 

In consequence of the arrangement above described, 
it will be seen that when the toothed band is in mo¬ 
tion and the gearing in operation, there will always be 
at least in each ot the two horizontal portions of the 
endless belt, two plates in contact at, all points of their 
surface with the surface of the belt itself, and that they 

1 w 
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will in consequence be perfect!}’ horizontal themselves, 
(Fig. 4) while the other plates will only be in contact 
with the belt, some with a portion of their surface, 
others* along their middle line. 

Moreover, each one of the small plates *is sur¬ 
mounted at the extremity which is opposite to the 
toothed band, by a convex lens, square in form, the 
axis of which is directed perpendicularly to the pict¬ 
ures, (Fig. 5). The size of the lenses should be such 
1* that at the moment when two consecutive plates are 
located in the same horizontal plane, the two lenses 
which are fitted thereto are nearly or quite in contact 
with each other, (see Fig. 5). 

The sceue is observed through an opening in a black 
screen E* (Fig. 1) which is placed in front of the path 
of the lenses and secured, if so desired, to the cylinder 
supports. This opening is placed on a level with the 
axis of the lenses in the upper portion or their path of 
movement, and at the center of the straight horizontal 
15 line which this axis traverses. From this it follows 
that the lenses aod the pictures both move before the 
eye in a straight line, perfectly horizontal aud in 
parallelism. 

This perfect confoi mity of the movements of the 
lenses and the pictures will npt be secured if one limits 
one’s self simply to applying the lenses to the circum¬ 
ference of a wheel. It is evident, 'in fact, that in this 
case the axis of the louses will describe a curved line, 
while the pictures will travel in a straight line, and that 
^ in consequence the pictures will appear to dauce. It 
is true that this objection may be lessened aud even 
avoided by the use of a wheel of ver) r large dimensions 
and a number of lenses proportional to the circum¬ 
ference. This construction, which I also propose, 
although as a secondary onsideration, and which has 
the inconvenience of being cumbersome and expensive, 
consists, as will be seen, in a wheel provided on its 
circumference with spindles parallel to its axis and 
which gear witb the teeth of the baud carrying the 
pictures. 


Defendant’s Exhibits. 


o 


To letnrn to mv apparatus, which is the principal 
object of this specification. The pictures a>e main¬ 
tained constantly in the focus of the lenses bv means 
of two vertical cylinders H and H 1 , (Figs. 1, ‘2 nud o), 
movable on their axes and .against which the band 
bears. These cylinders may be advanced or retracted 
to the desired point by means of slides and adjusting 
screws. 

lu order that the apparatus may be suited to all eye¬ 
sights, it is desirable that the opening in the screen E 
should be provided with a glass, sligldy concave. 

If it is desired that a number of spectators, more or 
less great, should be able to witness the exhibition, 
this may be secured in two ways : 1. By arranging in 
the path of the band a certain number of devices with 
lenses exactly like that which I have just described. 
2. By lengthening the space comprised between the 
horizontal cylinders of a single apparatus with lenses, 
to a sufficient extent, the lenses being in this case con¬ 
siderably multiplied, and the black screen pierced with 
a certain number of openings. The teeth and the rods 
which compose the gearing could in this case be very 
widely spaced. 

By means of different modifications my apparatus 
will be capable of two important modifications : 1. 
Projection of the magnified images upon a screen.. 2. 
Obtaining the pictures themselves. 

Projection of the Magnified Images upon a Screen. 

This result will be obtained by enclosing the ap¬ 
paratus iu a box or camera having an opening 
situated at the same point as the opening in an 
ordinary apparatus. The pictures being strongly 
illuminated, their impressions will be projected by the 
action of the lenses upon a screen exposed to the view 
of a large number of spectators. 


6 


Defendant's Exhibits. 


21 -- 

Obtaining the Pictures Themselves. 

The apparatus being as before, introduced ifito a 
camera, and receiving light through the opening, the 
position of which I have already indicated, all the 
lenses become so many objectives which project suc¬ 
cessively an impression upon the movable band, cov¬ 
ered with seusitized paper. The lenses following ac¬ 
curately the movement of the band, each image will be 

22 delineated as clearly as if no movement existed. -The 
objectives, either simple or double, will be Jframed 
each in a little box or camera supported by the cor¬ 
responding plate. To avoid the slight inequalities of 
movement resulting from the gear impairing the clear¬ 
ness of the pictures or negative* thus obtained, pro¬ 
vision will be made so thai a tooth eucounters a rod 
and leaves it only in the interval between the passage 
of two objectives before the opening, these latter being 
in consequence spaced and not juxtaposed as are the 

23 lenses of the apparatus which serves for exhibiting the 
positives of the pictures. 

Jf it be desired to operate by the wet method, re¬ 
course should be had to baths through which, by a 
mechanism which it is useless to dejcr’be, the band 
will pass before and after the action o.f the light. (In 
this case the apparatus should be arranged in such a 
manner that the band moves vertically. 

This apparatus-may really replace that which I have 
described in my first specification as being used for ob- 

24 taining the negatives. 

Stereoscopic Effects. 

In order to add to the effects produced b} the ap¬ 
paratus, subject 6f this new specification, a stereoscopic 
effect I employ two plans of construction : 

1. The first consists in moving, no longer in a Hor¬ 
izontal direction but in a vertical direction, the band 
furnished with a double row of pictures coupled hor¬ 
izontally in pairs, which band operates to move in a 
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vertrcal direction a double series of lenses of the or¬ 
dinary character oi prismatic according to circum¬ 
stances. These two series of lences may be mounted 
either on the same articulated platform, or upon two 
different platforms, each haring its two cylinders. 

2. In th* second plan I do not alter anything in the 
general arrangement of the apparatus, except as re¬ 
gards the baud, which is moved horizontally. The 
construction presents the following peculiarities : All 
the pictures intended for the right eye are located upon 26 
one of the two halves of the band in question, the up¬ 
per half, for example, aud all the pictures intended for 
the left eye upon the other or lower half. The pict¬ 
ures instead of being coupled are arranged in such 
manner that pictufre No*. 2 of the upper half is placed 
above picture No. 1 of the lower half, picture No. 3 of 
the upper half above picture No. 2 of the lower half, 

Ac., the numbers running from right to left. As re¬ 
gards the lenses, each plate is surmounted by two 
lenses, one over the other. The eyes are placed on 27 
the level of the second tier of lenses. The right eye 
sees directly through this tier of lenses, only those 
pictures situated upon the upper half of the band. 

As to the left eye, the view of this half is intercepted 
by a small stationary inclined mirror fixed to the 
cylinder supports, which mirror transmits to the left 
eye by reflection from a second stationary inclined 
mirror below the first, the view of the pictures located 
upon the lower half of the band. By this arrangement 
both eyes receive as though they came fyrom the same 28 
tier upon which they were juxtaposed, two impressions 
of the same given number, which are, however, lo¬ 
cated upon two different tiers at the left of each other. 

It will be understood that if the pictures and the 
lenses are of very small size relatively to the space 
which separates the two eyes, it would be necessary to 
place above picture No. 1 on the lower half of the 
band not picture No. 2 of the upper half, but picture 
No. 3, or even picture'No. 4 Ac. aud so on. 
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As in this second arrangement, the horizontal posi¬ 
tion of tli© band is maintained, a number of spectators 
in a row along the path of the band will be able to see 
the exhibition simultaneously. 

We would state in conclusion that the stereoscopic 
pictures themselves can be obtained by employing the 
two stereoscopic devices which I have described im¬ 
mediately above. It will be sufficient to apply to 
them modifications analogous to those which I have 

an ° 

*** described for the simple apparatus. All this may be 
done without prejudice to the proceeding, evideutly 
more certainly as I have indicated in my first specifi¬ 
cation under the title Observations, page 17. 

Elementary Apparatus for Representing a Scene of 

very Short Duration. 

This is a small car or truck, the side walls of which 
are perfectly vertical and parallel. One of these walls 

31 consists of a senes of convex lenses, square in form, 
and the other of a corresponding series of pictures 
pasted upon cardboard or taken upon glass, trans¬ 
parent paper, &c., and placed opposite the lenses at 
the proper focal distance. This little vehicle moves 
upon the rails or in grooves of a platform. The card- 
board or the glass, upon which pre the pictures, does 
not form a part of the apparatus itself, but is capable 
of being replaced by others. The scene is viewed 
through a screen, the opening in which is placed on a 
level with the axis of the lenses. The stereoscopic 
effect will be obtained by means of modifications 
analogous to those which I have previously described. 

Applications. 

Upon this point I refer to what I have stated in my 
previous'specification, pages 13 and 14, and vould add 
that by means of my apparatus one can also produce 
very curious and very entertaining results, as to which 
it will be sufficient to enumerate the following: 
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li To condense into a few instants a scene which 
has in reality extended over a considerable period of 
time. For example, the growth of trees and of plants, 
and all the phenomena of vegetation ; the transition 
from one season to another, the construction of a 
building, or even of an entire village, the advancing 
age of the same individual, the growth of p beard or of 
the hair, <Src. (It is evident that the series of pictures 
which is now contemplated could be obtaiijed with the 

* • * ^ j 

aid of ordinary apparatus acting at long intervals of 
time upon the same subject.) My lens apparatus is 
capable of giving to time wings far more rapid than 
’hose of which the poets speak. 

2. Converselv, to cause to succeed each other with 
slowness transformations whose rapidity renders them 
sometimes imperceptible to the eye. 

3. To invert the order in which a scene or a pheno¬ 
mena takes place. That is to say, to begin at the end 
and end at the beginning. 

4. To reproduce the movements, the rotation of the ^ 
shirs and the changes w hich take place on their sur¬ 
face. (The phases Of the moon, sun spots, <fec.) 

N. B In a large uumber of cases, in lieu of photo¬ 
graphs, drawings skillfully combined may be employed. 

One may also join photography to drawing by drawing 
upon an unchanging photographic, background an 
animated object which changes from picture to picture. 

One may finally make use of photography itself for re¬ 
producing in miniature the animated object which is 
first drawn on a large scale. ® 


L. Ducos. Jr. 
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DISTRICT OF COLUMBIA, 
October Term, 1912. No. 2400. 


Chicago Film Exchange, 
Defendant- Appellant, 

vs. 

Motion Picture Patents Com 
pany, 

Complainant-Appellee. 


On Edison Reissue 
Patent 12,192, 
Claim 2. 


(Appeal from the Supreme Court of the District of 

Columbia.) 

BRIEF FOR DEFENDANT-APPELLANT. 

This is an appeal from a decree for Complainant entered 
by the Court below on December 23, 1911, without opinion 
by that Court or the assigning of reasons (R., p. 786), in 
a suit brought by the Motion Picture Patents Co., Com¬ 
plainant-Appellee, against the Chicago Film Exchange, 
Defendant-Appellant, for alleged infringement by the De¬ 
fendant within the District of Columbia of the Reissue 
Letters Patent granted to Thomas A. Edison, January 
12, 1904, for Kinetoscopic Film, Claim 2. 

The decree also denied Defendant’s motion to be al¬ 
lowed to take testimony strictly in sur-rebuttal. 

The Assignment of Errors is found at Record, page 789. 
This argument will be addressed more especially to assign- 
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Statement of Case. 


ments numbered First, Second, Fourth, Ninth, Fifteenth, 
Sixteenth and Seventeenth, the errors being— 

First, that the Court below held the patent in suit to 
be good and valid in law as to the second claim thereof, 
whereas the subject-matter of that claim, in view of the 
prior art, was non-patentable (infra, pp. 25-54); 

Secondly, that the Court below held the patent in suit 
to be good and valid in law as to the second claim thereof, 
whereas the subject matter of that claim was in public 
use and on sale for more than two years prior to the date 
of the real application for patent for same (infra, p. 54); 

Thirdly, that the Court below erred in holding the pat¬ 
ent in suit good and valid as a reissue, aud infringed as to 
the second claim thereof, whereas, if good and valid as a 
reissue, it is not infringed, and if infringed, it is not good 
and valid as a reissue (infra, p. 56); and 

Fourthly, that the Court below erred in denying De¬ 
fendant’s motion to be allowed to take testimony strictly 
in sur-rebuttal (tn/ra, p. 57). 

Statement of the Present Case. 

Complainant was a New Jersey corporation, having its 
principal place of business in New York City. The De¬ 
fendant was an Illinois corporation having its principal 
place of business in Chicago, Ill., and having at the time 
the Bill was filed an office for the transaction of business 
in Washington, District of Columbia. 

The Bill of Complaint was not limited in its charge of 
infringement to Claim 2 of the Reissue Patent in suit, but 
was general in that regard, charging infringement of 
Claim 1 equally with infringement of Claim 2 (R., pp. 4 
and 5). 

Similarly the answer was addressed to the entire patent 
in suit (R., pp. 6-8). 

The case was at issue Octol>er 9, 1909. 

Complainant’s prima facie testimony (R., pp. 20-45, 
Oct. 26th to 29th, 1909) consisted of proof of the patent, 
complainant’s title, and the acts of the Defendant alleged 
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Statement of Case. 


to constitute the infringement, being the exhibition and 
sale to one Thomas Armat in Washington, D. C., of a reel 
of positive motion picture film, the negative of which 
had been taken in the Soudan (R., p. 24, x-Qs. 25-31). No 
expert was presented on behalf of Complainant, either to 
explain the invention or to apply it or the claims of the 
patent to the Defendant’s film. It appeared that Armat 
requested both the exhibition (R., p. 22, x-Q. 8) and the 
sale (R., p. 21, Q. 2), and it appeared also that in so doing 
he acted for and on behalf of the Complainant and as its 
agent and paid its money. 

The two claims of the Reissue Patent in suit, infringe¬ 
ment of which was thus presented to Defendant to defend 
against, are as follows: 

Cairns 1 and 2 of 12,102. 

“ 1. An unbroken transparent or translucent tape¬ 
like photographic film having thereon uniform 
sharply-defined equidistant photographs of success¬ 
ive positions of an object in motion as observed 
from a single point of view at rapidly-recurring in¬ 
tervals of time, such photographs being arranged in 
a continuous straight-line sequence, unlimited in 
number save by the length of the film, and suffi¬ 
cient in number to represent the movements of the 
object throughout an extended period of time, sub¬ 
stantially as described. 

“ 2. An unbroken transparent or translucent 
tape-like photographic film provided with perfor¬ 
ated edges and having thereon uniform sharply- 
defined equidistant photographs of successive posi¬ 
tions of an object in motion as observed from a 
single point of view at rapidly-recurring intervals 
of time, such photographs being arranged in a con¬ 
tinuous straight-line sequence, unlimited in number 
save by the length of the film, and sufficient in 
number to represent the movements of the object 
throughout an extended period of time, substan¬ 
tially as described.’’ 

The proofs in defense (R., pp. 45-142, Nov. 17, 1909, to 
Dec. 9, 1909) were addressed to the entire charge of in¬ 
fringement, Claim 1 as well as Claim 2. 
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Statement of Case. 


Complainant’s testimony in rebuttal (R., pp. 142-324, 
May 16, 1910, to March 2, 1911) was addressed only to 
Claim 2 and not at all to Claim 1. 

The Defendant had presented no expert, believing an 
expert unnecessary, also because the Complainant had pre¬ 
sented none in prima facie, and, moreover, being too poor 
(R., p. 749). The Complainant, however, presented in rebuttal 
as an expert the same Thomas Armat who had been Com¬ 
plainant’s fact witness in prima facie as to the act of alleged 
infringement, and who, on cross-examination, admitted 
his pecuniary interest in the result of the litigation as 
elsewhere pointed out (infra, p. 22), while professing a 
purely altruistic interest (R., p. 31, x-Q. 60). This witness, 
in rebuttal, limited his discussion of validity and infringe¬ 
ment to Claim 2, and yet obviously any picture film 
that would infringe Claim 2 would equally infringe 
Claim 1. 

Counsel for Complainant in the Court below in argu¬ 
ment defended the patentability only of Claim 2, and 
asked for a decree only on Claim 2, and the decree of the 
Court below was limited to Claim 2 (R., p. 786). 

The Complainant took no appeal, so that the question 
presented to this Court has to do only with the validity 
and infringement of Claim 2. 

In the Court below when a proffer of financial assist¬ 
ance in making its defense came to the Defendant, it made 
new searches and discovered new references, and moved 
that the case be reopened for further testimony in its be¬ 
half. This was denied (R., p. 774) except as to a certain 
French patent to Reynaud, which the Complainant had 
agreed to admit. A motion to strike out the improper re¬ 
buttal testimony of the Complainant, and to allow the 
Defendant to take testimony strictly in sur-rebuttal, was 
reserved for final hearing (R., p. 774). 

At final hearing, as we have seen, this motion also 
was denied in both its parts (R., p. 787). 
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History of the Patent and Litigation. 

The patent in suit, Reissue 12,192, is a reissue of Re¬ 
issue 12,038, the original of which was Letters Patent No. 
589,168, August 31, 1897, application filed August 24, 
1891. 

The first Reissue 12,038 (September 30, 1902, R., p. 
476), was taken out because of the decision of the Circuit 
Court of Appeals for the Second Circuit, in Edison vs. 
American Mutoscope Co. (114 Fed., 967), to which court 
Edison had carried his original patent 589,168, for con¬ 
struction and enforcement. 

The second Reissue 12,192 (January 12, 1904, R., pp. 
326, 603) was taken out to correct alleged accidental 
omissions in the first Reissue 12,038. 

The Original Application No. 408,534 for the 
Original Patent No. 589,168. 

On August 24, 1891, Thomas A. Edison filed applica¬ 
tion No. 403,534 for patent for “ Improvement in Kineto- 
scope ” (R., pp. 960 to 964), containing a description of 
apparatus for rapidly taking a number of photographs on 
a suitable film or surface of an object in motion, and of 
apparatus for exhibiting such photographs in the same 
order and with th’e same speed, whereby the photographs 
appeared as one photograph and the illusion of motion 
was produced; and containing claims for the general 
method of producing such illusion of motion by means of 
photography, consisting in the two steps of first taking 
the photographs in the way described, and then exhibiting 
them in the same way. All claims for the taking appa¬ 
ratus and method were reserved for a second application, 
No. 403,535, and all claims for the exhibiting apparatus 
and method were reserved for a third application, No. 
403,536. 

The description given of the picture film differs from 
the description given in the patent in suit and recited in 
the claim in issue, as interpreted by Complainant-appellee 
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Original Application. 


in its rebuttal testimony through the witness Armat (R., 
p. 246, Q. 4, to p. 250, Q. 21). 

It differs in the following respects: 

1. The sensitive surface was described in the original 
application as: 

4 4 A long gelatine tape film ” (R., p. 960). 

Nine years later Edison testified in the suit referred to 
above that he did not think gelatine could be made to 
answer the purpose, adding: 

“ I don’t think it is tough enough” (R., p. 206, 
x-Q. 149). 

When Edison so testified he had not then recently read 
his own patents (R., p. 206, x-Q. 150), and undoubtedly 
also had not then recently read the original application 
No. 403,534 of August 24, 1891, and apparently did not 
know that it specified gelatine. But if so his answer is all 
the more trustworthy on that account. 

Defendant’s film is a long celluloid tape film. The 
evidence presented by Complainant-appellee shows that 
when the original patent No. 589,168 issued in August, 
1897, the motion picture films of commerce were celluloid 
films, and that as early as April 14, 1894, Edison put cel¬ 
luloid picture film on the market {Armat, R., pp. 253, 241, 
244, 245 and 246; Edison , p. 206, x-Qs. 144 to 150; p. 212, 
Q. 185; p. 213, Q. 204; Randolph , p. 240, x-Q. 31, to p. 241, 
Q. 43). 

Indeed, an effort is made by Complainant’s witness 
Armat, in rebuttal, to make it appear that at the date of 
filing the original application, namely, August 24, 1891, 
the phrase, “sensitized tape-like film” meant “in the 
art ” a “ transparent or translucent celluloid carrier or 
supporter,” with the sensitive emulsion upon it (R., p. 
247, Q. 6), and he so defines those same words as used in 
the patent in suit (R., p. 247, Q. 7). If Armat is correct 
and ‘‘sensitized film ” in the art in August, 1891, meant a 
celluloid film, Edison’s description of his film as along gela¬ 
tine film becomes more, not less, significant. That it was 
not a misdescription or an accident appears from the George 
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Parsons Lathrop article in Harper's Weekly of June 13, 
1891 (R., p. 702) put in evidence by Complainant, which, 
purporting to be inspired by Edison himself, describes the 
Edison film as “a thin gelatine band”, “ the gelatine 
band”, “ the gelatine strip ”, “the gelatine strip or rib¬ 
bon.” 

The description of the film as a gelatine film was 
quietly dropped out without comment when a substitute 
specification was filed on April 18, 1896, claiming the 
camera apparatus and method (R., p. 97J), and did not 
thereafter reappear in the application. 

2. Nowhere in the original application was the picture 
strip shown or described as “ transparent or trans¬ 
lucent,” an express element of the claim in issue. That 
description was slipped in without comment when a sec¬ 
ond substitute specification was filed on December 28, 
1896 (R., p. 1003, line 25, as compared with page 960, line 
28). 

3. The original application described only the negative 
film and nowhere described or showed or referred to a 
positive. It described the taking machine or camera on 
pages 960 to 962, and the exhibiting machine on page 962, 
and the general operation of both on pages 962 and 963. 

It is obvious that “ the film 3 ” of the taking machine 
was a negative. 

Of the “film 3” of the exhibiting machine, it is said, 
near the top of page 962:— 

“In this [the exhibiting or reproducing] appara¬ 
tus the film 3 on which a large number of photographs 
have been taken and developed by any proper 
method, is passed back and forth, etc., etc.” 

And in the description of the general operation, it is 
said, page 963:— 

“ When the movement of the object being photo¬ 
graphed has ceased, or the desired number of photo¬ 
graphs has been obtained, the apparatus is stopped; 
the film is suitably treated for developing and 
fixing the pictures , when it is ready for use in the 
reproducing apparatus .” 
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The film 3 of the reproducing apparatus is manifestly 
the same piece of film as the film 3 of the camera. That 
negative films may be used for exhibition purposes and 
even with the lights unreversed, is asserted by Armat 
(R., p. 25, x-Q. 32; p. 252, Q. 30; p. 283, x-Q. 114). 

4. Nowhere were the pictures on the strip described as 
u equidistant" (an express requirement of the claim), 
nor did any drawing show them as equidistant, nor was 
any function or advantage ascribed to equidistance. 

On December 28, 1890, an additional sheet of drawing 
was filed (R., pp. 1007,1008), viz., Fig. 7 (p. 1095), later in¬ 
serted at the bottom of sheet III (R., p. 1132), apparently 
showing positive photographs with equidistant arrange¬ 
ment, and in the substitute specification of that day the 
new drawing is described (R., p. 1003) as "a perspective 
view of a section of tape film with photographs thereon. ” 

This drawing is the only even plausible reason Armat 
gives for his “ impression ” that the reissue patent in suit 
was “ intended ” by Edison to describe the exhibition of 
positives (R., p. 250, Q. 22, to p. 252, Q. 32). 

5. The terms “unbroken,” “ uniform,” and “sharply 
defined ” of the claim in issue were not found in the origi¬ 
nal specification. 

The reference to uniformity of photographs, which is 
found in the specification of the patent in suit 12,192, at 
page 2, line 125 to 130, fiist appeared in December, 1903, 
in the application for the last reissue (R., pp. 1046, 1047). 
Edison at that time made oath (R., p. 1047) that the speci¬ 
fication of Reissue 12,038 was defective or insufficient in 
that the word “ uniform ” occurred in the claims without 
any “definition or explanation of the same in the specifi¬ 
cation.” The original application No. 403,534 was equally 
without such definition or explanation. 

The reference to sharp definition of the photographs 
which is found in the patent in suit 12,192 at page 2, lines 
63 to 70, first appeared iu an amendment of December, 
1893 (R., p. 965). 
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The picture film per se was nowhere claimed in the 
original application, and it was nowhere suggested as the 
invention, or as any part or phase or expression of the 
invention, sought to be patented. 

The claims were all rejected January 22, 1892 (R., p. 
965), amended December 29, 1893 (R., p. 966), rejected 
January 16, 1894 (R., p. 967), and the rejection voluntarily 
and unnecessarily repeated on October 18, 1895 (R., p. 
968). The applicant took no action after the rejection of 
January 16, 1S94, until April 18, 1896 (an interval of inac¬ 
tion of two years and three months), when a substitute 
specification was filed (R., p. 970). 

• 

Edison’s Second Application of August 24,1891, being 

No. 403,535 for Camera Method and Apparatus. 

This application is not in evidence but it appears that 
a patent was taken out by Edison on February 21, 1893, 
No. 491,993, on a division of this application (R., p. 270, 
Q. 69, and 62 U. S. Pat. Off. Gazette, p. 1077). 

It appears also that what remained of the application 
became abandoned by more than two years failure to act 
or amend prior to April 18, 1896 (R., pp. 983, 985). 

Armat points out at page 270, question 69, that the 
mechanical movement for producing the intermittent mo¬ 
tion of the film in the camera illustrated in the Edison pat¬ 
ent No. 491,993 of February 21, 1893, had already been 
adopted by others as early as July 16, 1895. 

On April 18, 1896, however, what was left of this 
camera application No. 403,535 was for some reason not 
in a condition satisfactory to Edison’s attorneys (R., p. 
969, 977), and a new application was admitted to be barred 
by two years’ public use (R., p. 985), and consequently a 
great number of the camera apparatus and method claims 
of this abandoned case 403,535 were on that date grafted 
by amendment upon application 403,534, as stated, al¬ 
though, as it appears to us, that application was then also 
an abandoned application, because of the facts stated 
above. 
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Exhibitor Application. 


Edison's Third Application of August 24th, 1891, No. 
408,586 for Exhibiting Method and Apparatus. 

This application is not in evidence, but the patent that 
issued on it, No. 493,426 of March 14, 1893, is in evidence 
(R., p. 482). 

Armat admits that the picture film shown in it is the 
picture film in issue (R., p. 311, x-Qs. 229-233). 

This picture film is there claimed, not per se but in 
use,—in its intended and only possible use,—the use for 
which it exists as a merchantable article of commerce. 
That is to say, it is there claimed in combination with 
means to support it, to feed it, to illuminate it and to ex¬ 
pose it, all for the purposes of exhibition, either directly 
to the eye (Fig. 2 of that patent), or projected on a screen 
(Fig. 4 of that patent). 

Thus two of the claims are: 

Claims 7 and 13 of 493,426. 

“ 7. The combination of an endless tape with 
pictures representing an object in motion and being 
so nearly alike as not to be readily distinguishable 
arranged at regular intervals thereon, means for 
supporting said tape and for moving it along at a 
regulated speed, and a light for illuminating each 
picture as it comes into position to be seen, substan¬ 
tially as described.” 

“13. The combination, in a picture-exhibiting 
apparatus, of a transparent flexible band or tape 
having a large number of pictures on it represent¬ 
ing an object in motion, means for supporting and 
moving said tape forward to bring the pictures into 
view in rapid succession and regular order, and a 
sight opening at a point along the tape through 
which the pictures can be seen, substantially as de¬ 
scribed.” 

There is uo reservation in this patent No. 493,426 of 
the right to claim the picture film per se. 

This patent covered what Armat describes as the 
practicing of the invention of the patent in suit (R., 
p. 309, x-Q. 222), the use of the film (R., p. 281, x-Qs. 100, 
101). 
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Specifications of April 18, 1896, and Dec. 28, 1896. 


The Substitute Specification of April 18,1896, in the 
Application No. 403,584 in Issue (Rec., pp. 970-975). 

This introduced abandoned camera apparatus and 
method claims from the abandoned second application No. 
403,535, as already stated. 

The apparatus claims made the sensitized film or sur¬ 
face an element in the combination (R., pp. 974, 975). 

The specification struck out the word 44 gelatine,” as 
heretofore stated. 

The application passed through various amendments to 
meet the rejections of the claims and other requirements 
of the Office, until December 28, 1896, when another sub¬ 
stitute specification was filed (R., pp. 988-1000). 

The Second Substitute Specification of December 28, 
1896, Introducing for the First Time Picture Film 
Claims (R., pp. 1001 to 1007). 

This added a drawing of the picture film, Fig. 7 (now 
Fig. 6), showing a positive with equidistant pictures (R., 
pp. 1003, 1007, 1025). 

It omitted the description “gelatine.” 

It introduced the description “transparent or trans¬ 
lucent ” (p. 1003). 

It introduced for the first time picture film claims (R., 
p. 1007), namely: 

“8. A transparent or translucent tape film hav¬ 
ing thereon a continuous series of photographs of 
an object in motion arranged in a regular line, sub¬ 
stantially as set forth. 

“9. A transparent or translucent tape film hav¬ 
ing thereon a continuous series of photographs of 
an obiect in motion arranged in a regular line, and 
provided with perforated edges, substantially as set 
forth.” 

A new oath accompanied the re-written specification 
(R., p. 1007). 

Claims 8 and 9 were rejected as anticipated by Le 
Prince (p. 1009). They were amended by changing the 
word “regular” to “single” (p. 1010), and were rejected 
again (p. 1012). 
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At this point an interference with Casler was declared 
(R., p. 1013), and was then dissolved on Casler’s showing 
and Edison’s admission that the subject matter of the 
interference (claim 4 of the then Edison application) was 
anticipated by the prior art—Marey, Levison, Le Prince, 
etc. (R., pp. 611 to 613). 

Inasmuch as this admission made by Edison has an 
important bearing upon the argument of non-patenta¬ 
bility of the claim in issue that we shall hereafter make, 
we quote the issue of the interference here in full, being 
claim 4 of the then Edison application (R., pp. 1006, 
1013). 

“An apparatus for taking photographs suitable 
for the exhibition of objects in motion, having in 
combination a single camera and means for passing 
a sensitized surface across the lens of the camera at 
a high rate of speed and with an intermittent 
motion and for exposing successive portions of the 
surface during the periods of rest, substantially as 
set forth.” 

This claim was rejected (p. 1014), the rejection affirmed 
by the Board (p. 1018), and then Edison cancelled it (p. 
1019). 

Film claims 8 and 9 were rejected again (p. 1017), and 
on appeal the rejection was affirmed (p. 1018), and there¬ 
after claims S and 9 were cancelled and the following 
claims were substituted for them (p. 1019) as having been 
recommended by the Board for allowance, namely: 

“5. An unbroken transparent or translucent 
tape like photographic film having thereon equi¬ 
distant photographs of successive positions of an 
object in motion, all taken from the same point of 
view, such photographs being arranged in a con¬ 
tinuous straight line sequence, unlimited in number 
save by the length of the film, substantially as 
described. 

“6. An unbroken transparent or translucent 
tapelike photographic film provided with perforated 
edges and having thereon equidistant photographs 
of successive positions of an object in motion, all 
taken from the same point of view, such photo¬ 
graphs being arranged in a continuous straight line 
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sequence, unlimited in number save by the length 
of the film, substantially as described.” 

Another new oath was presented (R., p. 1020), and an 
argument was made in support of the claims over Le 
Prince to the effect that an unlimited number of pictures 
could be taken by Edison in sequence, whereas only four 
could be taken in sequence by Le Prince. 

An objection of new matter was made and Edison’s 
attorney replied (R., p. 1021): 

“The fact that the original claims covered a 
method, involving the taking and exhibiting of 
pictures, while the present claims cover apparatus 
for taking such pictures and the pictures themselves, 
is not new matter.” * 


Deoision of the Board of Examiners-in-Chief of July 

1 , 1897 . 

This was not put in evidence by Complainant-appellee, 
but something appears of the substance of the decision 
(R., p. 1018). 

All method claims were rejected. 

Of the apparatus claims all were allowed that specified 
a film as the sensitized surface, and all were rejected that 
specified a “ sensitized surface ” broadly. 

Of the picture film claims before the Board, both were 
rejected, that is to say, the limitation “ provided with 
perforated edges ” which differentiated claim 9 from claim 
8, did not save that claim 9. 

It also appears of record that Edison’s attorney after 
the decision of the Board stated of record (R., p. 1020), 
speaking of claim 1 of 589,168. 

“ The appeal board having found that applicant 
was the first to produce an apparatus by which a 


* This reply was inadequate insofar as the picture film claims are 
concerned because it failed to take into account the new matter of 
description, namely by omission of the word “ gelatine ”, by insertion 
of the words “ transparent or translucent ”, and by insertion of the 
additional drawing, Fig. 7 (now Fig. 6) which shows the equidistant 
arrangement of the photographs, and appears to be a positive (either 
by accident or by design). 
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representation, suitable for reproduction, of an ani¬ 
mate scene might be effected, the suggested claim 
[claim 1 of 589,168] appears to be, and is intention¬ 
ally made, as broad a recital of applicant’s appa¬ 
ratus as language will permit.” 

and again (p. 1022): 

“in the decision of the Examiners-in-Chief they 
state: 

‘ But it is entirely clear that the invention as 
now claimed is precisely the same invention as 
that originally disclosed and claimed. The appli¬ 
cant has made a mistake in claiming the manner 
of use of his apparatus instead of claiming the 
apparatus itself, and has an indubitable right to 
correct that error.’ ” (Italics ours.) 

The patent issued on August 31, 1897, as No. 589,168, 
with four camera apparatus claims (all specifying “the 
sensitized film ” as an element) and two claims, 5 and 6 
above quoted, for the picture film. 

The Circuit Court of Appeals Decisions. 

Edison promptly sued the American Mutoscope Co. for 
infringement of claims 1, 2, 3 and 5 of the patent No. 

589,168. 

Judge Wheeler in the Court below (110 Fed, Rep., p. 660), 
held all four claims good and valid and infringed, and held 
claim 5 infringed not only by the defendant’s negative 
films, but also by the defendant’s positive films, saying (p. 
664) that claim 5 of 589,168 

“ is not limited to negatives and these positives are 
within its terms.” 

The Circuit Court of Appeals (114 Fed., 926), reversed 
the Court below, and held all four claims invalid and void, 
the camera apparatus claims, 1, 2 and 3, as anticipated in 
their then form by the prior art, and the picture film 
claim, 5, as being for non-patentable subject matter in 
view of the prior art. 

Five years later that holding was emphatically re¬ 
affirmed by the same Court (151 Fed., 767). 
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For the convenience of the Court we annex hereto as 
Appendix I (infra, p. 1*), a copy of the first opinion of 
the Circuit Court of Appeals in 114 Fed., 926, and, as Ap¬ 
pendix II ( infra , p. 19*), a copy of so much as is ma¬ 
terial of the second opinion in 151 Fed., 767. 

The Circuit Court of Appeals in the first suit had be¬ 
fore it the entire question as to the real invention or 
inventions that Edison had made in view of the prior art, 
either in camera or in picture film, and the Court held 
that the art was so far advanced that no principle re¬ 
mained to be discovered, or essentially new form of 
machine to be invented; that Edison was not the inventor 
of the film, and was not as to the camera a pioneer in the 
large sense of the term, or in the more limited sense in 
which he would have been if he had also invented the 
film; that he was not the first to take photographs of an 
object in motion by means of a single lens camera or from 
a single point of view; or to so take such pictures at a 
high rate of speed; or to so take them upon a sensitized 
surface having an intermittent feed, the photographs 
being taken during the periods of rest. 

And the Court held specifically that the picture film 
covered by claim 5 of 589,168 was not patentable to Edison, 
did not constitute patentable subject-matter, was not 
novel in the sense of the patent laws. 

As to positives not being covered the Court said of the 
entire patent No. 589,168 (114 Fed., 929): 

“The patent in suit pertains merely to that 
branch of the art which consists of the production 
of suitable negatives.” 

And again the Court regarded the picture film claim as 
(114 Fed., 935) 

“obviously an attempt by the patentee to obtain a 
monopoly of the product of the apparatus described 
in the patent.” 

The Court held that the product, that is to say, the 
article of manufacture, must be judged by itself, by its 
own inherent characteristics, and that it must itself, as 
an article, be new in a patentable sense; that the picture 
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film was not new unless in length, which was a matter of 
degree, and that the other characteristics of the product 
were new only in the sense of greater accuracy of detail, 
etc., and that a picture film having these characteristics 
was not new in the sense that its production involved in¬ 
vention over and above that involved in the production of 
the camera. 

In dealing with the camera claims 1, 2 and 3, and the 
camera invention, the Court intimated that Edison had 
probably made a real invention in the organization of the 
feeding mechanism of the camera, but held that the claims 
before it did not cover that invention. 

In the matter of claim 5 and the picture film, however, 
the Court gave no such intimation. 

On the contrary, its discussion and impeachment of 
claim 5 went to the whole substance of the alleged picture 
film invention. 

The contrast is striking in this regard between the 
treatment by the Court of the alleged camera invention, 
on the one hand, and of the alleged picture film invention 
on the other hand. 

And the emphatic repetition of the decision made by 
the same Court five years later that Edison did not invent 
the film was accompanied by an upholding of the three 
reissued camera claims as good and valid over the art 
(Claims 1, 2 and 3 of Reissue 12,037; R., p. 469, and 151 
Fed., 767). 

For immediately after the first Circuit Court of 
Appeals decision, and the refusal of the Supreme Court to 
grant a writ of certiorari in the case (186 U. S., 480), 
Edison acted upon the intimation of the Court and sur¬ 
rendered the original patent 589,168, and applied for a 
reissue of the camera claims as Division A. This was 
justified as the event proved, and it was justified because 
the first decision of the Circuit Court of Appeals as to the 
camera claims was due to the form of the claims rather 
than to the absence of invention in the subject-matter. 

But Edison at the same time applied for a reissue of 
the picture film claims as Division B, as if the decision of 
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the Circuit Court of Appeals had been based upon the 
form of those claims rather than upon the absence of 
patentable invention in the subject-matter. 

And the question in this case is whether the Exam¬ 
iner who allowed the claim in issue was correct in his 
ruling that it involved patentable subject-matter, where 
the picture film claim before the Circuit Court of Appeals 
did not. 


The Files of the Picture Film Reissues 12,038 and 

12,192. 


The files are both in evidence, that of 12,038 at Record, 
pages 1063 to 1083,and thatof 12,192 at Record, pages 1040 to 
1063. These Division B reissue applications, like the Divi¬ 
sion A reissue application, were expressly based by Edison 
upon the Circuit Court of Appeals decision as the ground 
and reason for making them (R , pp. Io09, 1070 and 1074), 
and they constitute a formal acceptance by Edison of that 
decision, and a formal submission of record to it. Edison 
and his assignees cannot he heard now to dispute that 
decision. The decision is the cornerstone of the reissues. 


The two claims first presented in the Division B Re¬ 
issue were as follows (R , p. 1068): 

“1. An unbroken transparent or translucent 
tape-like photographic film having thereon equidis¬ 
tant photographs of successive positions of an ob¬ 
ject in motion, all taken from the same point of 
view by a single stationary lens and while the film 
is at rest, such photographs being arranged in a 
continuous straight-line sequence, unlimited in 
number save by the length of the film, and suffi¬ 
cient in number to represent the movements of the 
object throughout an extended period of time, sub¬ 
stantially as described. 

2. An unbroken transparent or translucent tape¬ 
like photographic film provided with perforated 
edges and having thereon equidistant photographs 
of successive positions of an object in motion, all 
taken from the same point of view, such photo¬ 
graphs being arranged in a continuous straight-line 
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sequence, unlimited in number save by the length 
of the film, substantially as described.” 

The Examiner objected to the great space given to a 
description of the camera apparatus, seeing that the 
claims were for the film (R.. p. 1071). The attorney re¬ 
plied to this by arguing (R., p. 1073) that 

“ the differences which distinguish applicant's film 
from the prior films are largely due to the features 
of novelty in the apparatus 

and that 

“ peculiarities or characteristics of the film are not 
referred to in detail, but are to be understood only 
by implication.” 

The Examiner objected to Claim 1 (above) as an at¬ 
tempt to define an article of manufacture by stating the 
process by which it was made instead of by stating the 
characteristics of the at tide itself hy which it could be 
recognized (K., p. lo71). 

The language thus referred to by the Examiner was 
the following: 

“ all taken from the same point of view by a single 
stationary lens and while the film is at rest.” 

The Examiner also objected to the language at the end 
of claim 1 as an attempt to differentiate from the Circuit 
Court of Appeals decision by a statement of the length of 
the film, the Examiner saying: 

“ The length of the film is a matter of degree 
only ” (R., p. 1072). 

The language of the claim here criticised was as fol¬ 
lows: 

“and sufficient in number to represent the move¬ 
ments of the object throughout an extended period 
of time.” 

Edison’s attorney met these objections by substituting 
for the language first above quoted, the words: 

“uniform sharply defined,” 

as qualifying the photographs and the phrase “as 
observed from a single point of view ” (R., p. 1072), and 
argued (R., p. 1074): 

‘‘The claims above presented are principally dis¬ 
tinguished from a film produced in an apparatus 
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of the Du Cos type, assuming that a modern photo¬ 
graphic film were used therewith, in two respects, 
i. e., with applicant’s films the photographs are 
‘ uniform ’ and they are 4 sharply defined.’ 

“ I. Applicant’s pictures are uniform for the 
reason that the photographs are all taken by the 
same lens and under the same conditions of light 
and exposure. * * * 

“ 2. Applicant’s photographs are sharply defined, 
for the reason that in his apparatus the lens is 
stationary, and during the moment of exposure the 
film is at rest. * * * 

And (p. 107d): 

“ As it seems clear that with any apparatus 
using a multiplicity of lenses, the photographs 
would lack uniformity, and that with an apparatus 
employing moving lenses the photographs would 
lack sharp definition, we consider that the new 
claims are fully distinguished from Du Cos and the 
rest of the prior art, and we submit that they should 
be allowed.” 

The Examiner objected to claim 2 on the ground that 
it was word for word claim 0 of 589,16S, and not patenta- 
bly distinguishable from claim 5 of 5S9,168 which the Cir¬ 
cuit Court of Appeals had condemned. As t«> the only 
difference between the two claims, namely, 44 provided 
with perforated edges,” the Examiner pointed out that on 
the application for the original patent Edison had acqui¬ 
esced in the holding of the Board of Examiners-in-Chief 
that that limitation was not sufficient to render a film 
claim patentable which was otherwise unpatentable, and 
held that claim 2, as presented, w'as therefore within the 
decision of the Circuit Court of Appeals and was unpat¬ 
entable. This holding of the Examiner is so important, 
that we here quote it in full (R., p. 1071): 

“It is noted that claim 2 is a reproduction of 
claim 6, of applicant’s patent No. 589,108, and that 
claim 5, of said patent, w>as held to he unpatentable 
in the decision in the case of Edison v. The Muto- 
scope Co., by the Circuit Court of Appeals, Second 
Circuit, reported on page 926 et seq Vol. 114, Fed¬ 
eral Reporter. This sixth claim, of the patent, dif- 
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fered from the fifth claim only in that it specified 
that the film was provided with perforated edges. 
By reference to the decision of the Examiners-in- 
Cliief, in the appeal taken in the application upon 
which said patent was granted, it will he seen that 
two claims for the article were appealed; claims 8 
and 9. These claims were held by the Board not to 
he patentable. It will also he noted that claim 9 
differed from claim 8 only in that it specified that 
the film was ‘provided with pe if ora ted edges/ and 
that this limitation was not considered sufficient to 
render this claim patentable over claim 8. This 
being the case, it. is not seen that claim 0 of the 
patent is rendered patentable over claim 5, which 
the Court held to be unpatentable, by the inclusion 
of this limitation. Claim 2 is therefore held to he 
within the decision of the Circuit Court of Appeals, 
and to he unpatentable.” 

Edison's .attorney acquiesced in this rejection, and 
erased said claim 2 (K , p 1072), and he substituted as his 
claim 2 a mere replica or repetition of the amended claim 
I with the words “ provided with perforated edges ” 
added. 

And the only argument, of patentability presented to 
support this new claim 2, was the argument as to the 
limitation “uniform” and “sharply defined” quoted 
above. In other words the same argument of patent¬ 
ability was made to support amended claim 2 that was 
made to support amended claim 1, and no additional or 
further argument. 

Edison thus a second time submitted to and acquiesced 
in a ruling of the Patent Office that the phrase “ pro¬ 
vided with perforated edges” was not a sufficient limi¬ 
tation to render a claim patentable where otherwise it 
would not be patentable. 

The Examiner had apparently objected in an oral inter¬ 
view (R., p. 1073) that the language of the claims might 
be broad enough to include an ordinary Kodak film having 
photographs of the same object taken possibly days apart. 
Edison’s attorney met this hy inserting in each claim the 
phrase “ at rapidly recurring intervals of time,” while 
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asserting that this was obviously implied in applicant’s 
purpose (R., p. 1073). 

The claims were then allowed on the basis of the 
“ uniform sharply defined” limitation and 12,038 issued. 

The claims of this first reissue as allowed omitted the 
word “equidistant." 

The application for the second reissue recites that this 
was a clerical error (R., p. 1047), and restores that word 
to both claims (R., p. 1046). 

The oath of Edison on this second reissue application 
also states that the word “uniform” of the claims is 
“ nowhere defined or explained in the specification and is 
ambiguous and not necessarily self-explanatory.” And 
the reissue therefore adds to the specification at the end 
and just before the claims, the following sentence not 
found in the original patent or in the first reissue (R., p. 
1046): 

“ It will he observed that all the photographs on 
the film are taken through the same camera len9, 
which results in such a uniformity of photographs 
as would be unattainable were the photographs 
taken through different lenses.” 

The second reissue application was allowed and 12,192 
in suit issued January 12, 1904. 

Although continuously infringed no attempt was made 
to enforce it for years, Edison choosing instead to litigate 
and enforce his Division A camera reissue 12,037 (151 Fed., 
767). 

The Prior Art. 

The prior ai t pertaining to the taking of photographs 
of an object in motion, the successive photographs repre¬ 
senting the successive stages of motion of the object pho¬ 
tographed, as well as the prior art pertaining to the film 
or other sensitized surface upon which such photographs 
were taken, is succinctly stated in the first opinion of the 
Circuit Court of Appeals in the Mutoscope case (infra, 
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Appendix I, p. 0*). There the Du Cos, the Marey, the 
Le Prince and the Levison publications are described and 
discussed. These are in evidence in this case (with the 
exception of Marey), and in addition in this case the 1876 
Donisthorpe, the Keynaud, the Potter, and the Greene & 
Evans patents are material. 

None of these patents require exposition by experts to 
explain their contents. They are readily understood by 
any intelligent mind. 

It is true the Complainant introduced a witness Armat 
to criticise the efficiency of the camera apparatus of these 
earlier inventors to accomplish the work with the speed 
and accuracy of Edison’s apparatus. It is the customary 
method in patent litigation to attempt to repel or over¬ 
throw the effect of prior patents and publications by pro¬ 
ducing experts to advance an opinion of the inoperative¬ 
ness or inefficiency of the apparatus described in them. 
Such testimony rarely avails to overcome the presumption 
of utility arising from the grant of a patent. The opinion 
evidence here was given by a witness who was inteiested 
pecuniarily in the result of the litigation as stockholder 
and Vice President of the Armat Moving Picture Co., a 
licensee of the Complainant and interested in the profits of 
the Complainant ^R., p. 25, x Qs. 34 to 36, and p. 278, 
x-Qs. 79 and 82); also as a one fourth owner of the stock 
of the Cosmos Amusement Co., another licensee of the 
Complainant (R., p. 23, x-Qs. 2<>, 21). 

But the value of this testimony is sufficiently im¬ 
peached by Edison’s own admissions made in the course of 
the Patent Office proceedings which we have heretofore 
outlined, and will refer to more particularly in the argu¬ 
ment of non-patentability which will be made hereinafter. 

For the convenience of the Court we annex hereto as 
Appendix III, a brief summary and explanation of the 
DuCos, Marey, Le Prince and Levison publications and 
patents. 

If the patent in suit covers positives as well as nega¬ 
tives (a field not entered upon or discussed by the Circuit 
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Court of Appeals, because it held that the original patent 
589,168 covered only negatives) the patents of Donis- 
thorpe, Reynaud and Potter become important, and we 
annex as Appendix IV an abstract or copy of those pat¬ 
ents for the convenience of the Court. 

The argument to be presently made will be perhaps 
better understood if these patents of the prior art are first 
examined by the Court. For convenience we here give 
the record pages for the patents themselves, as well as the 
Appendix page for the abstracts. 

DuC'os is found at Record, pages 338-348 inclusive, and 
the six pages of drawings that follow. The Supplement, 
Record, page 346, is of special importance. The abstract 
is found below at Appendix III, page 21*. 

The IiCPrince U. S.. patent, which alone was before 
the Patent Office and which was chiefly discussed by the 
Circuit Court of Appeals, is found at Record, page 386. The 
British LePrfnce patent, which is of greater import¬ 
ance in this case, is found at Record, page 879, its important 
reference to a single lens camera being found on page 
885, just before the claims. The abstract is found below, 
Appendix 111, page 26*. 

The Levi»on publication is found at Record, page 
461, and infra Appendix Ill, page 29*. 

The Reynaud French patent is found in translation 
at Record, page 782, and infra Appendix IV, page 30*. 

The Donistliorpe British patent of 1876, which is 
the important Donisthorpe patent here, is found at Record, 
page 865, and infra Appendix IV, page 33*. 

The Poller patent is found at Record, page 393, and 
infra Appendix IV, page 35*. 

The prior art showing perforations in photographic 
negative films includes the Walker & Eastman patent 
No. 317,049 (R., p. 379). Perforations in a motion picture 
positive film for feeding the film for exhibition purposes 
are found in the Reynaud French patent. Perforations in 
flexible strips for sprocket wheel feeding of the strips in 
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the arts generally are found in Holms (R., p. 621). Galt 
(R., p. 627), and Smith (R., pp. 630 and 642). 

The Marey publications are not in evidence in this 
case*, but that is immaterial because Edison made his 
important admission of record that the issue of the 
Casler-Edison interference was old and unpatentable 
either to him or to Casler (it., pp. 611-613), largely 
because of the Marey publications, the disclosures of 
which are summed up in the decision of the Exam¬ 
iner of May 21, ISO7 (R., p. 612); and it is im¬ 
material also because of Edison's submission of record 
to the decision of the Circuit Court of Appeals by his 
surrender of the original patent 5^9,168, and his taking 
out of the reissue in suit because of that decision, that 
decision having proceeded to a considerable extent upon 
the Marey publications, the showing of which pub¬ 
lications is not only summarized in that decision, but the 
most important Marey publication (Scientific American , 
June 10, 1882) is quoted in full in that decision. See infra , 
Appendix I, p. S*, where this Court will find it, and from 
which the nature of the Marey apparatus can be under¬ 
stood, and tlie record admission and submission of Edison 
given proper and full effect. 

This was just the situation in Computing Scale Co. 
vs. Automatic Co. y C. IX, 1905, pp. 704, 711 (affirmed by 
the Supreme Court of the United States, 2o4 U. S., 609), 
where this Court said in discussing a rejection and ac¬ 
quiescence and amendment because of a certain prior 
Herr patent: 

“ This Herr patent is not in evidence but that is 
immaterial, for, whether the Examiner was right 
or wrong, the patentee having acquiesced in the 
ruling neither he, nor his assignee, can be heard to 
question the correctness of the ruling.” 

* Defendant moved the Court below for leave to put them in evi¬ 
dence as part of its general motion to re-open the case (11., p. 7311), 
but the motion, as we have stated, was denied on April 7, 1911 (R., 
p. 774). 
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I.—The subject-matter of the claim in 
issue is non-patentable, and the claim is 
invalid and void. 

The question is simplified and the prior art is illumi¬ 
nated by Edison’s admissions and submissions of record, 
and especially by his submission to the Circuit Court of 
Appeals decision in and by the reissue application, in the 
oath of which, after referring to the Circuit Court of 
Appeals decision (R., p. 1069), Edison says that he 
“therefore verily believes” that claim 5 of the 
original patent is invalid because of the prior art. 

The question before this Court therefore is whether 
the changes made in the claim in issue over said claim 5 
that was in issue before the Circuit Court of Appeals 
import patentability—whether the subject-matter of 
Claim 2 of 12,192 is patentable where the subject matter 
of claim 5 of 589,168 was not—whether the ruling of the 
Primary Examiner that the changes in the claim import 
patentability, and that the subject-matter of claim 2 of 
12,192 is patentable where the subject-matter of claim 5 
of 589,168 was not, was correct. 

This ruling of the Primary Examiner was not passed 
upon by any higher tribunal of the Patent Office, and has 
never been passed upon by any court except by the Court 
below in this case. Edison and his successors in the own¬ 
ership of these patents have asserted and stood upon the 
Division A Reissue for the camera apparatus (Reissue 
12,037), rather than upon the Division B Reissues for the 
picture film (Reissues 12,038 and 12,192). 

For convenience of comparison we print here the claim 
condemned by the Circuit Court of Appeals and the claim 
here in issue, and will proceed to consider the nature and 
character of the differences between the two: 

Claim Condemned by the Circuit Court of Appeals. 

(589,168): “5. An unbroken transparent or translucent 
tape-like photographic film having thereon 
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equidistant photographs of successive posi¬ 
tions of an object in motion, all taken from 
the same point of view, such photographs 
being arranged in a continuous straight line 
sequence, unlimited in number save by the 
length of the film, substantially as described.” 

Claim here in Issue. 

(12,192): “ 2. An unbroken transparent or translucent 
tape-like photographic film provided with 
perforated edges and having thereon uniform 
sharply-defined equidistant photographs of 
successive positions of an object in motion 
as observed from a single point of view at 
rapidly-recurring intervals of time, such 
photographs being arranged in a continuous 
straight line sequence, unlimited in number 
save by the length of the film, and sufficient 
in number to represent the movements of 
the object throughout an extended period of 
time, substantially as described.” 

The differences between these two claims are, first, 
that in the claim here in issue the film is to be perforated; 
secondly, the film is to be long (“sufficient in number to 
represent,” &c.); thirdly, the photographs are to have 
been taken rapidly; fourthly, the photographs are to be 
“ uniform ” in the sense of having been taken by a single 
lens camera, and fifthly, the photographs are to be 
“ sharply defined ” in the sense of having been taken 
while the film was at rest. 

The first three of these differences can be briefly dis¬ 
posed of. They are manifestly immaterial and cannot 
impart patentability to an otherwise void claim, and 

Edison has so admitted of record in the Patent 
Office proceedings. 

The last two differences are purely matters of degree 
and cannot impart patentability to an otherwise non- 
patentable subject-matter, as we will show. 
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1. Perforations. 

The Complainant-appellee by abandoning claim 1 of 
the patent in suit and standing only on claim 2, seems 
to ascribe a saving distinction over the art to the feature 
of “ perforated edges.” For the two claims are otherwise 
identical. 

But the Patent Office proceedings which we have re¬ 
viewed show that the Patent Office has twice ruled that 
“ perforated edges ” does not constitute a saving distinc¬ 
tion and Edison has twice submitted to that ruling and 
that he obtained the very claim in issue as the result of 
that submission. Thus on the application for the 
first Division B reissue in 1902 Edison’s attor¬ 
neys presented as claim l an altered and ampli¬ 
fied claim 5 of 589,168, but presented as claim % 
word for word the identical claim 6 of 589,168 which 
was claim 5 with the words “provided with perforated 
edges” added (R., p. 1068). This latter claim raised 
sharply the question whether the words “ provided with 
perforated edges ” possessed saving grace over the con¬ 
demnation of non-patentability pronounced by the Circuit 
Court of Appeals against claim 5, for that was its only 
distinction from that claim 5. The Examiner held that 
they did not possess saving grace, and pointed out that 
the Board of Examiners-in-Chief had themselves so held 
in 1897 in the application for the original patent , and that 
Edison had accepted that holding then and submitted to 
it. And thereupon, in 1902, Edison accepted the Ex¬ 
aminer’s holding in that regard and submitted to it again, 
and erased that old claim 6 of 589,168 (claim 2 of the first 
reissue application) just as if the Circuit Court of Appeals 
had in terms held it to be void also (as well as claim 5), 
and he altered and amplified it in exactly the same way 
that he altered and amplified old claim 5 ( supra , p. 19). 

Edison’s attorneys, as we have said, erased claim 2 
(old claim 6 of 589,168), rewrote claim 1 to meet the Ex¬ 
aminer’s other objection to it, and then substituted as 
claim 2 the rewritten claim 1 with the words “ provided 
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with perforated edges and ” inserted in the familiar place; 
and they argued the patentability of both claims alike 
as depending on the limitations to “ uniform *' and 
“sharply defined” photographs that they had evolved 
for the purposes of claim 1, and only on those limitations. 
Neither in the application for the original patent 589,168 
nor in the applications for the reissues 12,038 and 12,192 
has any argument or pretense ever been made that the 
perforations are a saving distinction. On the contrary 
the film claim in all its various progressive forms has ap¬ 
peared in pairs, the first of each pair without, and the sec¬ 
ond with, the words, “provided with perforated edges,” 
and the discussions and contentions have always been as 
to the other features of the claims. Apparently the sec¬ 
ond claim in each case with the words in question was 
added as a make weight—a supplementary narrower form 
or expression of a claim whose real meat and substance 
lay elsewhere. 

It was claim 5 that the Circuit Court of Appeals in 
terms considered, and not claim 6. But the character of 
that consideration shows that the question of patentability 
of the film did not turn on the presence or absence of 
“ perforated edges.” 

This history shows that the limitation, “provided with 
perforated edges,” constituted, in the intention and pur¬ 
pose both of the Patent Office and of Edison, a mere vari¬ 
ant of the claim, a mere narrower form of what was sub¬ 
stantially the same claim, and did not mark a different 
invention from claim 1 or confer patentability where that 
quality otherwise was lacking. 

And it is reasonable and manifest that the limitation 
to “ perforated edges ” should not and cannot save an 
otherwise non-patentable picture film claim. The scenes 
or pictures on the film may be the product of the camera 
action, but the perforations certainly are not. Their 
relation to the camera and to the camera invention is 
quite different. They are a necessary part or element of 
it, not only mechanically in the action of it, but intel- 
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lectually in the conception of it. The perforated edges 
of the sensitized film (before exposure) mechanically 
co operate with the sprocket wheels of the camera or of 
the printing machine to achieve the proper taking or 
printing of the scenes or pictures on the central zone of 
the film. The perforated edges of the picture film (after 
exposure and development) mechanically co-operate with 
the sprocket wheels of the printing machine or of the 
exhibiting machine to achieve the proper printing or 
exhibiting of the scenes or pictures that are already on 
the film. The film with perforated edges cannot (either 
when still sensitized before exposure or when covered 
with scenes or pictures after exposure and development) 
be separately patented apart from the machine of which 
it really constitutes a part any more than could the 
sprocket wheels of those machines be separately patented. 
The film is really not an article of manufacture at all in 
so far as concerns its perforated edges. It is a machine. 
It is like a rack or gear or a chain belt. 

Again, it is manifest from the state of the art that the 
limitation to perforated edges cannot save the claim. 

The Walker and Eastman patent 317,049 (R., p. 379), 
shows a perforated picture kodak film, the perforations 
being on one edge only and four to a picture, and being 
intended to mark or define the location of the picture on 
the film. The perforations in this case were not for feed¬ 
ing purposes, but the claim in issue does not require that 
they should be. This Walker & Eastman patent is dis¬ 
cussed in the case reported at 62 Fed., 400, and 64 Fed., 
491. 

The perforated Walker & Eastman kodak film was a 
negative. An instance of a perforated positive in the 
prior art (made material here by the contention that the 
claim in issue covers positives) is the Reynaud French pat¬ 
ent, where perforations are shown in a picture positive 
strip iutended for moving picture exhibition, the centre (in 
one form) being perforated and both edges (in another 
form) being indented or toothed or perforated, and for 
feeding purposes like Edison. 
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Reynaud French patent No. 194,482, January 14, 1889 
(R., P. 782,) is so short and simple and to the point that we 
reprint the specification in full in Appendix IV {infra, p. 
30 # ). It is luminously clear. It discloses the same gen¬ 
eral purpose as Edisou and every element of both the 
claims of 12,192, excepting only that it does not describe 
how the photographs on the picture positives are taken. 
Reynaud perforated his band and for the same purpose 
that Edison did. Reynaud’s drawings (R., p. 780) show 
equidistant central perforations for the purpose of feeding 
the band by the sprocket wheel C or vice versa , and the 
specification describes as an alternative construction mak¬ 
ing the band with indentations in its edges (i. e., perfora¬ 
tions cutting the edges). The successive scenes or pic¬ 
tures or “ poses ” on Reynaud’s band are equidistant. Ed¬ 
ison’s positive is identical with Reynaud’s in every patent- 
able sense, and it could not have involved or required in¬ 
vention (other than in the camera apparatus) to photo¬ 
graph the moving object “from a single point of view” 
(that would be the natural way to take such photographs) 
or to photograph it rapidly enough to produce the “ illu¬ 
sion of movement” desired. Edison made no discovery in 
either direction, as the opinion in 114 Fed., 926, abund¬ 
antly shows. 

And if it be objected that no apparatus existed in the 
art with which a moving object could be photographed 
from a single point of view rapidly enough to produce 
the illusion of motion, the reply is that the inventive 
idea of a transparent tape-like positive of indefinite 
length having perforated edges for feeding purposes and 
having scenes or pictures on it of an object in motion for 
exhibition in rapid succession in order to produce the 
illusion of motion, was fully disclosed by Reynaud. More¬ 
over, several apparatuses existed capable of taking such 
pictures by photography. For example, Du Cos, Marey, 
Levison, Le Prince. 

And a typical instance of such apparatus (additional to 
the art emphasized by the Circuit Court of Appeals and 
made material here by the contention that the claim in 
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issue covers positives) is Donisthorpe British patent 4344 
of 1876 (R., p. 865). The specification is short and clear 
and we reprint it in full in Appendix IV ( infra , p. 33*). 

Donisthorpe mentioned only paper as the basis of his 
continuous positive strip on which the photographs are 
to he “printed” and “at equal distances apart,” but 
manifestly the strip might be Potter’s transparent paper 
or celluloid strip (390,396 of 1888. See Appendix IV, in¬ 
fra, p. 35*), or Reynaud’s perforated transparent band 
“of any material and if the claims of 12,192 cover and 
include positives, as they must to sustain the present 
suit, Donisthorpe and Revnaud separately and together 
anticipate them and disclose their every patentable 
element and feature, and those references leave 
nothing new or patentable in the Edison strip 
with pictures. If Edison invented a new form 
of camera whereby Donisthorpe’s or Reynaud’s positive 
strip with pictures could be more readily produced or 
more accurately or more rapidly, that fact might support 
a patent for such new form of camera, but it would not 
support a patent for the old strip with pictures, even if 
those pictures were taken at shorter intervals of time or 
more uniformly or more accurately. That would simply 
be a carrying forward of an old idea (so far as the strip 
with pictures is concerned), more uniform and more 
sharply defined photographs (perhaps), more of them to 
the second (perhaps), a more accurately equidistant ar¬ 
rangement on the strip (perhaps); but these are all mat¬ 
ters of degree, and of degree of perfection in things 
pictorial or artistic. In kind, these qualities were all old 
and well known and had been disclosed and sought and 
attained. If Edison bettered the old results it was not by 
reason of any novel or patentable idea in the bettered re¬ 
sults, but it was simply by reason of improved camera 
apparatus. 

Perforations and perforated edges in flexible 
pattern or other bands of Indefinite length for 
feeding purposes in order to bring and hold suc¬ 
cessive parts of the band in position for sue- 
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ce»9ive operation were old in many arts, in¬ 
cluding the moving pictnre art, and cannot be 
monopolized as such. 

The pattern cards of a Jacquard loom are a familiar 
illustration. No. 5033, dated March 27,1847, to L. Holms, 
for a Loom for Weaving Fancy Cloths (R., p. 621). See 
Figs. 1 and 8m. 

No. 184,364, dated November 14, 1876, to J. Galt for 
Looms (R., p. 627). See wheels E and holes xg x in the 
cards. 

See also No. 377,410, dated February 7, 1888, to R. T. 
Smith for Automatic Stitch Adjusting Mechanism for 
Embroidering Machines (R., p. 630); No. 422,874, dated 
March 4, 1890, to R. T. Smith for Embroidering Machine 
(R., p. 642); No. 435,875 and 455,876, both dated Septem¬ 
ber 2, 1890, for Jacquard Apparatus for Embroidering Ma¬ 
chines (R., pp. 650, 661). 

These patents show that the old Jacquard device has 
not been forgotten, and demonstrate that it is now many 
years too late in the history of mechanics to found a 
valid patent on the U9e of regularly spaced perforations in 
the margin of a flexible band to insure the positiveness 
and regularity of an intermittent feed of such band. 
For such device has long been public property. 

Indeed, in Edison’s first record evidence of the em¬ 
ployment of a perforated film (being a caveat filed Dec. 
16, 1889, R., p. 711Vthe matter was discussed in these 
words: 

“ On each side of the band are rows of holes 
exactly opposite each other and into which double 
toothed wheels pass as in the Wheatstone automatic 
telegraph instrument. This insures a positive 
motion of the band.” 

If Complainant-appellee’s case stands upon claim 2 of 
12,192 as contradistinguished from claim 1 and upon the 
circumstance of perforating the edges of a picture film 
that is otherwise unpatentable over the art, it must 
certainly fail. 
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2. The Length of the Film. 

The claim in issue adds the words: 

“ and sufficient in number to represent the move¬ 
ments of the object throughout an extended period 
of time.” 

to the claim condemned by the Circuit Court of Appeals. 

But the length of the film is, insofar as the film itself 
is concerned, a mere matter of quantity or degree, and is 
not a patentable distinction. 

The Circuit Court of Appeals so held in dealing with 
the words “unlimited in number save by the length of 
the film ” in the claim before it (infra, Appendix I, 
p. 17*). 

The Patent Office Examiner also so held on the appli¬ 
cation for reissue 12,038, following theC. C. A. decision as 
we have pointed out (supra, p., 18, R., p. 1072). The Ex¬ 
aminer very properly ruled that “ the length of the film is 
a matter of degree only,” and Edison submitted by amend¬ 
ing the claim in other particulars (viz.:—inserting the 
limitation “ uniform sharply defined ”) and based the pat¬ 
entability of the amended claims upon those other partic¬ 
ulars as we have also pointed out (supra, pp. IS, 19, R., 
pp. 1073 to 1076). 

The words under discussion were not stricken from 
the claims, but they can only be regarded as mere sur¬ 
plusage, insofar as concerns the question ef patentability. 

3. The Rapidity of Taking the Photographs. 

On the oral suggestion of the Examiner, as we have 
seen, the words “at rapidly recurring intervals of time” 
were added to the claims (supra, p. 20, R., p. 1073). 

But this was merely a change of words and not a 
change of substance, and it was evidently so regarded both 
by the Examiner and by Edison’s attorneys. 

Rapidity in taking the photographs sufficient to pro¬ 
duce, when exhibited, the illusion of motion, was implied 
in claim 5 of 589,168, and was manifestly assumed by the 
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Circuit Court of Appeals in its consideration and con¬ 
demnation of that claim. 

Moreover the speed of taking the photographs results, 
insofar as the photographs themselves are concerned, 
merely in differences of degree. Greater speed in the 
taking of the photographs may evidence difference in 
capacity or difference in mode of operation of the camera 
apparatus but it does not evidence difference in kind in the 
photographs themselves. 

Moreover the prior art in the matter of the rapidity of 
taking the photographs is such that no patentable distinc¬ 
tion could be based upon that limitation. 

Thus Marey took twelve pictures per second ( infra , Ap¬ 
pendix I, pp. 9*, 12*), Le Prince took sixteen or more per 
second (infra, Appendix III, p. 26*), Levison took twelve 
per second (infra, Appendix III, p. 29*). It is not shown 
how many were taken per second in the case of Defend¬ 
ant’s film, hut it was presumably about the ordinary com¬ 
mercial rate of taking such pictures to-day, namely about 
16 per second (R., p. 318, Q. 263). The patent in suit pre¬ 
scribes from 30 to preferably 46 per second. Defendant 
is probably nearer to the rate of the prior art than to the 
Edison preferred rate. 

4. Uniformity of the photographs, resulting from 
the faot that they were all taken through a single 
lens as contradistinguished from a number of lenses; 

and 

5. Sharp definition of the photographs, resulting 
from their having been taken when the film was at 
rest as contradistinguished from photographs taken 
with the film in motion. 

These are the only differences of substance between 
the claim here in issue and the claim at issue before the 
Circuit Court of Appeals. 

They are the alleged new characteristics that are relied 
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upon to save the novelty of the claim, and unless they 
impart novelty to the new article of manufacture it is not 
patentable. 

The argument upon which these characteristics are 
said to impart patentable novelty is found in the attorney’s 
communication to the Patent Office at pages 1073 to 1076, 
of the record, extracts from which we have quoted above, 
but we ask the Court to read the argument in full as it 
appears in the record. This argument concedes that the 
Ducos photographs would only differ in degree of excel¬ 
lence from those of Edison. 

That Complainant-appellee must stand upou these 
characteristics of uniformity and sharp definition because 
of the proceedings in the Patent Office is manifest from 
such authorities as Computing Scale Company of America 
vs. Automatic Scale Co., C. D., 1905, 704, 711 (affirmed 
by the Supreme Court of the United States, 204 U. S., 
609), which was a case where the claims were rejected on 
the art, and were subsequently amended and then allowed 
£is amended. This Court in that case, quoting Hubbell 
v. U. S ., 179 U. S., 77, that 

“ the claim as allowed must be read and inter¬ 
preted with reference to the rejected claim.” 

added 

“A claim differing from claim 6 only in omit¬ 
ting the word * depending * having been rejected, 
the allowed claim must depend for vitality upon 
the fact that it involved invention in a computing- 
scales to employ depending means for supporting 
the load to be weighed.” 

This Court then proceeded to determine whether that 
amendment to the claim imparted patentability, and de¬ 
termined that question in the negative, and added: 

“The patentee having admitted that the claim 
as presented by him was met by the reference, and, 
having, to avoid the reference, inserted a non- 
patentable limitation, his assignee being bound by 
such action, cannot escape the penalty.” 

The Supreme Court in that case (204 U. S., 609, 620) 
referring to the rejection by the Examiner and his sug- 
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gestion that the claim might be rendered allowable by in¬ 
serting the word “ depending” said: 

“and accordingly the word ‘depending’ was in¬ 
serted in the claim, so as to make it in its present 
form. How this added anything to the patentability 
of the mechanism described it is difficult to per¬ 
ceive, in view of the presence of 4 depending means 
to support the load ’ in scales of this class.” 
and later the Supreme Court said, page 621: 

“ In view of the action of the Patent Office in 
this case and the acquiescence of the applicant, con¬ 
sidered also in view of the state of the art, in our 
opinion, it is necessary to have this novel element 
of the invention read into them in order to save the 
claims of Hayden’s patent.” 

If it had been the fact (which it was not) that Edison 
was the first to take a series of photographs of an object in 
motion (for the purpose of subsequent exhibition to produce 
the illusion of motion), having the uniformity that results 
from the taking of all of those photographs with one and 
the same lens, as contradistinguished from Le Prince’s 
similar photographs taken with a series of eight lenses 
made as nearly exact duplicates of one another as possible, 
and placed as close together as possible; or as distinguished 
from the similar photographs of Du Cos, all taken from 
the same point of view but by a series of eight lenses made 
as nearly identical to one another as possible and traveling 
with the film in endless succession through the single 
point of view, the difference in the photographs would 
have been manifestly a mere matter of degree of accuracy 
and uniformity, and a matter of degree so refined as to 
be probably indistinguishable in the film itself (R., p. 308; 
Qs. 215 to 228). 

But Edison was not the first to take such a series of 
photographs. 

Marey employed a single lens and therefore his photo¬ 
graphs were uniform in the sense that Edison’s were uni¬ 
form {infra, Appendix I, p. 8*). 

Levison similarly employed a single lens {infra, Ap¬ 
pendix III, p. 29*). 
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Le Prince similarly employed a single lens in the alter¬ 
native form of his camera apparatus (infra, Appendix 
III, p. 26*). 

Donisthorpe similarly employed a single lens (infra, 
Appendix IV, p. 33*). 

Similarly if it had been the fact (which it was 
not) that Edison had been the first to produce 
a series of photographs (for subsequent exhibition 
to produce the illusion of motion), all taken while 
the sensitized surface was at rest, and being “ sharply 
defined ” in that sense, as contradistinguished from 
a similar series of photographs taken, as for example by 
Du Cos, while the sensitive surface was in motion, the 
difference again would have been manifestly only a mat¬ 
ter of degree. For coincidently with moving his sensitized 
surface Du Cos moved his lens, the effect of which would 
be precisely the same as the taking of an instantaneous 
photograph of a landscape with a camera on a moving 
train, or the similar taking of moving pictures with the 
camera mounted on a train or other moving object. This 
is common in the commercial art. And satisfactory 
definition in such photographs is readily obtained. The 
theoretical difference in definition, if any existed, would 
probably be indistinguishable in the film itself. 

But such photographs having exactly Edison’s sharp 
definition were old in the moving picture art. 

Marey held his sensitized surface “ perfectly immov¬ 
able ” during the taking of the pictures (infra, Appendix 
I, p. 9*), the feed being made intermittent for that 
purpose. 

Le Prince similarly in his single lens camera, as well 
as in his multiple lens camera, had intermittent feed and 
took the pictures when the film was at rest (infra. Appen¬ 
dix III, p. 26*). 

Levison similarly had intermittent feed and took his 
pictures while the sensitized surface was at rest (infra, 
Appendix III, p. 29*). 

Donisthorpe of 1876 similarly took his pictures while 
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the sensitized surface was at rest (infra. Appendix IV, 
p. 83*). 

Indeed, Edison’s admission of record heretofore re¬ 
ferred to (supra, p. 12) that the issue of the Edison vs. 
Cosier interference was not patentable to either party, hut 
was old in the motion picture art, admits in effect that 
the “ uniform sharply defined ” photographs of the claim 
in issue were old. The subject matter conceded by Edison 
to be old, was as follows (we repeat it here because of its 
importance in this connection): 

“ An apparatus for taking photographs suitable 
for the exhibition of objects in motion, having in 
combination a single camera and means for passing 
a sensitized surface across the lens of the camera at 
a high rate of speed and with an intermittent mo¬ 
tion and for exposing successive portions of the 
surface during the periods of rest.” 

In the taking apparatus thus conceded to be old were 
found the “high rate of speed”, the “single camera”, 
and the exposure “during the periods of rest” of an in¬ 
termittent feed. In the product of that apparatus there 
were necessarily found the same character of photographs 
(resulting from rapidity of taking), the same uniformity 
of photographs (resulting from a single lens), and the 
same sharp definition (resulting from exposure during 
periods of rest), as are specified in the Edison claim. 

This concession was limited to the plate or cylinder or 
other inflexible form of sensitized surface and did not 
extend to the strip or film form of sensitized surface. 

But no invention could be involved in a flexible film as 
an article of manufacture having such photographs on it 
as contradistinguished from an inflexible plate or drum or 
cylinder having identical photographs. The only advan¬ 
tage of the flexible film form of surface as a carrier for the 
photographs was its unlimited capacity. 

Edison had experimented with single lens drum or 
cylinder cameras having intermittent feed (see his 
caveats Nos. 1, 2 and 3, R., pp. 703 to 711), and in order 
to get a large capacity he made the photographs very 
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small (one thirty-second of an inch wide), thereby attain¬ 
ing a capacity on a single cylinder of 42,000 photographs 
representing the movements of the object through 
twenty-eight minutes (R., p. 704). The first caveat 
remarks, October, 1888 (R., p. 704), that Mr. Edison adopts 
the cylinder form of surface rather than the continuous 
strip form because it was easier to give a cylinder the 
necessary rapid intermittent motion; whereas there were 
mechanical difficulties (R., p. 704) in properly feeding a 
strip (R., p. 200, Q. 102). The unlimited capacity of a 
flexible strip as compared with any other form of surface 
went without saying. 

Dickson, Edison’s assistant, testifies for Complainant- 
appellee in thiis case, that Edison’s claim was that it was 
his (Edison’s) suggestion to produce a film “ of a tape-like 
nature” perforated to carry the pictures (R., p. 169, x-Q. 
139), and Dickson says that Edison doubtless got his 
whole idea from the paper strips of the telegraph in¬ 
struments that were lying around the laboratory (R., 
p. 155, Q. 59). The trouble was to get a sensitized 
photographic strip that would be at once flexible enough 
to roll on a spool, and yet tough enough for repeated 
use, and that would have a sufficiently adherent and 
rapid sensitized emulsion. A gelatine strip was not 
tough enough (R., p. 206, x Q. 149). The Carbutt sawed 
celluloid strip that Edison tried first was too stiff to 
roll on a spool (R., p. 147, Q. 22). The thin flexible 
transparent Eastman celluloid strip that came on the 
market shortly afterward, answered the purpose, but 
Eastman invented it, not Edison (R., p. 148, Qs. 27-31). 

Dickson says (R., p. 149, Q. 30): 

“Carbutt had no such product.” 

And again (p. 148, Q. 27): 

“ Eastman was working day and night to pro¬ 
duce long sheets for his then so called ‘spool’ 
camera. * * * I waited * * * anticipating 
* * * that he had what we were looking for.” 

And again (p. 150, Q. 31): 

“* * * Eastman so advanced the art and in¬ 
creased the rapidity of the film that we were able 
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to run successfully our first strip of over twenty- 
five or thirty feet in length.” 

Even if there was invention involved in Edison’s ap¬ 
paratus for properly feeding a flexible strip of unlimited 
length so as to take the same character of photographs on 
it as had previously been taken on other forms of surface, 
no invention was required for the conception of such pho¬ 
tographs on such a stripper se , irrespective of how they 
were taken. 

Levison (R., p. 461) described an apparatus which 
would produce a series of photographs identical with Edi¬ 
son’s on a series of plates carried on a wheel intermittently 
fed forward, and in the same article he suggested substi¬ 
tuting a flexible strip for the series of plates, and for the 
very same reason as Edison, namely, to get unlimited 
capacity. 

While Marey shows a large plate as the sensitized sur¬ 
face, Du Cos and Le Prince show a flexible strip and for 
the very purpose of attaining unlimited capacity. 

Donisthorpe of 1876 takes photographs that are iden¬ 
tical with Edison’s and for exhibition purposes he arranges 
them in proper sequence and at equal distances apar t on a 
flexible strip of unlimited length. 

Reynaud shows for exhibition purposes a flexible strip 
of unlimited length that is perforated (at middle or at 
edges) to have interlocking engagement with a sprocket 
wheel for feeding and holding and steadying purposes. 
His pictures may be taken in any desired way, for ex¬ 
ample, in Donisthorpe’s way, or in Du Cos’ way, or in 
Le Priuce’s way, or in Marey’s way, or in Levison’s way. 

The general idea of arranging a series of pictures for 
exhibition purposes on a transparent flexible strip of un¬ 
limited capacity was old in Potter (R., p. 393). 

When the subject-matter of the claim in issue is com¬ 
pared with the flexible picture films of the prior art, it is 
found to differ from them at most only in matters of 
uniformity and definition of the pictures, and “natu¬ 
rally,” as Dickson admits, the photographs would be 
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made uniform and sharply defined (R., p. 152, Qs. 41 and 
42). 

When the subject-matter of the claim in issue is com¬ 
pared with picture surfaces (other than flexible films) of 
the prior art (with the plates of Marey and Levison, for 
example, or the cylinders or drums of Edison himself), it 
is found to differ from them not at all as to the pictures, 
and at most only as any flexible strip differs as a carrier 
for pictures from an inflexible surface. It can be wound 
and unwound, and so can with comparative convenience 
be of indefinite length. The step was “a natural infer¬ 
ence,” as Dickson admits (R., p. 155, Q. 50). 

The alleged new article of manufacture claimed does 
not differ in the sense of the patent laws from what was 
old. 

As was said by Judge Wheeler in Mack ay vs. Jackman , 
12 Fed., 0 15, 610, 

“ a boot or shoe might be the subject of a patent as 
an article of manufacture, but there would have to 
be something new about it as such in the sense of 
the patent laws;” 

or by the same Court (Judge Wallace sitting) in Excelsior 
Needle Co. vs. Union Needle Co ., 32 Fed., 221, 223: 

“a new manufacture,—a needle which was not 
only commercially new, but new in the sense of the 
patent law,—they might have claimed.” 

The distinction to which we refer was stated thus by 
the Supreme Court (in Collar Co. vs. Van Deusen , 23 
Wall., 530, 563): 

“Articles of manufacture may be new in the 
commercial sense when they are not new in the 
sense of the patent law.” 

And one statement of the rule of patentability in such 
a situation is found in that same case, as follows: 

“New articles of commerce are not patentable 
as new manufactures, unless it appears in the given 
case that the production of the new article involved 
the exercise of invention or discovery beyond what 
was necessary to construct the apparatus for its 
manufacture or production.” (Italics ours.) 
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This rule the Complainant-appellee disregards. Its 
whole argument of patentability of the Edison picture 
strip proceeds upon the commercial novelty of the Edison 
picture strip and the patentable novelty of the Edison 
moving picture camera (see Armat’s treatment of the 
art, R., pp. 255 to 27^). 

But as appears on examination of the prior art the 
p?*oduction of the Edison picture strip did not involve the 
exercise of invention or discovery beyond what ivas neces¬ 
sary to construct the camera , and as also appears the 
characteristics of the picture strip when produced do not 
constitute it a new article of manufacture in the sense of 
the patent laws. 

The long transparent celluloid film covered with sensi¬ 
tized material, was not, prior to the operation of the 
camera upon it, the invention of Edison, as Edison him¬ 
self admits (R., p. 210, x-Q. 176), and as the brief of Com¬ 
plainant below admitted at its page 62. 

The character and arrangement of the pictures upon 
the strip, after it has been submitted to the opeiation of 
the camera, are alleged to constitute it the new article of 
manufacture of the claim. 

But they are simply the inevitable mechanical result of 
the operation of the camera The problem presented to 
Edison to attain the desirable character and arrangement 
of pictures on a strip teas a camera problem. The solu¬ 
tion was purely a camera solution. 

Edison perforated the edges of the sensitized strip, hut 
this was to adapt it to become a working mechanical part 
of the camera which he had invented. The perforations 
in the strip no more constituted or required or evidenced 
invention over and above the invention of the camera 
than does the rack with which a pinion wheel is designed 
and intended to gear. The perforations in the strip were 
a part of the inventive conception of the camera, with¬ 
out which its sprocket wheels would turn uselessly and 
in vain, and, indeed, would be ridiculous. 

Again, the character and arrangeni3nt of the pictures 
on the Edison strip, resulting from the operation of the 
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Edison camera, was not in itself patentably novel in the 
sense of the patent laws, did not constitute the strip a 
new article of manufacture in the sense of the patent 
laws. As contrasted, for example, with the pictures of 
Du Cos, of Marey, of Donisthorpe (1876), of Le Prince, of 
Reynaud, of Levison, they were superior (if at all) in 
matters of precision and degree only. 

As was said of this very Edison picture strip in Edison 
vs. American Mutoscope Co ., 114 Fed., 926 (C. C. A., 2nd 
Circuit): 

“ If it [a claimed article of manufacture] is new 
only in the sense that it embodies and represents 
superior workmanship, or is an improvement upon 
an old article in degree and excellence, within all 
authorities the claim is invalid.” 

It is true here as it was in Smith vs. Nichols , 21 Wall., 
112, that 

“All the particulars claimed by the complain¬ 
ant, if conceded to he his, are within the category 
of degree.” 

A new article of manufacture is not patentable because 
it differs in superiority of finish or in greater accuracy of 
detail or is a result improved by the further carrying for¬ 
ward of an old idea. Risdon v. Medart , 158 U. S., 80, 81. 

See also to the same effect Marschutz vs. Commissioner 
of Patents , C. D. 1898, p. 578; and In re Klemm , C. D. 
1903, p. 540. 

As was said in Kilbonrn Co. vs. Liveright, 165 Fed.. 
902, 906 (C. C. A., 3rd Cir.): 

“ A new and useful product or manufacture 
must be differentiated from all other articles, by 
something that is fundamental and radical.” 

It is true here as it was in Excelsior Co. vs. Union 
Co ., 32 Fed., 221, 223, that 

“The real invention * * * wa s a machine 
* * * and any novelty which exists in the 

articles made by that machine is the result of the 
functions of the machine. * * * The improve¬ 

ments in the needles themselves all fall within the 
category of degree, and the invention was not the 
manufacture but the machine.” 
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It is true here also as in Mackay vs. Jackman , 12 Fed., 
<*,15, 619, that: 

“ He invented a machine by which hoots and 
shoes could he sewed with this kind of stitches in 
parts where they could not he sewed before. The 
new effect was due to the operation of the machine. 
The patentability belonged to the machine, and not 
to the boot or shoe, as appeared before.” 

It is true here also that there was no invention in as¬ 
sembling in one film the various desirable features which 
had existed either severally or in partial conjunction on 
prior surfaces or films (Walker on Patents, Sec. 32, Fourth 
Ed.) 

Uniting a rubber eraser to a lead pencil was not pat¬ 
entable. Reckendorfer v. Faber . 93 U. S., 357. 

There was nothing new in the conception of Edison's 
film. No invention was required to emlnxly the concep¬ 
tion apart from that involved in constructing the camera 
apparatus. The conception had been disclosed by Du Cos, 
Le Prince, Levison, Donisthorpe, Reynaud, Potter. Even 
if none of these had disclosed it in all its details, one had 
disclosed some of its features and another other features, 
and all that remained for Edison to do was to assemble 
them together and contribute a greater degree of superior¬ 
ity to the pictures by the apparatus he employed to pro¬ 
duce them. This was no more invention than it was to 
assemble in one stove the desirable features of various 
earlier stoves. Hailes v. Van Wormer , 20 Wall., 353; 
In re Merritt et al ., 0. D. 1911, p. 206; In re Harris , C. 
D. 1911, p. 429. 

Eastman and others invented all the mechanical and 
photographic features of the article of the claim except 
the perforations, and as we have seen perforations cannot 
impart patentability. Edison merely impressed certain 
pictorial features upon the film. 

But who ever heard of an article of manufacture claim 
being differentiated from the art only by pictorial fea¬ 
tures? Oi, worse than that, only by the particular char¬ 
acter and perfection and arrangement of the pictorial fea¬ 
tures? 
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Would a brush be a different article of manufacture 
merely because it had a painting on the back or a better 
painting than any brush ever had before? 

Would a glass lantern slide be a new article of manu¬ 
facture merely because it had a new character or perfec¬ 
tion or arrangement of pictures on it? 

Nor is the legal situation changed by the fact that the 
picture positives are an article of commerce for lease or 
sale. As such they are merely interchangeable parts of 
projecting machines and give to Exhibitors operating 
such projecting machines a changeable repertory. 

Complainant-appellee in this case really cuts loose 
from the Edison camera invention and goes far afield in 
its construction of the claim in issue, according to its 
expert Armat, for it includes any film which, if put into 
a properly organized machine for projecting pictures of 
objects in motion, will produce the effect of objects in 
motion in a lifelike and natural manner (R , p. 309, x-Q. 
222, to p. 311, x-Q. 22$), and it says that to so produce 
the illusion of motion in a lifelike and natural manner is 
to “ practice the invention of the patent in suit” (R., p. 
309, x-Q. 222); that “ the reproduction of motion ” is “ the 
real purpose of such an article as that described in claim 
2 of the patent in suit” (R., p. 287, x-Q. 140) attained by 
the exhibition “of the scene depicted upon the article ” 
(R., p. 281, x-Q. 100); and that the real characteristics of 
the film can be studied and known only on the screen 
(R., p 308, x-Q. 215 to x-Q. 228). 

Complainant’s Counsel in the Court below argued that 
this is a second Bell Telephone case (120 U. S., 1) and that 
every principle of the Patent Law should accordingly here 
be stretched in Complainant-appellee’s favor. 

But the Bell Telephone case is no authority for sus 
taining the claim here in issue. There the claim was for 
“method” and “apparatus,” and both method and ap. 
paratus were held to be in fact novel, and it was further 
held that the art in fact began with Bell, not commercially 
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merely but in conception and in practical embodiment as 
well. Reiss did not transmit speech, nor did he disclose 
apparatus that would transmit speech, nor had he any 
true conception of the method required to transmit 
speech, and Bell was held to antedate Drawhaugh and the 
other alleged prior users. No question of patentability of 
the subject matter of the claim in issue arose there such 
as arises here. 

And on the question of the credit due to Edison, there 
is no proper parallel between Bell in the telephone art and 
Edison in the motion picture art, even if it were the case 
that credit, or sympathy, or glamour, could render 
patentable what was not patentable. All the true princi¬ 
ples of the motion picture art had been disclosed. No 
broadly new mechanism remained to be invented. The 
illusion of motion by photography bad been thought out 
in all its details and accomplished and disclosed to the 
world. It involved a camera to take the photographs and 
a magic lantern to exhibit them, each modified to do its 
work with the required rapidity. All this had been done 
and Edison knew it(R., p. 203, Qs. 125-129). There was no 
commercial art because a thoroughly suitable film for the 
purpose did not exist. When Eastman invented or de¬ 
veloped that for his spool kodak and put iton the market, 
Edison was quick to see the chance, and he and Dickson 

jumped in and “ worked like-”, as Dickson says(R., p. 

149), and quickly adapted an Eastman spool kodak to feed 
the new Eastman film across the lens opening by a sprocket 
wheel rapidly and with an intermittent motion as the paper 
strip had long !>een fed in a Wheatstone telegraph instru¬ 
ment, so that they might obtain on the new film the same 
identical photographs that Marey had gotten on plates, 
and Levison, and Donisthorpe, and that LePrince had 
gotten on the old film with his single lens camera, and 
the same sort of photographs that Ducos had gotten on 
the old film and Le Prince with his multiple lens camera 
and that Reynaud evidently contemplated on his film. 
And Edison and Dickson, or the latter alone, adapted the 
same sprocket wheel feed to the old magic lantern to 
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exhibit the photographs. Edison was a mere improver 
of the camera and of the exhibiting machine. He was 
not a pioneer as Bell was. He was not even a pioneer in 
the sense that he would have been if he had invented the 
film. 

And this the Circuit Court of Appeals has specifically 
held. 

Edison was a pioneer in the, business (April, 1894), hut 
even that business was only the peephole exhibitor busi¬ 
ness (R., p. 324), which would never have amounted to 
enough to justify litigation—hardly enough to justify 
the expense of patents. The modern business of project¬ 
ing pictures on a screen—the motion picture art of com¬ 
merce as we know it to-day - began with Armat, Joly 
and others in the Spring of 1896. Again Edison was 
quick to seize the opportunity, and he bought the Armat 
projector, and revived his then abandoned cases, and set 
his attorneys to work to devise ways and means of monop¬ 
olizing the new business. The very difficulty of this 
latter operation, in so far as the picture film claims are 
concerned, illuminates the absence of patentability in the 
subject matter. 

Edison had a patent broadly for the intermittent stop 
motion of his camera (No. 493,991) which he was free to 
enforce against the public until it expired February 21, 
1910 (R., p. 270, Q. 09). He also has a patent for his camera 
itself (Reissue No. 12,037, since reissued again as No. 
13,329), which includes the sensitized film as an element in 
all its claims and which he and Complainant-appellee have 
enforced against the public and are free to enforce until 
its expiration August 31, 1914. He also had a patent 
(No. 493,420) for his exhibitor, some of the broadest claims 
of which include the picture film as an element and which 
patent he was free to enfoice until it expired March 14, 
1910 (R., p. 4*2). 

This is all that he was entitled to patent. His efforts, 
prolonged through nearly six years to secure a patent for 
some method or process involved in his work, were prop¬ 
erly opposed and denied by the Patent Office and in the 
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end discontinued (R., pp. 959 to 1019). His belated efforts 
to secure a patent for the picture film per se were properly 
condemned by tbe Circuit Court of Appeals on the ground 
of the non-patentability of tbe subject matter. The sub¬ 
sequent allowance by the Patent Office of the claims of 
the reissue in suit was an error of fact and of law, for the 
subject-matter of tbe claims was neither novel nor patent- 
able in the sense of the patent laws. 

We submit that tbe Circuit Court of Appeals decision 
in so far as it concerned tbe Edison picture film, went to 
the whole invention, then (in 5S9, lf»8) and now (in 12,192) 
claimed, and determined that it was non patentable sub¬ 
ject-matter in view of tbe prior art, as was tbe fact in 
Seivall vs. Jones , 91 U. S., 171 (see the case that followed 
it, Jones vs. Me Murray, 3 B. & A., 130, 2 Hughes, 557); 
and that tbe limitations which have been since introduced 
into the claim in issue do not impart patentability, but 
that tbe subject-matter of the claim in issue is still non- 
patentable just as was the subject matter of tbe claim in 
issue before the Circuit Court of Appeals. 

The Circuit Court of Appeals decision, in so far as it 
concerned the feeding mechanism of the Edison motion 
picture camera, was different in that it went to the form 
of the claims rather than to the subject-matter of tbe 
invention, and when the form of the claims was changed 
the same Circuit Court of Appeals sustained them as good 
and valid (151 Fed., 707). 

But tbe decision as to the alleged film invention was 
very different. It furnished no basis for reissue. It de¬ 
stroyed all basis for reissue. The altered form of claim 
here presented does not avoid, but is still equally subject 
to, the fatal defect of non-patentability there pointed out. 

Further Prior Art Depending upon the Edison Date 

of Invention. 

The burden was on Complainant, in view of the 
patents put in evidence by Defendant, to carry the Edison 
date of invention back of August 24, 1891, tbe date of 
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filing of the original application, and indeed the burden 
was on it to carry the date of invention back of December 
28, 1896, the date when the full and completed description 
was first filed {infra, p. 54). Defendant was not heard 
by the Court below in evidence on the issue of the date of 
the Edison alleged invention in controversy (although it 
had evidence to offer and so informed the Court, and 
made its motion in that regard in good and proper time 
and form, and had an absolute right to be heard, infra , 
p. 57). Wherefore the evidence adduced by Complainant- 
appellee should either be disregarded altogether or, to say 
the least, should be critically regarded. 

To meet the burden upon it the Complainant-appellee 
in rebuttal introduced by stipulation some evidence which 
had been originally taken in 1900 in the case against the 
American Mutoscope Co., and which was accepted in that 
case as carrying the date of the camera invention back 
to August, 1889, and Complainant-appellee added the 
Dickson and Eastman and Randolph depositions to it in 
this case (R., pp. 143 to 176 and 238 to 244). 

But this evidence does not carry the date of invention 
hack to August, 1889 , for the picture film set out in 
claim % in issue. 

For example, the length of the picture films made in 
August, 1889, and later, was only two to three feet (R., p. 
234, x-Q. 119; p. 230, Q. 71). This, at the rate of thirty 
five to forty pictures per second (R., p. 230, Q. 72), a half an 
inch each in length (R., p. 221, x-Q. 70), would depict the 
movements of the object for an interval of one to two 
seconds. The utmost length of picture film produced up 
to January, 1890 (R., p. 226, Q. 21), was ten to fifteen 
feet (C. A. Brown , 95 Q., p. 233; 137 x-Q., p. 236). This 
would depict the movements of the object for an interval 
of six to ten seconds Neither of these would seem to be 
the “ extended period of time ” recited in the claim. 

Moreover, there is no reliable evidence that Edison at¬ 
tained in August, 1889, or for several years after that, the 
exact and perfect “ equidistant ” spacing of successive 
pictures that the claim recites, and that Complainant’s 
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expert Armat, in rebuttal, enlarged upon and made a 
distinguishing characteristic (e. g ., 5-10 Q., p. 214; 53 Q., 
p. 197).* 

Moreover, the idea of having both edges of the film 
perforated as the claim requires was “ thought of,” ac¬ 
cording to the records, on October 10th, 1890 ( Dickson , 
Qs. 67-69, p. 157; p. “ 0 ” of “ xNotes,” Oct. 10, 1890). 
Prior to that time the film had been perforated at one 
edge only ( Broivn , 57 Q., p. 229; Kayser , 22 Q., p. 216; 
and Edison , 47 Q., p. 196; R., p. 690 and p. 999; Dickson , 
p. 169, x-Q. 138). As late as June, 1891, Edison was 
using only one row of perforations in the film (R., p. 702). 

Moreover in June, 1891, Edi°on was using a gelatine 
film (R., p. 702) and as late as the time of filing the appli¬ 
cation for 589,168, namely, August 24, 1891, Edison pre¬ 
scribed gelatine as the base of the film, a material that 

♦There were many troubles in the early days ( Dickson , p. 151, 
Q. 38; p. 171, Q. 149); Dickson himself made improvements (p. 
168, x-Q. 133); first films not sensitive enough ( Eastman , p. 175, Q. 26, 
and the Exnibits Dickson and Eastman letters, not printed but put 
in evidence at page 174); false moves by the early camera {Edison, p. 
196, Q. 53); early films too slow and too rough, giving “ill-defined” 
pictures ( Edison , p. 198, Q. 73 et seq.; p. 211, Q. 183; p. 213, x-Qs. 202, 
203); results with the first camera unreliable (Kayser, p. 214, Qs. 5, 
8-10; Ott, p. 222, x-Q. 78; Brown, p. 232, Q. 89). The Exhibits Edison 
Strips Nos. 1 and 2 (R., p. 700) belong to some indefinite “middle” 
period “of our experiments ” ( Dickson , p. 154, Q. 56), and the reason 
Dickson gives for so identifying it is that he notes that “ the emulsion 
is easily detachable from its base.” Evidently at the indefinite 
“ middle ” period of which Dickson here speaks the emulsion was easily 
detachable from its base and Edison had not yet attained or obtained 
in “great lengths,” or in any lengths, the “tough,” “flexible” 
“ non-crack able ” base, “ absolutely clear or transparent,” “evenly 
manufactured, smooth,” and “of such a nature as to allow absolute 
adhesion between the coating and the base,” and having a 
fine, smooth and “highly sensitive” coating of emulsion, that 
Dickson says they at that time hoped to get. In the early days they 
were “very much troubled with peeling off’’when the base was 
sufficiently thin, and with the image appearing “extremely coarse,” 
due to imperfections in base and in emulsion (Dickson, p. 149, 
Q. 28). Evidently they did not early reach the “very tough,” 
“very smooth,” “transparent,” “extremely sensitive” film, that 
Edison describes (p. 206, x-Qs. 144 to 150, and p. 211, Qs 183, 184), for 
they were constantly trying to get “ better definition ” (Q. 184) Indeed 
there is no clear evidence that the film of the claim in issue as defined 
by Marvin (p. 179, Q. 6) and Armat (p. 246, Q. 4, to p. 250, Q. 21) for 
Complainant-appellee, and by the reissue claim, ever existed before the 
spring or summer of 1894 (R., p. 179, Q. 7, and infra , p. ). 
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WILL NOT AN8WER THE PURPOSE OF THE FILM OF THE CLAIM 

if the claim covers positives, for it is not tough enough 
(see Edison himself testifying in 1900, R., p. 206, x-Q. 
149). 

April 14, 1894, according to the evidence in the case, 
Edison put the complete picture negative of the claim into 
public use and the picture positive into public use and on 
sale (R., p. 241, Q. 35 to x-Q. 42; p. 213, x-Q. 204; p. K9, 

Q. ?)• 

If October 10th, 1890, is held to be the controlling date 
of invention (and certainly no earlier date can be found 
for claim 2 of the patent in suit), then the Qreene and 
Evans British patent 10,131, dated 1889, R., p.-905, is ad¬ 
ditional prior art (see Appendix V, infra , p. 37*). It was 
accepted May 10th, 1890, and that is its effective date, as 
admitted by Edison’s attorney (R., p. 976). 

Every element of claim 2 of 12,192 is found in the 
picture negative strip having perforated edges of this 
Greene and Evans British pateut, and there cannot possi¬ 
bly be any difference between the product of the Edison 
camera and the product of the Greene and Evans camera, 
except in mere matters of degree. 

This patent was not considered in the decision in 114 
Fed., 926, because August, 1889, was there assumed as the 
date of the camera invention. 

If April 14, 1894, is accepted as the Edison date of in¬ 
vention (that was the date of the first shipment and bill¬ 
ing of positive films; Randolph , Rd-Q. 35 to Rx-Q. 42, p. 
241), then the following additional patents belong to the 
prior art, namely : 

Donisthorpe & Crofts y 452,966, May 26, 1891 
(p. 396). 

Evans British patent 3730 of 1890 (p. 917). 

Varley British patent 470^ of 1890 (p. 922), and 

Demeny British patent ^^1^7 of 1893 (p. 935). 

These patents all show a flexible photographic film 
similar to Edison’s, and a single lens camera intended to 
take photographs in straight line sequence and at rapidly 
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recurring intervals of time of the successive positions of 
an object in motion as observed from a single point of 
view. They all seek an equidistant arrangement of the 
pictures on the film, and the films would differ from one 
another in that regard only in degree of perfection in 
achieving the equidistant arrangement. Complainant’s 
expert Armat seems to distinguish from these references 
only in that they feed by friction, whereas the Edison 
camera feeds by interlocking engagement of pins with 
perforations (Armat, Qs. 61 and 72, pp. 267, 275). This, 
as we have pointed out, is a camera distinction, and on 
the films it would only be a matter of degree of perfection 
of spacing of the pictures if any difference at all could be 
observed. These patents meet the terms of claim 1 and 
lack only the perforations of claim 2. 

The Film Claims a Belated Afterthought and an 
Invention of Edison’s Attorneys. 

The facts shown hy the Patent Office records hereto¬ 
fore set out indicate this conclusion. 

The three applications filed by Edison in August, 1891, 
were clearly intended to be exhaustive of his motion pic¬ 
ture inventions and to cover the entire field (R., pp. 969, 
988). He never afterward filed any other applications for 
any other motion picture inventions so far as the present 
record shows, and it show's the patent holdings of the 
Complainant appellee (R., pp. 60 and 511 to 603). 

The first application (403,534) covered the general 
method of producing the illusion of motion by photography, 
including both the taking and the exhibiting of the photo¬ 
graphs. The second application (403,535), if we are to judge 
of it by the April 18, 1896, amendment said to import its 
substance into the first application (R., pp. 985, 970), 
claimed I he sensitized film before exposure as 
an element of the camera combination. The third applica¬ 
tion (403,536), if we are to judge by patent 493,426, which 
issued on it (R., pp. 969, 482), claimed the picture 
film after exposure and development as an 
element of the exhibiting combination. The second 
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application claimed the film in its relation to the taking 
of the photographs. The third application claimed the 
film in its relation to the using, that is, the exhibiting 
of the photographs. But neither Edison nor his attorneys 
had any idea at that time that invention resided in a 
picture film per se as contradistinguished from its relation 
to the taking and to the exhibiting apparatus and 
methods. 

Time passed. A patent issued on the second applica¬ 
tion February 21, 1893 (491,993), not in evidence but 
referred to by Armat (R., p. 270, Q. 69). A patent issued 
on the third application March 14, 1893 (493,426, R., p. 
482). The picture film, negative and positive, went into 
public use and sale (April 14, 1894). The Armat project¬ 
ing machine appeared, founding the motion picture art of 
to-day, as we know it, namely, the art of projecting mo¬ 
tion pictures on a screen, and opening up new vistas for 
motion picture films as money-getters, and was absorbed 
by Edison (March and April, 1896, R., pp. 207-209; p. 316, 
x Q. 259; p. 318, Qs. 265-270; p. 320, Q 278)* Edison’s 
attorney’s re-investigated the condition of all Edison’s 
motion picture patents and applications, which latter 
had by that time become abandoned by more than two 
years’ inaction on his part, and they unearthed his 
already ancient caveats on the subject and appar¬ 
ently made an exhaustive study of his motion pic¬ 
ture inventions in order to certainly and surely secure for 
him patents for everything he had invented. Edison has 
never been over modest in his claims in patent matters 
and his attorneys have never been wanting in skill and 
ingenuity. They concluded that 493,426 sufficiently 
covered the use of the photographs, but that 491,993 did 
not sufficiently cover the taking of the photographs (R., 
p. 977). They accordingly presented an elaborate new 
specification and fourteen claims (R., pp. 970-975) as an 
amendment to the first application, being the April 18, 
1896, substitute specification heretofore referred to, stat¬ 
ing their reasons for grafting it on that application rather 

* Edison’s prior exhibiting machines had all been peep-hole ma¬ 
chines (R., p. 324). 
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than on the second application or making it a new appli¬ 
cation (R , pp. 969, 977, 978, 983, 985), and stating that 
the first application became thereby limited “ to the single 
feature of taking the pictures ” (R., p. 977). But neither 
Edison nor his attorneys had any idea at that time that 
invention resided in the picture strip per se as contradis¬ 
tinguished from the method and apparatus for taking the 
pictures. The April 18, 1896, specification has five camera 
method and nine camera apparatus claims, and the sensi¬ 
tized film or surface (before exposure) is an element in 
each of the nine. But the picture film per se is not claimed. 
If Edison’s claims had been allowed as then, and for months 
afterward made, there never would have been an Edison 
picture film patent. 

It was eight months afterward (December 28, 1896) 
before the idea of claiming the picture film per se entered 
the heads of Edison’s attorneys, and then the claim was 
made only as a tail to the camera invention kite. On the 
1897 appeal the Board held, as we have pointed out, that 
Edison had made a camera apparatus invention, and the 
claims allowed were apparently allowed merely as 
predicated upon that one invention. 

II.—Two years* public use and sale with 
the consent and allowance of the inventor 
prior to December 28, 1806, the date of 
completed application for patent for the 
invention in suit. 

The fact of public use and sale for more than two 
years prior to December 28, 1896, was admitted by Edison 
in the Patent Office (R., p. 614, at bottom). It is inde¬ 
pendently established in the present record by Complain¬ 
ant-appellee’s testimony as heretofore pointed out (R., 
p. 254; p. 179, Q. 7; p. 213, x-Q. 204; p. 240, x-Qs. 31-43). 

That December 28, 1896, is the date when the first full 
description of the invention in issue was given as well as 
the date when the first claim was made for it, is clear 
from the facts heretofore recited. The misleading de- 
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scription “gelatine” was omitted; the description “trans¬ 
parent or translucent” was inserted; and the drawing 
Fig. 7 (now Fig. 6) was added showing the “ equidistant” 
arrangement of the photographs and raising the question 
whether positives were included in the description. 

The claim in issue could not have been predicated upon 
any specification filed prior to the substitute specification 
filed December 28, 1896, and additionally so if it covers 
positives. 

The changes made from the original application were 
new matter within all the authorities. 

Railway Co. vs. Sayles, 97 U. S., 554. 

Hobbs vs. Beach , 180 U. S., 397. 

Gilmer vs. Geisel , 187 Fed., 606, 941. 

Hestonville vs. McDuffee, 185 Fed., 798. 

Eagleton vs. West , 111 U. S., 490. 

In re Dilg , 115 O. G.. 1067; C. D., 1905, p. 
620. 

Bechman vs. Wood , 89 O. G., 2459; C. D., 
1905, pp. 453, 458. 

In re Mraz , 164 0. G., 978. 

Consequently December 28, 1896, is the legal date of 
application. 

Globe Nail Co. vs. Superior Nail Co., 27 
Fed., 450, 454; 136 U. S , 584. 

Kittle vs. Hall , 29 Fed., 508, 513. 

Michigan Central R. R. Co. vs. Consolidated 
Car Heating Co , 67 Fed., 121. 

Under familiar and statutory authority the patent in 
suit is therefore void. 

Coffin vs. Ogden , 18 Wall , 120. 

National Co. vs American Co., 178 Fed., 79. 

Smith vs. Sprague , 123 U. S., 249 

The Second Circuit Court of Appeals decision sustain¬ 
ing the reissue camera claims of 12,037 (151 Fed , 767) is 
not contrary to our present contention, because the mat¬ 
ters of misdescription in the original application and of 
new description in the December, 1896, specification do 
not relate to the camera, but are peculiar to the film. 
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tives it is void as a reissue because the 
original patent covered only negatives. 
If the claim in issue covers only negatives 
the defendant does not infringe because 
it used and sold only a reel of positive 
film. 

That the original application of August, 1891, described 
only negatives, we have pointed out (supra, p. 7). 

That the original patent 589,168 covered only negatives 
we have also pointed out.* That that was the interpreta¬ 
tion given to it by the Circuit Court of Appeals (114 Fed., 
926, 929, 935) we have also pointed out (supra, p. 15). 

That Edison’s attorneys so understood that decision 
when they submitted to it by reissuing 589,168, is clear 
from an amendment which they made by the first reissue 
(12,038) in the descriptive matter just before the claims. 
(See Armat’s admissions, p. 281, x-Qs. 98, 99; p. 283, x-Q. 
112.) The language of the original patent 589,168 was 
(R., p. 467, line 134): 

“ The film is suitably treated for developing and 
fixing the pictures, when it is ready for use in an 
exhibiting apparatus.” 

The language of 12,038 was (R., p. 480, line *122): 

“ The film is suitably treated for developing and 
fixing the pictures, when positive prints therefrom, 
Fig. 6, can be used in an exhibiting apparatus.” 

This latter language was an interpretation of record of 
the former language in accordance with the Circuit Court 
of Appeals decision, and must attach to the former 
language to which the second reissue 12,192 quietly re- 

* The Edison picture negatives are (speaking of pictorial features) 
the product of the Edison camera out the picture positives are 
the product of a photographic printing machine of which machine 
the picture negatives are a part. In that sense the positives are 
the product of the negatives. It has been the practice of the Patent 
Office at times and under restrictions to permit in the same patent 
claims for a machine and also for the product of that machine. But 
who ever heard before of the Patent Office permitting in one and the 
same patent claims for a machine and also claims that cover both the 
product of that machine and the product of that product? The 
presumptions are all against any such construction of 589,168. 
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turned without explanation (R., p. 008, lines 123-125; and 
pp. 1040 to 1063). 

If the reissue in suit covers positives whereas the 
original covered only negatives, it is invalid and void as 
for a different invention from the original, and also 
because greatly broadened in its claim more than six years 
after the original patent issued, during which six years 
the positives of the broadened claim were in hostile and 
constant public use (R., p. 170). 

Miller vs. Brass Co., It>4 U. S., 350. 

Iloskin vs. Fisher, 125 U. S., 222. 

Malm vs. Harwood, 112 U. 8., 354:. 

Ives vs. Sargent, 119 U. 8., 052. 

T. & H. Co. vs. Hoosick, 82 Fed., 401. 

If the reissue in suit covers only negatives, the De¬ 
fendant has not infringed (R., p. 24, x (js. 25, 28, 30, 31). 


XV.—The Court below erred in denying 1 
Defendant's motion for leave to take 
strictly sur-rebuttal testimony while co- 
incidently entering a decree for Com¬ 
plainant. 

Complainant’s evidence in rebuttal included a stip¬ 
ulation of March 2, 1911 (R., p. 324) and was concluded by 
notice on March 15, 1911 (R., p. 730). 

Promptly on March 28, 1911, notice of motion for leave 
to take sur-rebuttal testimony and for other relief was 
given (R., p. 721) on papers found at pages 722 to756. The 
matters of sur-rebuttal testimony are specified on pages 723 
to 725, being paragraph 3. The motion was heard April 
7th, 1911, and by order dated May 2d, 1911, the part of 
the motion under discussion was reserved to final hearing 
(R., p. 774). The motion was on May 25th, 1911, renewed 
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for such final hearing (R., pp. 777 to 780), which 
was had on May 29, 1911; and it was denied 
in and by the final decree of December 23, 1911, paragraph 
IX (R., p. 787), which decree adjudged the patent in suit 
good and valid as to claim 2 and infringed and directed 
injunction and accounting. 

Defendant had a clear right to be heard in evidence on 
the new issues raised for the first time in Complainant’s 
rebuttal testimony which are well specified in paragraphs 
1, 2, 3, 4 and 5 of the second notice (R , pp. 777 to 779) and 
notably on the question of the date of Ed in on’s invention 
of the subject matter of the claim in issue. 

It was material error to decide the case against Defend¬ 
ant without hearing Defendant’s evidence on that and 
similar new questions raised by Complainant’s alleged 
rebuttal testimony. 

American Bank Protection Co. vs. City 
National Batik, 181 Fed., 376. 

There can be no affirmance with Defendant denied a 
hearing on material issues, but enough appears of record 
to require reversal. 


V.—Conclusion. 

In conclusion we submit that the decree should be re¬ 
versed and the Court below instructed to enter a decree 
dismissing the Bill of Complaint with costs of this appeal 
and of the Court below to Defendant-appellant. 

Respectfully, 

William J. Wallace, 

Wm. Houston Kenyon, 

Of Counsel. 

H. N. Low, 

Solicitor for Defendant-Appellant. 

Dated New York, N. Y., September, 1912. 
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Appendix I. First Circuit Court of Appeals 
Decision, 114 Fed. Rep. 926. 

UNITED STATES CIRCUIT COURT OP APPEALS 

For the Second Circuit. 

No. 75.—October Term, 1901. 

Submitted November 7, 1901. Decided March 10, 1902. 


Thomas A. Edison, 

Complainant-Appellee, 

1 ' 8 . 

The American Mutoscope Company, 

Defendant-Appellant. 


Appeal from the 
Circuit Court of the 
United States 
for the Southern District 
of New York. 
Before Judges Wallace, 
Lacombe and Townsend. 


Wallace, Circuit Judge. — This is an appeal from a 
decree sustaining the validity and adjudging the infringe¬ 
ment by the defendant of Letters Patent No. 589,198 for 
a kinetographic camera granted to Thomas A. Edison, 
August 31, 1897. The patent contains six claims, the 
first, second, third and fifth being the only ones in contro¬ 
versy. The assignments of error challenge the validity of 
the claims and contest the infringement of the fifth claim. 

The purpose of the patented invention is to produce 
pictures, “representing objects in motion throughout an 
extended period of time, which may be utilized to exhibit 
the scene including such moving objects in a perfect and 
natural manner by means of a suitable exhibiting appa¬ 
ratus,” such as that described in Edison’s patent No. 
493,429, granted March 14, 1893. The specification states 
that the inventor “has found it possible to accomplish 
this end by means of photography.” It further states that 
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the photographic apparatus comprises means, such as a 
single camera, for intermittently projecting, at such rapid 
rate as to result in persistence of vision, images of suc¬ 
cessive positions of the object or objects in motion as ob¬ 
served from a fixed and single point of view, a sensitized 
tape-like film, and means for so moving the til in as to 
cause the successive images to be received thereon sepa¬ 
rately and in single line sequence. It further states that 
the movements of the tape* like* film may he continuous 
or intermittent, but the* latter is preferable, and that it is 
further preferable that the periods of rest of tin* film 
should he longer than the* periods of movement. It fur¬ 
ther states that by taking the photographs at a rate suf 
ticiently high as to result in persistence of vision, the de¬ 
veloped photographs will, when brought successively into 
view by an exhibiting apparatus, reproduce the move¬ 
ments faithfully and naturally. The patentee says: “I 
have been able to take with a single camera and a tape 
film as many as forty-six photographs per second, each 
having a size measured lengthwise of the tape of one inch, 
and I also have been able to hold the tape at rest for 
nine tenths of the time; but I do not wish to limit the 
scope of my invention to this high rate of speed nor to 
this great disproportion between the periods of rest and 
tin* periods of motion, since with some subjects a speed 
as low as thirty pictures per second or even lower is suf¬ 
ficient, and while it is desirable to make the periods of 
rest as much longer than the periods of motion as possi¬ 
ble any excess of the periods of rest over the periods of 
motion is advantageous." 

As more particularly described in tin* specification and 
shown in the drawings, the apparatus, which is enclosed 
in a box-like casing from which light will be excluded ex¬ 
cept through the lens, embraces an ordinary adjustable 
camera having the lens end mounted in the side of the 
box. Two reels, enclosed in suitable cases, are located on 


3* 


First C. C. A. Decision. 


opposite sides of the camera lens. The film is drawn from 
one of the reels on to the other across the lens. It is 
transparent or translucent, and tape-like in form, and is 
preferably of sufficient width to admit the taking of pic¬ 
tures one inch in diameter between the rows of holes 
on its edges. These holes are for engagement with the 
feed wheels for positively advancing the film. When the 
film is narrow it is not essential to use two rows of per¬ 
forations and two feed wheels, one of such rows and one 
feed wheel being sufficient. The two feed wheels are 
carried by a shaft and engage the film on one side of the 
camera owning. The power is supplied by an electric 
motor which drives a rotating shaft carrying the feed 
wheels through a pulley held in frictional engagement 
with the feed wheel shaft. The take-up reel, or the reel 
which receives the tape after passing the lens, is also 
driven from the motor shaft through a pulley which is 
frictionally mounted upon the reel shaft. The shaft car¬ 
rying the feed wheels is controlled by a stop or escape¬ 
ment movement which is driven positively by another 
shaft, so that, although the motor tends to drive the feed 
wheels continuously, they are only permitted to turn 
with an intermittent motion by the stop or escapement 
device, the pulley which drives the feed wheels slipping 
on the feed wheel shaft while that shaft is held at rest by 
the stop or escapement device. A shutter consisting of a 
rotating disk having an opening in it is mounted directly 
upon the motor shaft and revolves past the lens, so that 
the light from the lens is intermittently thrown upon and 
cut off from the sensitive surface of the film. The cam¬ 
era is shown as a single lens, and is arranged to project 
the image of the scene being photographed upon the film 
when the openings of the shutter disk are opposite the 
aperture between the lens and the film. In operation the 
apparatus is first charged with a tape-film several hundred 
or even thousands of feet in length. The specification 
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states that tlu* parts are preferably proportioned so that 
the film is at rest for nine-tenths of the time, in order to 
give the sensitized film as long an exposure as practicable, 
and is moving forward one tenth of the time, and that the 
forward movement is made to take place thirty or more 
times per second, and preferably at least as high as forty- 
six times per second, although the rapidity of movement 
or number of times per second may be regulated as desired 
to give satisfactory results, and there should be at least 
enough so that the eye of the observer cannot distinguish, 
or at least cannot clearly or positively distinguish, at a 
glance, tin* difference in position occupied by the objects 
in the successive pictures. 

The claims alleged to be infringed are as follows: 

“1. An apparatus for effecting by photography a rep¬ 
resentation, suitable for reproduction, of a scene includ¬ 
ing a moving object or objects, comprising a means for 
intermittently projecting at such rapid rate as to result 
in persistence of vision, images of successive positions of 
the object or objects in motion, as observed from a fixed 
and single point of view, a sensitized tape-like film, and a 
means for so moving tin* film as to cause the successive 
images to lie received thereon separately and in a single- 
line sequence.” 

“2. An apparatus for taking photographs suitable for 
the exhibition of objects in motion, having in combination 
a single camera, and means for passing a sensitized tape- 
film at a high rate of speed across the lens of the camera 
and for exposing successive portions of the film in rapid 
succession, substantial}’ as set forth.” 

“3. An apparatus for taking photographs suitable for 
the exhibition of objects in motion, having in combination 
a single camera, and means for passing a sensitized tape- 
film across the lens of the camera at a high rate of speed 
and with an intermittent motion, and for exposing sue- 
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cessive portions of the film (luring the periods of rest, 
substantially as set forth.” 

“5. An unbroken transparent or translucent tape-like 
photographic film having thereon equidistant photographs 
of successive positions of an object in motion, all taken 
from the same point of view, such photographs being ar¬ 
ranged in a continuous straight-line sequence, unlimited 
in number save by the length of the film, substantially as 
described.” 

According to the views of the expert for the com¬ 
plainant the first claim covers every apparatus compris¬ 
ing, first, any means whatever capable of intermittently 
projecting, at such rapid rate as to result in persistence 
of vision, images of successive positions of the object or 
objects in motion, as observed from a fixed and single 
point of view; second, a sensitized tape-like film; and, 
third, any means or mechanism or device for so moving 
the film, either continuously or intermittently, or both 
continuously and intermittently, as to cause the succes¬ 
sive images to be received thereon separately and in a 
single-line sequence. According to his view the scope 
of the second claim is identical with that of the first, 
except that it is limited to a single camera with a 
single lens as the means for projecting the images on to 
the sensitized surface, and the third claim differs from 
the second only in that it is restricted to the intermittent 
movement of the film and to the exposure of the film dur¬ 
ing the periods of rest. We think this interpretation of 
the claims is the reasonable one, and the question of their 
validity is to be determined by giving to them this scope. 

The photographic reproduction of moving objects, the 
production from the negatives of a series of pictures 
representing the successive stages of motion, and the 
presentation of them by an exhibiting apparatus to the 
eye of the spectator in such rapid sequence as to blend 
them together and give the effect of a single picture in 
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which the objects are moving, had been accomplished long 
lx*fore Mr. Edison entered the field. The patent in suit 
pertains merely to that branch of the art which consists 
of the production of suitable negatives. The introduction 
of instantaneous photography, by facilitating the taking 
of the negatives with the necessary rapidity to secure 
what is termed “persistence of vision” led to the devising 
of cameras for using sensitized plates and bringing them 
successively into the field of the lens, and later for using a 
continuously moving sensitized band or strip of paper to 
receive the successive exposures. The invention of the 
patent in suit was made by Mr. Edison in the summer of 
188b. We shall consider only those references to the prior 
art which show the nearest approximation to it and art* 
the most valuable of those which have ln*en introduced 
for the purpose of negativing the novelty of its claims. 

The French patent to Du ('os, of 18G4, describes a 
camera apparatus consisting of a battery of lenses placed 
together in parallel rows and focussed upon a sensitive 
plate, the lenses being caused to act in rapid succession 
by means of a suitable shutter to depict the successive 
stages of movement of tin* object to l>e photographed. 
I Jet ween the lenses and tin* plate is arranged a band 
having a series of openings in such manner that if the 
band is drawn upwards or downwards the various lenses 
in tin* battery will be exposed in succession, so that a 
large numl>er of small pictures will be taken upon the 
plate. The patent does not describe tin* means for mov¬ 
ing tin* plate so as to cause the successive images to be 
received thereon separately. In a certificate of addition 
to this patent he descriln*s an apparatus in which there 
is a short endless band passing over two parallel drums, 
upon which as the band is moved by the rotation of the 
drums one lens after the other will pass an aperture 
through which light is reflected from the object to be pho¬ 
tographed. Hack of the lenses is another band of fabric 
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passing over drums like the other band, and carrying 
either a series of sensitized plates or a surface of sensi¬ 
tized paper. This band has projections or pins which 
as the drums are rotated engage with corresponding pro¬ 
jections from the band carrying the lenses. By this ap¬ 
paratus the lenses are made to move in accord with the 
movement of the band, and as they pass the aperture they 
project successively upon the sensitized paper, which is 
moving at the same speed, impressions of the object to 
l>e photographed. Practically the images are reproduced 
from the same point of view, the aperture through which 
the lenses operate. The expert for the complainant, 
Professor Morton, concedes that the Du Cos camera 
would be capable of taking a series of photographs on a 
strip of sensitized paper, such as subsequently came into 
commercial use, at the rate of eight or ten a second; sup¬ 
posing them to be two or three inches square; but he 
insists that the dry paper then known was not sufficiently 
sensitized to permit this to be done. 

Prior to January, 1888, a sensitive film better adapted 
for instantaneous impression was in commercial use with 
photographers, and in that month a patent was obtained 
in this country by Le Prince for a method of and appa¬ 
ratus for producing animated pictures. The apparatus 
included a camera for producing the negatives upon an 
endless strip of sensitive film, “or any quick acting paper 
such as Eastman’s paper film.” The camera apparatus 
was a series of lenses arranged in two or more rows, and 
two or more strips of film. Each strip of film is unwound 
from a supply spool, and drawn across the field of its row 
of lenses by a take-up spool. The lenses are provided 
with shutters which open and allow them to operate upon 
the film at the proper time. By means of mutilated 
guides upon a shaft operated by a crank or other motor 
the two take-up spools are alternately revolved and draw 
first one film and then the other the required distance to 
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receive its series of impressions, while by means of other 
guides connected with the driving shaft the shutters of 
the lenses are successively opened to permit an impres¬ 
sion to be projected upon the film while it is at rest. 
Thus the apparatus is equipped with means for moving 
two strips of film alternately and successively, and with 
lenses and shutters which at the proper moment open and 
allow the lenses to operate upon the strips of film as 
they are successively brought to rest. Le Prince subse¬ 
quently, and in 1888, obtained an English patent for the 
same apparatus, a complete specification of which was 
published December 8, 1888. This patent contains a sug¬ 
gest km that only a single lens may be employed, as fol¬ 
lows: “When provided with only one lens, as it some¬ 
times may Ik*, it is so constructed that the sensitive film 
is intermittently operated at the rear of said lens, which 
is provided with a properly timed intermittently operated 
shutter.” The mechanism adapted to co-operate with a 
single lens camera is not described. 

The camera apparatus of M. Marey, described in the 
Scientific American of June, 1882, and used by him, 
mounted in a photographic gun, to produce a series of in¬ 
stantaneous photographs, showing the successive phases 
of motion of birds and animals, describes a single lens 
camera and clock mechanism which actuates the several 
parts. The apparatus is shown in detail by wood-cuts. 
M. Marey conceived the idea of equipping a gun with the 
apparatus from the astronomical revolver invented by Mr. 
Janssen for observing the last passage of Venus. He de¬ 
scribes the apparatus as follows: “The barrel of this gun 
is a tube containing a photographic objective. At the 
back end of this, firmly affixed to the butt, there is a wide 
cylindrical breech piece, in which there is contained a 
clockwork, whose barrel is seen externally at B. When 
the trigger of the gun is pulled the wheelwork begins its 
movement and gives the various parts of the instrument 
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the motion necessary. A central axis, making twelve revo¬ 
lutions per second, controls all the parts of the apparatus. 
First, there is an opaque metallic disk containing a narrow 
slit. This forms the cut-off or shutter, and allows the light 
emanating from the objective to enter only twelve times 
per second, and every time during l/720th of a second. 
Behind this disk, and revolving freely on the same axis, 
there is another one which is provided with twelve open¬ 
ings, and behind this is placed the sensitive plate of cir¬ 
cular or octagonal form. The disk must revolve in an in¬ 
termittent manner, so as to stop twelve times per second 
opposite the fascicle of light that enters the instrument. 
This motion is obtained by means of an eccentric, E, which 
is placed on the axis, gives a regular to and from motion 
to a rod provided with a click, C, which, at every oscilla¬ 
tion engages with one of the teetli that, collectively, form 
a crown on the disk containing the apertures. A special 
shutter, O, cuts off all entrance of light into the instrument 
as soon as the twelve images have been obtained. There 
are other arrangements for the purpose of preventing the 
sensitized plate, owing to its acquired velocity, going be¬ 
yond the position to which it is brought by the click, and 
at which it should be perfectly immovable during the 
duration of the luminous impression. A pressing button, 
b, rests firmly against the plate from the time that it is 
introduced into the apparatus; and it is through the in¬ 
fluence of such pressure that the plate is made to adhere 
to the posterior surface of the disk containing the aper¬ 
tures. This surface is covered with black velvet to pre¬ 
vent slipping. Focusing is effected by shortening or 
elongating the barrel, thus moving the objective backward 
or forward. The focus is finally verified by observing, 
through an aperture in the breech piece, the sharpness 
of the image received on a piece of ground glass.” He 
states that he has photographed with his apparatus 
horses, asses, dogs, and men on foot and on velocipedes, 
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but he has not followed such experiments up as they en¬ 
tered into the programme that Mr. Muybridge had car¬ 
ried out with so much success. He proposes especially 
to study by photography the mechanism of flight in dif¬ 
ferent animals. 

Mr. Levison, in an article published in the Brooklyn 
Eagle of June 14, 1888, describes a camera apparatus for 
taking a series of pictures of objects in motion, in which 
a single lens is employed to operate upon plates 3% by 4% 
inches in size. These plates are carried in compartments 
on a polygonal wheel, which is caused to move onward 
and rest by a peculiar screw motion, and while at rest an 
electro-magnet, actuated by a suitable battery, operates 
the shutter and exposes the plate, then in proper position 
for the lens. He says the mechanism employed to drive 
the plate carrier could be employed to operate a continu¬ 
ous strip of paper, or a film carrier, and by a simple modi¬ 
fication of the contact switch the shutter may be operated 
indefinitely; and with a camera thus constructed a series 
of pictures, limited only by the length of the sensitive 
paper, may be taken. The mechanism of the apparatus is 
not detailed except in the general way stated. 

It is apparent from the references considered that 
while Mr. Edison was not the first to devise a camera 
apparatus for taking negatives of objects in motion, and 
at a rate sufficiently high to result in persistence of vision, 
the prior art does not disclose the specific type of appa¬ 
ratus which is described in his patent. His apparatus is 
capable of using a single sensitized and flexible film of 
great length with a single lens camera, and of producing 
an indefinite number of negatives on such a film with a 
rapidity theretofore unknown. The Du Cos apparatus 
requires the use of a large number of lenses in succession, 
and both the lens and the sensitized surface are in contin¬ 
uous motion w hile the picture is being taken; whereas in 
the apparatus of the patent but a single lens is employed, 
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which is always at rest, and the film is also at rest at 
the time when the negative is being taken. Nor is it pro¬ 
vided with means for passing the sensitized surface across 
the camera lenses at the very high rate of speed which is 
a feature, though not an essential feature, of the patented 
apparatus. 

The Le Prince apparatus employs two or more rows of 
lenses and two or more strips of film which move alter¬ 
nately and successively, the lenses of each operating upon 
its appropriate strip, and the shutters of the lenses open¬ 
ing successively as the strips are brought to rest; and 
although its devices permit the exposures for the produc¬ 
tion of successive pictures to be made in rapid succession, 
they require a slow movement of the film. Pictures taken 
in such apparatus are not taken from the “same point of 
view” as they are when taken from a single stationary 
lens. This would result in producing, when such pictures 
are subsequently combined for persistence of vision in 
their exhibition, a greater or less iudefiniteness of outline 
and conformation as to movement. Again, the pictures are 
not taken in a regular succession, as on a single strip, but 
a short series are taken on one strip, then a short succeed¬ 
ing series on another strip, and so on, with the result that 
to use these pictures for exhibition in any convenient way 
would require them to be cut up and rearranged, or appara¬ 
tus would have to be employed for so moving and feeding 
them as to obtain the proper arrangement of their posi¬ 
tives for the purposes of exhibition, which is indicated in 
the Le Prince patent. Those taken by the apparatus of the 
patent in suit can be reproduced by a precisely corre¬ 
sponding positive. The suggestion that one lens may be 
employed, implying of course the use of a single film, is 
quite enigmatical, and would seem to be impracticable 
without altering the principle of his apparatus. The 
problem of dispensing with the other lenses would involve 
changing the mechanism so as to secure a rapid movement 
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of the film. We are not satisfied that the apparatus is in¬ 
operative, but incline to the opinion that the alleged de¬ 
fects are merely in details of construction which would be 
readily obviated by the skilled mechanic. The presump¬ 
tion arising from the grant of the United States patent 
must prevail in the absence of proof to overthrow it. 

The Marey apparatus employs the same general combi¬ 
nation of parts specified in the first and third claims of 
the patent, except the tape-film, to produce the negatives; 
but it is not adapted to produce them upon the film of the 
patent, and it would require modifications to enable it to 
do so, but whether such as would involve invention or 
merely mechanical skill is a debatable question. It ena¬ 
bles negatives of an animate object, showing the various 
phases of motion, to be produced by projecting images of 
the moving object, as observed from a fixed and single 
point of view, or from a fixed and successive point of view, 
upon the successively advanced portions of the sensitized 
surface, and in sequence thereon, and at such a rapid 
rate of succession that the movements can be naturally re¬ 
produced to the eye by bringing the developed photo¬ 
graphs successively into view. It is capable of taking 
twelve pictures per second, each image requiring an ex¬ 
posure of l/720th part of a second. Although his re¬ 
volver was designed to get successive pictures for an 
analysis of the movements of objects, and not for the pur¬ 
pose of taking negatives for reproduction and use in an 
exhibiting apparatus, it seems manifest that it could have 
l>een adapted by changes in the parts, obvious to the 
skilled mechanic, to produce negatives suitable for repro¬ 
duction and use in such an apparatus. 

The Levison publication would not be of value were it 
not that the broad claims of the patent do not call for the 
employment of any specific operative devices except the 
single camera and the sensitized tape-film. 

The important question is whether the invention was 
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in such sense a primary one as to authorize the claims 
based upon it. The general statements in the specifica¬ 
tion imply that Mr. Edison was the creator of the art to 
which the patent relates, and the descriptive parts are 
carefully framed to lay the foundation for generic claims 
which are not to he limited by importing into them any 
of the operative devices except those which are indispensa- 
able to effect the functional results enumerated. It will 
be observed that neither the means for moving the film 
across the lens of the camera, nor for exposing successive 
portions of it to the operation of the lens, nor for giving 
it a continuous or intermittent motion, nor for doing 
these things at a high rate of speed, are specified in the 
claims otherwise than functionally. Any combination of 
means that will do these things at a high enough rate of 
speed to secure the result of persistence of vision, and 
which include a stationary single lens and tape-like film, 
is covered by the claims. 

It is obvious that Mr. Edison was not a pioneer in the 
large sense of the term, or in the more limited sense in 
which he would have been if he had also invented the film, 
lie was not the inventor of the film. He was not the first 
inventor of apparatus capable of producing suitable nega¬ 
tives, taken from practically a single point of view, in 
single line sequence upon a film like his, and embodying 
the same general means of rotating drums and shutters 
for bringing the sensitized surface across the lens and ex¬ 
posing successive portions of it in rapid succession. Du 
Cos anticipated him in this, notwithstanding he did not 
use the film. Neither was he the first inventor of appa¬ 
ratus capable of producing suitable negatives and em¬ 
bodying means for passing a sensitized surface across a 
single lens camera at a high rate of speed and with an 
intermittent motion, and for exposing successive portions 
of the surface during the periods of rest. His claim for 
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such an apparatus was rejected by the patent office, and 
lie acquiesced in its rejection. He was anticipated in 
this by Marey, and Marey also anticipated him in photo¬ 
graphing successive positions of the object in motion from 
the same point of view. 

The predecessors of Edison invented apparatus, during 
a period of transition from plates to flexible paper film, 
and from paper film to celluloid film, which was capable 
of producing negatives suitable for reproduction in exhib¬ 
iting machines. No new principle was to lie discovered, 
or essentially new form of machine invented, in order to 
make the improved photographic material available for 
that purpose. The early inventors had felt the need of 
such material, but in the absence of its supply, had either 
contented themselves with such measure of practical suc¬ 
cess as was possible, or had allowed their plans to remain 
upon paper as indications of the forms of mechanical anil 
optical apparatus which might be used when suitable pho¬ 
tographic surfaces l>ecame available. They had not per¬ 
fected the details of apparatus especially adapted for the 
employment of the film of the patent, and to do this re¬ 
quired but a moderate amount of mechanical ingenuity. 
Undoubtedly Mr. Edison, by utilizing this film and per¬ 
fecting the first apparatus for using it, met all the con¬ 
ditions necessary for commercial success. This, however, 
did not entitle him under the patent laws to a monopoly 
of all camera apparatus capable of utilizing the film. 
Nor did it entitle him to a monopoly of all apparatus 
employing a single camera. 

We conclude that the functional limitations which are 
inserted in the claims do not restrict the patent to the 
scope of Mr. Edison's real invention. We cannot under¬ 
take to point out the differences between the scope of the 
real invention and the claims. The real invention, if it in¬ 
volved invention as distinguished from improvement, 
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probably consists of details of organization, by which the 
capacity of the reels and the moving devices are aug¬ 
mented and adapted to carry the film of the patent rap¬ 
idly and properly. It suffices to say that the modifica¬ 
tions required to conform old apparatus to the use of the 
tape-film, and which would define the real invention, can¬ 
not be imported into the first and third claims without 
violence to their terms; and the second claim is broader 
than the third. 

The fifth claim of the patent is obviously an attempt by 
the patentee to obtain a monopoly of the product of the 
apparatus described in the patent, so that in the event it 
should turn out that his apparatus was not patentable, or 
the product could be made by apparatus not infringing 
his, he could nevertheless enjoy the exclusive right of 
making it. A claim for an article of manufacture is not 
invalid merely because the article is the product of a ma¬ 
chine, whether the machine is patented or unpatented; 
but it is invalid unless the article is new in a patentable 
sense, that is, unless its original production involved in¬ 
vention as distinguished from ordinary mechanical skill. 
If it is new only in the sense that it embodies and repre¬ 
sents superior workmanship, or is an improvement upon 
an old article in degree and excellence, within all authori¬ 
ties the claim is invalid. Hatch v. Moffett, 15 Fed. Rep., 
252; Worcester v. Calhoun, 11 Blatch., 215; Excelsior 
Needle Co. v. Union Needle Co., 32 Fed. Rep., 221; 
Smith v. Nichols, 21 Wall., 112; Risdon Locomotive 
Works v. Medart, 158 U. S., 79. By the terms of the 
claim the length of the film is not defined, nor is the 
number of photographs which it is to represent defined. 
It is to be an unbroken transparent or translucent tape¬ 
like photographic film; it is to have thereon equidistant 
photographs of successive positions of an object in mo¬ 
tion; these photographs are to be arranged in a continu- 
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ous straight-line sequence; and the number of them is 
not limited save by the length of the film. The film was 
not new, and if the other characteristics of the product 
are not new, or are new only in the sense that they add to 
the article, merely a superiority of finish or a greater ac¬ 
curacy of detail, the claim is destitute of patentable 
novelty. 

In determining the scope and patentable subject matter 
of this claim the proceedings in reference to its allowance 
in the patent office should be referred to. In the original 
application for the patent the sensitized surface was de¬ 
scribed as “in the form of a long gelatine tape-film.” 
April 18, 189f>, the application was amended as to specifi¬ 
cation and claims so that the word gelatine was omitted 
from the description of the film. The substituted specifi¬ 
cation of that application contains this statement: “The 
sensitized surface is preferably in the form of a long tape, 
although it may l»e a cylindrical surface on which the 
photographs are taken in a spiral line”; and in referring 
to the drawings states that “3 indicates the transparent 
or translucent tape-film, which before the apparatus is 
put in operation is all coiled on a reel,” etc. In that ap¬ 
plication for the first time a claim was made for the 
product. After the claim, as originally phrased in that 
application, had been rejected by the patent office, it was 
amended by the applicant to read as follows: 

“8. An unbroken transparent or translucent tape-film 
having thereon a continuous series of equidistant photo¬ 
graphs of an object in motion arranged in a single 
straight-line sequence, substantially as set forth.” This 
claim was again rejected upon a reference to the Le 
Prince patent. As finally allowed by the office it was al¬ 
lowed upon the statement as follows: “As to claims 8 and 
9, while as drawn they have been properly rejected on 
account of the Le Prince tape film, they can be distin- 
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guished therefrom by amending the claims to indicate 
that the number of photographs in the series is unlimited, 
except by the length of the film, as distinguished from the 
Le Prince film, in which the number in a straight line 
sequence is limited to four, whatever the length of the 
film.” 

In view of these proceedings, and the acquiescence of 
the patentee in the limitations imposed upon the claim by 
the patent office, its novelty depends mainly upon the 
length of the film. This feature of the claim is satisfied 
by any film which is long enough to carry a sufficient 
number of successive pictures to reproduce, when properly 
used, some definite cycle of movements to convey the im¬ 
pression of reality to the observer. A film having this 
characteristic was not new in the sense that its production 
involved invention. The Du Cos apparatus was capable 
of taking the requisite number of pictures in series suit¬ 
able for using in an exhibiting apparatus. Professor 
Morton, the expert for the complainant, in his testimony 
conceded that a series of photographs of an object in 
motion could have been taken upon a paper strip by the 
camera of the certificate of addition of the Du Cos pat¬ 
ent, and these negatives might have been transferred to 
a translucent paper strip as a series of positives; and 
that it would have required no invention, in view of the 
instructions which Du Cos gives as to doing this, to pre¬ 
pare such a strip of paper with a series of pictures upon 
it. He differentiates the film of the claim from the film 
which could have been thus produced in the fact that the 
pictures, not having been taken from a single lens, would 
not all be taken from the same point of view. This con¬ 
clusion however overlooks the fact that practically the 
images were produced from the same point of view in the 
Du Cos apparatus, the single aperture through which the 
lenses operate, and that it is quite immaterial whether 
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the same point of view is obtained by the use of a single 
lens or by the use of a number of lenses for the purpose 
of meeting this characteristic of the claim. 

We conclude that the court below erred in sustaining 
the validity of the claims in controversy, and that the 
decree should be reversed with costs and with instruc¬ 
tions to the court below' to dismiss the bill. 

Parker W. Page and Thomas B. Kerr, for the Appel¬ 
lant. 

Richard N. Dyer and Frederick P. Fish, for the Ap¬ 
pellee. 
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Appendix II. Second Circuit Court of 
Appeals Decision, 151 Fed. Rep., 767. 

Five years later, in the ease on the camera reissue 
12,037 the decision of March, 1902, was reconsidered and 
reaffirmed (Edison vs. American Mutoscope & Biograph 
Co ., 151 Fed., 767). The Court by Judge Lacombe said 
(p. 769): 

“ Upon the appeal in the first suit we discussed 
the prior art and the general character of the de¬ 
vice sought to be patented at very great length. It 
is unnecessary to repeat that discussion. All that 
was said in the prior opinion, however, may be con¬ 
sidered as embodied herein.since the conclusion here¬ 
inafter expressed is founded upon the findings then 
made, and which nothing in the present record or ar¬ 
gument induces us to qualify in any manner. We 
held that Edison was 4 not a pioneer in the large 
sense of the term, or in the limited sense in which 
he would have been if he had invented the film. 
He was not the inventor of the film. He was not 
the first inventor of apparatus capable of producing 
suitable negatives, taken from practically a single 
point of view, in single-line sequence upon a film 
like his, and embodying the same general means 
of rotating drums and shutters for bringing the 
sensitized surface across the lens and exposing suc¬ 
cessive portions of it in rapid succession. * * * 
Neither was he the first inventor of apparatus capa¬ 
ble of producing suitable negatives and embodying 
means for passing a sensitized surface across a sin¬ 
gle lens camera at a high rate of speed and with 
an intermitent motion, and for exposing success¬ 
ive portions of the surface during periods of rest.’ 
Also that 4 the real invention if it involved inven¬ 
tion as distinguished from improvement, probably 
consists of details of organization, by which the 
capacity of the reels and moving devices are aug¬ 
mented and adapted to carry the film of the patent 
rapidly and properly.’ 

Upon the record in that cause, however, we held 
that the 4 prior art did not disclose the specific type 
of apparatus which is described in his patent. His 
apparatus is capable of using a single sensitized and 
flexible film of great length with a single lens 
camera, and of producing an indefinite number of 
negatives on such a film with a rapidity theretofore 
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unknown.’ The case was therefore an appropriate 
one for reissue under section 4916, Rev. St. U. S. 
|U. S. Comp. St. 190, p. 3393], since there is no 
suggestion of any fraudulent or deceptive intention 
in claiming more than the patentee was found to be 
entitled to. Upon reissue with claims restricted to 
the specific type of apparatus described in the pat¬ 
ent, the question would be presented whether those 
claims as thus restricted were properly allowed in 
view of the state of the art and whether defendant’s 
device infringed them.” 
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Appendix III. Dueos. 

French Patent No. 61,976, dated March 1 , 1864, 
to Louis A. D. Ducos (R., p. 338), for an Apparatus to 
Reproduce Photographically any scene with all the changes 
which it has undergone during a determined time. 

This celebrated Frenchman nearly fifty years ago— 
1864—pointed the way to the modern moving picture ex¬ 
hibition. He then proposed to utilize photography for the 
purpose of obtaining a long series of accurate scenes or 
pictures of an object in motion, said series being unlimited 
in extent, and subsequently exhibited to the eye by the aid 
of a moving tape-like band. 

At that time the art of photography was not developed 
to the extent to which it has now been carried. The 
modern rapid dry-plate sensitized with bromide of silver in 
a gelatine emulsion had not been perfected, and the most 
rapid medium then practical was what is known as the 
collodion wet plate, much more sensitive then than the 
dry plate. This fact is mentioned by Mr. Ducos in his 
specification, thus: 

44 It is true that for greater simplicity one can use 
dry plates, but this operation will be less advan¬ 
tageous on the score of rapidity, since such plates 
require an exposure to the light at least double that 
which is necessary with wet plates.” 

Now-a days the dry plate is made many times more 
sensitive than the old collodion wet plate, and its use is 
not only attended with greater simplicity, but also far 
greater rapidity of action. 

Hampered by the then existing condition of the art of 
photography, and obliged to employ the wet plate instead 
of the simpler dry plate, Ducos was at first compelled to 
resort to the'expedient of multiplying the number of 
lenses in his camera in order that he might take a great 
number of negatives on the same plate with the necessary 
rapidity one after the other. However, he fully recog¬ 
nized that this was not the best or the ideal way to do, 
and that it was attended with certain disadvantages, 
which he points out, thus: 

“The invention is based chiefly upon the cir¬ 
cumstance that it is not necessary for us to be in a 
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peifect state of rest for seeing perfectly an ani¬ 
mated scene, and that a gradual displacement or a 
regular oscillation of our body does not impair in 
any respect our vision, especially in cases where 
the objects are not too close. ” 

Of course it will be understood that he is talking here 
about the effect upon the eye of viewing in succession a 
series of pictures of a moving object taken by his multi¬ 
ple-lens camera, which produces the effect of a slight and 
regular oscillation of the view point as the series passes. 
He says again at a point further along: 

“* * * There will be, as it were, a living 

representation of nature, and if the speed of the 
luminous focus is the same as that with which the 
openings in front of the objectives succeeded each 
other in the production of the plate, the same scene 
will be reproduced upon the screen with the same 
degree of animation. The effect, however, will not 
be exactly the same as if the proofs had been taken 
successively from the same point of view. The real 
effect will be that which will be produced upon the 
eyes of the observer if he had observed the natural 
scene while giving to his body a slight side to side 
movement, having for its amplitude the length of 
a row of objectives. But this movement, as one 
can convince himself, has no importance and does 
not impair in any way the vision. It could only 
become harmful and result, at most, in confusion 
in the case of very close objects.” 

From all this it is quite apparent that Mr. Ducos’ 
knowledge w r as quite sufficient, so that had the modern 
flexible dry plate or film been then in existence he would 
have known how* to utilize it by taking the negatives on 
such a film by a single-lens, and, therefore, from the same 
point of view. And the achievement, if any, which is 
now claimed for Edison over Ducos after all consists 
only in the gathering of the foam of the advance in sen¬ 
sitive surfaces in the photographic art itself (the work of 
Eastman and others) and the endeavor to appropriate that 
to himself without title which Ducos would have known 
how to use had the dry film existed for him to use. This 
is not invention, but only acquisitiveness. 


23* 


Ducos. 


Ducos proposed, in one form of his invention, to utilize 
glass negatives by making glass positives to be shown up 
in a multiple-lens magic lantern made like his multiple- 
lens camera (which is entirely feasible), but he also pro¬ 
posed to utilize such negatives for making another kind of 
positives on a flexible continuous band He says: 

“ By the aid of negative plates, obtained either 
by the simple apparatus or by the double apparatus, 
positives on paper may be obtained * * * 

All the pictures of these positives will be cut 
up for pasting them upon a somewhat larger band 
of paper or of fabric (Fig. 9), one after the other in 
the order following that in which they were taken. 
In this band there will be cut transverse openings 
of very small width, equally placed with respect to 
each other. Each one of these openings will cor¬ 
respond in its position to the middle of a picture. 
Speaking more exactly, all of the openings should 
occupy an identical position with respect to the 
same movable object situated about the middle of 
each picture.” 

The construction of this flexible continuous band ex¬ 
hibiting a series of equidistant positives unlimited in 
number and showing an object in motion is illustrated in 
the Ducos drawing at Figures 9, 10 and 11. 


The Supplement or Certificate of Addition to the Ducos 

French Patent 

(li., p. 346) is of special importance, in that it shows the 
taking of the photographs from a single point of view , 
and we call it especially to the Court’s attention, in view 
of the importance attached to it by the Circuit Court of 
Appeals (114 Fed., 936), and also in view of the admis¬ 
sions in the cross examination of complainant’s expert 
Armat on the subject, which reinforce the decision of 
the Court (p. 292, x-Qs. 157-214). 

In this Ducos patent, granted nearly fifty years ago, 
Edison was instructed how to make the article which he 
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now claims by virtue of the patent laws to monopolize. 
Thus, hy Ducos, Edison was taught the following: 

To take a series of instantaneous photographs of an 
object in motion, one after the other, in rapid succession, 
all from a single point of view. 

To have this series a long and continuous one of indefi¬ 
nite number. 

To make positive transparencies from such negative 
photographs and exhibit them in the same order and at 
the same speed hy aid of a magic lantern to a multitude 
of people. 

To make the long series of positive photographs a con¬ 
tinuous straight line series equidistant on a taj>e or hand 
and to handle the hand hy rollers to bring each picture in 
succession before an exposure window for viewing pur¬ 
poses. 

Edison was further taught hy Ducos that it would he 
better if all of these photographs could he taken in suc¬ 
cession hy a single-lens camera, instead of in succession 
hy a multiple-lens camera, to which latter Ducos himself 
was forced for want of a sufficiently rapid sensitive sur¬ 
face in the photography of that day. So that Ducos left 
the art hy his instruction in such condition that any one 
who could photograph at all would be able to produce 
without further instruction the article now claimed hy 
Edison the moment the photographic knowledge of man¬ 
kind should advance to such a point that a more sensitive 
photographic surface was produced. Then many years 
after came Eastman and others with the more sensitive 
surface made adherent to a base sufficiently thin and 
tough and transparent, and when Edison saw it he cried 
to his assistant Dickson, “We’ve got it. Now work 

like h-” (R., p. 149, Q. 27), and a camera to feed such a 

film (with its sprocket wheel in the feeding mechanism 
and its perforations in the film) quickly followed, and 
Edison now asks, on the strength of that camera inven¬ 
tion, to he permitted to monopolize that more sensitive 
Eastman surface when treated and handled in Ducos’ way. 
To the Frenchman, however, belongs the real honor. 
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Marey Apparatus, described in the Scientific Ameri¬ 
can in June, 1882 (114 Fed., 931, 933, 944, also R., p. 612). 

Marey describes an automatic single lens camera for 
taking a series of instantaneous photographs on a large 
sensitized plate, twelve photographs being taken per sec¬ 
ond and the sensitized plate being moved intermittently so 
as to stop twelve times per second and expose a new por¬ 
tion of the surface to the lens when the shutter o|>ens, the 
plate being held “perfectly immovable” during the tak¬ 
ing of the photographs. Here was the rapidity, the uni 
formity, the sharp definition, the equidistance of the Edi¬ 
son photographs, and they were photographs of the suc¬ 
cessive positions of an object in motion as observed from 
a single point of view. 


Le Prince. 


British Patknt No. 423 of 1888 (Nov. 16, 1888), to 
Le Prince (R., p. 8711), Method of and Apparatus for Pro¬ 
ducing Animated Photographic Pictures. 

Le Prince says: 

“In order to carry out my method I provide an 
apparatus consisting of a receiver or photo camera 
and a deliverer or stereopticon adapted to throw 
the transparent pictures obtained by means of the 
said camera or receiver in the same order and time 
in which they were taken. 

The transparent pictures, thrown in succession 
on a finely ground plate glass or other suitable 
material will produce on the eye of the spectator 
the same effec t or impression as the objects them¬ 
selves when in motion in front of the ‘Camera 
Receiver.’ ” 

Le Prince discloses the same general purpose that 
Edison later had, and contemplates the same sort of 
rapidity in the taking of the moving pictures (sixteen or 
more per second) and in their subsequent exhibition. He 
contemplates two forms of camera—a multiple-lens camera 
and a single-lens camera. The former he selects for de¬ 
tailed description. The latter he refers to as follows (R , 
p. 885): 

“ When the receiver [the camera] is provided 
with only one lens, as it sometimes may he, it is so 
constructed that the sensitive film is intermittently 
operated at the rear of the said lens which is pro¬ 
vided with a properly-timed intermittently operated 
shutter; and correspondingly in the deliverer [the 
stereopticon or magic lantern] when only one lens 
is provided the band or ribbon of transparencies is 
automatically so operated as to bring the pictures 
intermittently and in the proper order of succession 
opposite the said lens” (Italics ours.) 

We thus find clearly described the idea of taking a 
series of motion pictures in rapid succession on a sen¬ 
sitive film by means of a single lens camera having an 
intermittent feed, and exhibiting the pictures in the same 
order of succession in an intermittent feed exhibiting ma¬ 
chine. The product of this camera and the subject of 
this exhibition, in so far as the pictures on the film are 



27* 


Le Prince. 


concerned, would be the very same as Edison’s. The 
pictures would have the same rapidity, uniformity and 
definition. 

Moreover, in the exhibiting machine described for use 
with the multiple-lens camera, dealing as he was there 
with a single long, flexible hand (a rearranged continuous 
straight line positive), which required to be fed positively 
and without any slipping (because the pictures had to 
register accurately with the lens in order to the proper 
exhibition of them), Le Prince resorted to the common 
and well known mechanical expedient of providing the 
feed drums with sprockets or teeth to fit into holes formed 
in the edges of the positive transparencies, as will appear 
from the following (R., p. 8S2, and p. 888, Fig. 6): 

“ The back part of the figure [figure 6] is a 
section through the center, and shows the film tran¬ 
sparencies mounted on two ribbons of metal or 
other suitable material [constituting edges] punched 
with holes H 1 fitting on the pins P 1 of the guide 
rollers G c G®, * * * ” 

The Circuit Court of Appeals (114 Fed., 926) pointed 
out that Edison in his conduct of the application for his 
patent through the Patent Office, attempted to distinguish 
his film from that of the Le Prince United States patent 
(which patent showed only the multiple-lens camera) by 
adding the requirement that the photographs thereon 
shall he “unlimited in number save by the length of the 
film,” and decided that such a limitation, expressing a 
mere carrying forward of an old idea, did not give patent¬ 
ability to the subject matter claimed over that U. S. Le 
Prince patent. In the modification mentioned in the 
British patent, where the photographs are all to be taken 
from a single point of view by a single lens camera having 
an intermittent feed and are all to be projected by a single 
lens projector, the photographs will, in fact, be unlimited 
in number save by the length of the film. 

Referring to the file and contents of Edison’s applica¬ 
tion for the original patent on which the reissue in suit is 
founded, we find that the British patent to Le Prince is 
not cited by the Patent Office. And further, we find that 
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the attorneys for Edison do not attempt to distinguish the 
Edison film from the film of any other Le Prince camera 
than the Le Prince multiple-lens camera, thus: 

“ With regard to Le Prince, it is submitted that 
he does not have a continuous series of photographs 
on one film arranged in a single line. 

With the Le Prince patent the number of pic¬ 
tures which can be obtained in a straight lino 
sequence is necessarily limited to the number of 
cameras employed for each line, while with the ap¬ 
plicant’s invention an unlimited number of pictures 
can be taken depending of course upon the length 
of the film.” 

This argument wholly overlooked the rearranged posi¬ 
tive of the multiple-lens camera and, even referring to 
negatives only, just as they come from the camera, it 
assumed that Le Prince disclosed only a multiple-lens 
camera having the limitation to four pictures in sequence; 
whereas the British patent disclosed the idea of a single¬ 
lens film camera which would necessarily produce pic¬ 
tures in straight line sequence unlimited in number save 
by the length of the film. The distinction fails, therefore, 
so far as the film and its pictures are concerned. 

The reference in the British Le Prince patent to a 
single-lens camera may not be sufficient to disclose the 
details of the camera mechanism (as the Circuit Court of 
Appeals very properly held), as for example the partic¬ 
ular type of feeding mechanism contemplated by Le Prince, 
but it is sufficient to fully and completely disclose the 
idea of a single film and the taking of a series of photo¬ 
graphs on such a film from a single point of view in 
continuous straight line sequence, and having the uni¬ 
formity and unlimited capacity that results from the use 
of a single-lens film camera and the sharp definition that 
results from an intermittent feed camera. 
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Levison. June 14, 1888. In Brooklyn Eagle Article 
(R., p. 461). 

This describes a motion picture camera for taking a 
number of pictures in rapid succession, of an object in 
motion. In one form of camera dr} 7 plates are mounted 
in compartments of a polygonal wheel which has an in¬ 
termittent feed and at each rest the shutter op^ns and 
exposes the plate. The plates are very much larger than 
Edison’s, being three and a quarter by four and a quarter 
inches. The camera is automatic and continuous and has 
a single lens. 

In an alternative form the intermittent feed mechanism 
is described as operating to feed a continuous strip of sen¬ 
sitive Eastman paper in place of the dry plates mounted 
on the wheel. It is stated that with a camera thus 
mounted a series of pictures limited only by the length of 
the sensitive paper may be taken and a rate of twelve per 
second is suggested, meaning 43,200 pictures per hour. 

The details of the feeding mechanism of the wheel 
camera and of the strip camera are not given, but there 
is a full disclosure of the film or strip idea in connection 
with a single lens camera having intermittent feed and 
taking twelve photographs per second. This would give 
the rapidity, uniformity and sharp definition of Edison’s 
pictures. Nothing remained to be done but to get up a 
better or a different feeding mechanism for the camera. 
Levison in passing from his wheel camera to his strip 
camera in order to get greater picture capacity, took ex¬ 
actly the step that Edison took in passing from his drum 
camera to his strip camera. 
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Appendix IV. Reynaud French Patent 

No. 104,482. 

“The apparatus has for its object to obtain the 
illusion of movement no longer limited by the repetition 
of the same poses on each turn of the instrument, as 
necessarily produced in all known apparatuses (Zootropes, 
Praxinoscopes, etc.), but having on the contrary an in¬ 
definite VARIETY AND DURATION and PRODUCING thus 
TRUE, ANIMATED SCENCES, having an unlimited develop¬ 
ment, whence the name of Optical Theatre given by the 
inventor to this apparatus. 

Procedure. The novel means employed by the in¬ 
ventor for obtaining the new results and which forms the 
object of the present patent resides in: 

The application to apparatuses producing the illusion 
of movement, of a flexible band of indefinite length, 
carrying a succession of successive poses, unrolling itself 
and being rolled up on a holder and being engaged as by 
gearing in passage upon the cylinder of the instrument, 
which is cut out with windows formed in order to permit 
free vision of the poses. 

This flexible band can be of any material, opaque or 
transparent (the poses being lighted by reflection or 
transmission of light as the case may be). 

The band can be either entirely flexible or only between 
the poses. 

The poses which are produced upon it can be drawn 
by hand or printed by any process of reproduction, in 
black and white, or in colors, or obtained from nature 

BY PHOTOGRAPHY. 

Practice. In its practical form the apparatus is com¬ 
posed : 

First. Of a Praxinoscope (already patented by the in¬ 
ventor himself) or of any other analogous apparatus 
(zootropes, etc.), the cylinder of which is cut out with 
windows corresponding to the successive poses (in variable 
number according to the mode adopted) and furnished 
with exterior salient pins equally spaced (see the figure 
of the drawing). 


31* 


Reynaud. 


These pins are designed to engage in corresponding 
holes made at convenient distances apart in the flexible 
band. 

Second. Of a holder composed of two drums of con¬ 
venient diameter mounted each upon an axis and capable 
of being given a movement of rotation in one direction 
or the other, either by hand or by any appropriate mech¬ 
anism. 

Third. Of a flexible band, the indefinite length of 
which depends upon the number of poses of which the 
scene to be produced is composed, and which, rolled up in 
the first place on one of the drums of the holder, then 
passing around the cylinder of the apparatus, and applied 
closely to this cylinder around a greater or less portion of 
its contour, is engaged through the holes pierced 

ALONG ITS LENGTH BY THE SALIENT PINS OF THE CYLINDER, 
and is finally attached to the second drum. 

In consequence of this disposition, any movement of 
rotation in a proper direction communicated to the drums 
will force the band to wind up upon one of them while 
being unwound from the other, and driving at the same 
time between the two the cylinder of the apparatus with 
which the band is geared. 

In this disposition the band drives the cylinder. One 
may also adopt the inverse disposition in which the holders 
tend to move (as by an interior spring, for instance) in 
the direction which produces for each one of them the 
rolling up of the band; these two tendencies balancing 
each other, the band will remain at rest, but if one 
causes the cylinder of the instrument to turn (by hand or 
motor), THE BAND IN THIS CASE WILL BE DRIVEN BY THE 
cylinder, and the same effect will be produced as above. 

It goes without saying that the details of disposition 
can be varied: Thus the band may be geared to the cyl¬ 
inder by indentations in its edges or by any other mode 
of gearing; also, the band may in its progress from one 
drum to the other of the holder, press, not only upon the 
cylinder, but also upon intermediate rollers or supports; 
also, if the length of the band is not too great, it may be 
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transformed into an endless band of which the two ex¬ 
tremities are united and which are run over two drums 
placed at a sufficient distance from each other; also, the 
mode of lighting may be varied as well as the accessory 
optical disposition, according as one may have in view an 
apparatus for direct vision, or one for producing, by 

PROJE(TION UPON A SCREEN, ANIMATED SCENES. 

Paris, the first of December, 1888 . 

(Signed) E. Reynaud.” 




Donisthorpe British Patent No. 4344 

of 1876. 


“ This invention has for its object to facilitate the tak¬ 
ing of A SUCCESSION OF PHOTOGRAPHIC PICTURES AT EQUAL 
INTERVALS OF TIME, IN ORDER TO RECORD THE CHANGES 
TAKING PLACE IN OR THE MOVEMENTS OF THE OBJECT BEING 

photographed and also by means of a succession of pic¬ 
tures so taken of any moving object to give to the eye 
A REPRESENTATION OF THE OBJECT IN CONTINUOUS MOVE¬ 
MENT AS IT APPEARED WHEN BEING PHOTOGRAPHED. 

In order to obtain a succession of photographic pictures 
I construct the camera to receive a number of prepared 
plates, one behind the other, and by mechanism I cause 
the series of plates to move forward progressively, in such 
manner that as soon as the foremost plate has been 
exposed for the required length of time the whole series 
moves forward a distance; the foremost plate which had 
previously been exposed is then allowed to drop or is car¬ 
ried downwards into a receiver below. The plate which 
then occupies the foremost position is in its turn exposed 
to the light passing in through the lens of the camera, 
and after being exposed is similarly deposited into the 
receiver, and so on in succession until the requisite num¬ 
ber of plates have been exposed. 

The admission of light to the lens is controlled by a 
movable screen which is moved away when one of the 
plates is in position for having light thrown on to it by 
the lens, and is brought in front of the lens whilst the 
plates are being shifted from one position to another. 

The mechanism for moving the plates and for moving 
the screen is driven at a uniform rate, so that the plates 
are exposed one after the other at uniform intervals of 
time. 

The plates after being exposed in the camera and 
carried away by the receiver are afterwards developed 
and set, and prints may subsequently be obtained 
from them in any ordinary manner. 

Apparatus arranged as above described may be em¬ 
ployed for obtaining a record of the movements of or 
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changes taking place in any objects, and may be used 
either for photographing objects direct or in conjunction 
with microscopes or telescopes. 

If the apparatus be arranged to take the succeeding pic¬ 
tures AT SUFFICIENTLY SHORT INTERVALS OF TIME they may 
be PRINTED AT EQUAL DISTANCES APART Upon a Continuous 
strip of paper, and this paper with the whole series 
of pictures upon it may be used in the instrument 
known as the zootrope, or phenakistoscope. To allow 
of this the strip of papier may be wound on to a cylinder, 
and be unwound from it at a uniform speed on to another 
cylinder, and so carried past the eye of the observer, any 
ordinary means being used for ensuring that each picture 
shall only be exposed momentarily to the observer. By 
this means the movements made by a person or group of 
persons or of any other objects during the time they were 
being photographed may be reproduced to the eye of the 
observer.” 


Potter. 

Potter in patent 390,396, October, 1888 (R., p. 393), 
discloses the idea of substituting a band or strip in pro¬ 
jecting machines (as the carrier of a series of pictures 
that are to be projected in succession on the screen) for 
the separate slides of glass, &c., previously employed. 
He is concerned with the exhibition of the pictures on 
the screen rather than with the ways or means of pro¬ 
ducing them on the band or strip. He says that they may 
be painted or otherwise applied, and this of course does 
not exclude photography. Indeed, he speaks of the 
superseded glass slides as having had the views “ painted, 
photographed or similarly portrayed ” on them. 

The point is that Potter discloses the idea of a band or 
strip of indefinite length, that shall be “ continuous ” 
and “ flexible,” and the carrier of “ scenes ” or “ figures ” 
or “ text ” to be reproduced on the screen, and that shall 
be made of some “ transparent or translucent and flexible 
substance,” such as “ paper, treated in well-known ways, 
or collodion or other cellulose compounds ” (the modern 
celluloid film). Potter says (p. 1, line 52): 

“ By the expression ‘continuous strip’ I mean 
to imply an extended strip or band capable of being 
rolled or wound up, on which a series of views or 
the text of an extended article may be depicted, 
this in contradistinction to a short sheet, plate, or 
slide such as has commonly been employed.” 

And again (p. 2, line 15): 

“ The band, which I have stated above may be of 
paper treated with any of the many well known sub¬ 
stances for rendering it transparent or translucent, 
is prepared or printed with the scenes or pictures or 
text, so that tne movement of the band will bring 
the same to view in proper order or succession.” 

It remained only for Edison to depict special pictures 
in a special way on Potter’s band or strip. The only 
differences between Potter’s strip with piotures and Edi¬ 
son’s strip with pictures are pictorial or artistic differences 
(passing by the matter of perforations), and such differ¬ 
ences cannot render the Edison strip patentable as a new 
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article of manufacture. Edison’s motion picture work on 
cylinders preceded his work on films and is prior art with 
respect to the latter. In passing from that work on cyl¬ 
inders to his work on films Edison took exactly the step 
that Potter took over the inflexible glass slide. 
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Appendix V. Oreene and Evans British 
Patent 10,131 of 1889 (R., p. 905.) 

This patent shows in detail an elaborate camera mechan 
ism for taking moving pictures rapidly to illustrate and 
register the movement of moving objects. It shows a 
single stationary camera and single lens, and the photo¬ 
graphs are taken upon a flexible sensitive film in continu¬ 
ous straight line sequence and at equal distances apart, 
the number of pictures being limited only by the length 
of the film. And although the film is not perforated be¬ 
fore passing through the camera, it is perforated in the 
act of passing through and the picture negative that re¬ 
sults has perforated edges. The film is fed by a roller 16 
having on each end a disc 36 having projecting points or 
pins which perforate the edges of the film by piercing 
through them and into grooves 50 between raised rims 49 
on the roller 17. This gives a positive feed of the film with 
the roller 16 by the interlocking engagement of the pins or 
points of the discs 36 with the film in the perforations 
formed by the pins or points themselves (see Specification, 
p. 4, lines 41-42, and p. 5, lines 18 to 24; see Fig. 2 of the 
drawings). That the pins or points of the discs 36 on the 
roller actually perforate the film is evident from the con¬ 
struction and it is evident also from the statement made 
on page 5, line 25: 

“ One or more of the points of one or each of 
said discs, 36, may be omitted to indicate the places 
where the divisions of the strip should subsequently 
be effected, if such should be required to be done be¬ 
fore development of the latent photographic repre¬ 
sentations obtained.” 

Here the absence of one or more of the perforations is 
directed to be used as a visual mark to guide the photog¬ 
rapher in cutting the strip between pictures if cutting is 
desired. Figure 2 shows that the pins or points are evenly 
spaced, and are numerous, and are small or fine. But 
claim 2 of 12,192 is not limited to any particular size or 
number of perforations. Armat, for complainant, says 
that the Greene and Evans film is advanced “ by frictional 


38* 


Greene and Evans. 


means” (p. 274), but he has overlooked the “points ” of 
the discs, 36, and their operation. He is simply mistaken. 

The Greene and Evans specification speaks of the strip 
as “the sensitized strip” (p. 3, lines 16, 18, 30, 38, etc). 
At page 3, line 48, it is spoken of as “any definite length 
of sensitized paper or the like.” 

As we have seen, sensitized paper strips were known in 
the art that were transparent or translucent. For ex¬ 
ample, Potter in 390,396 (p. 1, line 39) stated: 

“ Any transparent or translucent and flexible 
substance may be used for the band, such as paper, 
treated in well known ways, or collodion or other 
cellulose compounds.” 
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DISTRICT OF COLUMBIA, 

October Term, 1912, No. 2400. 

CHICAGO FILM EXCHANGE, 

Defendant-Appellant 

vs. 

MOTION PICTURE PATENTS COMPANY, 

Plaintiff-Appellee. 


BRIEF FOR PLAINTIFF-APPELLEE. 

Statement. 

This is an appeal from a decree in favor of the plaintiff 
in a suit, in equity, brought by the Motion Picture Patents 
Company, a New Jersey corporation, against the defendant, 
Chicago Film Exchange, an Illinois corporation, doing busi¬ 
ness in the District of Columbia, for infringement, in the 
District of Columbia and elsewhere, of reissued patent No. 
12,192, granted to Thomas A. Edison, January 12, 1904, for 
a Kinetoscopic Film, or what has come to be popularly 
known as a Motion Picture Film. Claim 2 is in issue. 

The bill, which is in the usual form, sets out the invention 
by Mr. Edison of the subject-matter of the patent in suit, 
the steps taken to secure protection for the same by patent, 
the final grant of the patent, and the title of the plaintiff 
thereto; and then charges the defendant with having in¬ 
fringed the patent, and prays for an injunction and an ac¬ 
counting against it. 
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The defendant filed an answer setting up, among other 
defenses, that the patent in suit is void, as a reissue, for a 
number of reasons; that the subject-matter of the patent 
was not first invented by Mr. Edison, but was known to and 
used by certain enumerated persons before his invention 
thereof, and was patented or described iu prior patents or 
printed publications before Mr. Edison’s alleged date of in¬ 
vention, twenty United States patents, twenty-three British 
pateuts, eleven French patents, one Belgian patent, and 
thirty prior printed publications, being cited in support of 
the last-named defense. The answer also denied infringe¬ 
ment. 

After the cause was put at issue by the tiling of a repli¬ 
cation, the plaintiff offered in evidence its reissued patent, 
proved its title thereto, proved the sale by the defendant of 
the article alleged to be an infringement of the patent, and 
rested. 

Plaintiff in its pritnu facie case did not call an expert 
witness to explain the patent in suit, as that document was 
itself clear and unambiguous, and needed, under the au¬ 
thorities, no such explanation,* but did call a witness to 
prove the sale by the defendant of the infringing article 
complained of, which witness did, during his cross-examina¬ 
tion and re-examination, qualify as an expert and explain 
clearly the structure and characteristics of the defendant’s 
article and establish its identity with the article set forth 
in plaintiff’s patent. 


♦Beale vs. Spate, 74 Fed., 869. 

Sugar Appts. vs. Yawman Mfg. Co., 43 Fed., 140. 

Hardwick vs. Mosland, 71 Fed., 889. 

McDowne vs. Kurtz. 77 Fed., 206. 

• American Linoleum Mfg. Co. vs. Nairn Linoleum Co., 44 Fed., 755. 
Freeae vs. Swartchild, 35 Fed., 141. 

Hayes vs. Bickelbaupt, 23 Fed., 183. 

Sterling vs. Rust Boiler Co., 144 Fed., 849. 

Boyce Bros. Co. vs. Seneca Glass Co., 140 Fed., 161. 

Macomber’s Fixed Law of Patents, p. 358, title “ Experts.” 


Plaintiff % prim a facie case being closed, defendant offered 
in evidence as pateuts and publications anticipatory of the 
patent in suit two French patents, twenty-one United States 
patents, twenty-three British patents and one printed pub¬ 
lication, subsequently adding another French (Reynaud) 
patent and seven additional United States patents (Defend¬ 
ant’s Exhibit Additional Feed Patents). 

No witness was called by defendant to explain these prior 
patents and publications thus . set up in defense, and the 
plaintiff might perhaps have ignored them entirely, relying 
upon what was ruled in Waterman vs. Shipman et al., 55 
Fed., 982, 987, where Judge Wallace, speaking for the Cir¬ 
cuit Court of Appeals for the Second Circuit, said: 

“ To sustain the defense of want of novelty the 
defendants have set up in their answer, and offered 
in evidence, a large number of patents prior in date 
to those of the complainant. In the absence of any 
expert testimony to explain these patents, or indicate 
what they contain tending to negative the novelty of 
the complainant’s patents, we do not feel called upon 
to examine them. There may be cases in which the 
character of the invention has so little complexity 
that such expert testimony is not necessary to aid 
the court in understanding whether one patent or 
several pateuts, considered together, describe the 
devices or combinations of devices which are the 
subject matter of a subsequent patent, but this is not 
one of them.” 

See, also, 

General El. Co. vs. Germania El. Co., 174 Fed. t 
1013-1015. 

Putnam vs. Van Hofe, 6 Fed., 897-902. 

Fay vs. Mason, 127 Fed., 325-333. 

Banbow-Brammer Mfg. Co. vs. Heffron-Tanner 
Co., 144 Fed., 429. 

Bell vs. MacKinnon, 149 Fed., 205. 

Stafford vs. Morris, 161 Fed. 113. 

Office Specialty Co. vs. Winternight & Cornyn 
Mfg. Co., 67 Fed., 928. 

Charmbury vs. Walden, 141 Fed., 373. 
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Plaintiff, however, in rebuttal, put on the stand Mr. 
Thomas Armat, of Washington, D. C., an expert highly 
skilled in the motion picture art, and had him thoroughly 
analyze and explain each of such prior patents and publica¬ 
tions and point out the differences between them and the 
invention of the patent in suit. Whereupon defendant 
came in and forgetting that it had waived its opportunity 
to have such patents and publications explained by an expert 
of its own selection when they were first offered in evidence, 
claimed the right to offer such expert evidence in sur- 
rebuttal, which contention the court very properly overruled 
(p. 774). 

Defendant also moved to be allowed to introduce certain 
other evidence in sur-rebuttal, claimed to be newly discov¬ 
ered, which motion the Court below also overruled (pp. 
774-787). 

The case was elaborately argued on its merits before his 
Honor Justice Stafford in June, 1911, and was held under 
advisement by him till the 23d day of December, 1911, 
when a decree was entered by him in favor of the Plaintiff 
on all points (p. 787). 

At the time of enteriug the decree, Justice Stafford ex¬ 
plained orally to Counsel that the reason why he did not 
wait to write and file a written opinion was that by so 
doing he might further jeopardize a possible right of ap¬ 
peal to the Supreme Court of the United- States under the 
new Judicial Code which was to go in operation on Jan¬ 
uary 1st, 1912. 

The decree entered adjudged that the reissued patent in 
suit is valid as to its second claim—the only claim in issue ; 
that the Defendant had infringed the same ; that an injunction 
should issue against the Defendant prohibiting the further 
manufacture, use or sale by it of infringing motion-picture 
films ; aud referred the cause to the Auditor to take and 
state an account of the profits and damages found to be due 
the Plaintiff (p. 786). 
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The Assignments of Error. 

The Assignments of Error relied upon by Defendant- 
Appellant assert that the Court below erred, first, in holding 
the second claim of the patent to cover patentable subject 
matter; secondly, in holding that the said claim was not 
barred by two years’ public use; thirdly, in holding that 
the Defendant had infringed said claim ; and fourthly, in 
refusing to allow the Defendant to take surrebuttal tes¬ 
timony. 


The Issues. 

The subject matter of the patent in suit is a “ kineto- 
scopic film ” and its essential characteristics are pointed 
out very specifically in Claim 2 in issue, which is a narrow 
claim carefully drawn to define exactly those characteristics 
which have enabled the film, just as it is described in the 
patent, to become the one commercially successful and 
usable film employed in the extensive and growing art of 
taking and exhibiting moving pictures. 

The defense of invalidity is two-fold; first, that although 
there is nothing in the prior art absolutely anticipating the 
film of the Edison patent in suit, the prior art is so sug¬ 
gestive that it required no invention to produce the film ; 
and second, that the file-wrappers and contents of the orig¬ 
inal patent and two re-issues show circumstances and condi¬ 
tions which render the patent in suit void. 

This last is a technical defense and seeks to deprive 
Edison of his brilliant invention because of the history of 
his efforts to secure patent protection for the same. We 
submit that, under the law, there is no foundation for this 
defense. 

The defense of non-infringement was offered in the lower 
court with no great seriousness, and it cannot be denied 
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that the claim if valid reads specifically on the film of the 
defendant and, as we shall show, the defendant’s film clearly 
embodies the full substance of Edison’s invention. 


Edison's Invention. 

The invention set forth and claimed in the patent in suit 
together with its related inventions of the camera by which 
the pictures are taken on the film and the machine by 
which the pictures on the film are projected on to the 
screen give a happy illustration of the brilliant inventive 
genius of Thomas A. Edison. He entered a field in which 
he had been preceded by many other inventors who had in 
view apparentlj T the same object—that is, of reproducing 
animated scenes before the eye of the observer so that the 
object would appear to be in actual motion. 

Other iuventors had failed to accomplish this object in 
any practicable way and we shall show that their failure 
was due primarily to the fact that they had no conception 
of the right kind of a film. Their suggestions were without 
practical result and largely because the types of films and 
plates which they thought of and with which they worked 
were wrong in principle and could not be used practically. 
The best proof of the futility and failure of all who worked 
on the matter before, is clear from the fact that Edison’s 
invention created the practical and commercial art of the 
exhibition of moving pictures. As defendant’s brief con¬ 
cedes “ Edison was a pioneer in the business ” (p. 47). 

Edison attacked the problem in the year 1889, analyzed it 
correctly, saw exactly that there was needed to make the taking 
and exhibition of moving pictures a success a film of certain 
precise and exact characteristics never before correlated to¬ 
gether in the prior art. In the summer of 1889 he suc¬ 
ceeded in obtaining a film of the exact characteristics of the 
film described in his patent on which the art of “ moving 



pictures” is founded. The machine bj means of which he 
made this patented film though perhaps crude in its mech¬ 
anism, was in all essential respects the same machine as is 
now employed for taking the negatives of moving scenes all 
over the world. 


Re-Issue Patent in Suit. 

Taking the patent in .suit (reissue No. 12,192) we find the 
object of the invention to be stated as follows: 

Page 1, line 9 : 

“ The purpose I have in view’ is to produce pictures 
representing objects in motion throughout an ex¬ 
tended period of time which may be utilized to ex¬ 
hibit the scene including such moving objects in a 
perfect and natural manner by means of a suitable 
exhibiting apparatus, such as that described in an 
application filed simultaneously herewith (patent No. 
493,426, dated March 14, 1893). 

“ I have found that it is possible to accomplish 
this end by means of photography.” 


A general description of the apparatus and appliances 
necessary for the accomplishment of the object in view is 
then given. 

Page 1, line 20 : 

“In carrying out my invention I employ an appa¬ 
ratus for effecting by photography a representation 
suitable for reproduction of a scene including a mov¬ 
ing object or objects, comprising a means, such as a 
single camera, for intermittently projecting at such 
rapid rate as to result in persistence of vision images 
of successive positions of the object or objects in mo¬ 
tion as observed from a fixed and single point of view, 
a sensitized tape-like film, and a means for so moving 
the film as to cause the successive images to be re- 
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ceived thereon separately and in single-line sequence. 
The movements of the tape film are intermittent and 
it is preferable that the periods of rest of the film 
should be longer thau the periods of movement. 

“ By taking the photographs at a rate sufficiently 
high as to result in persistence of vision the developed 
photographs will wheu brought successively into view 
by an exhibiting apparatus reproduce the movements 
faithfully and naturally. 

“ I have been able to take with a single camera and 
a tape film as many as forty-six photographs per sec¬ 
ond, each having a size measured lengthwise of the 
tape of one inch, and I have also been able to hold 
the tape at rest for nine-tenths of the time ; but I do 
not wish to limit the scope of my invention to this 
high rate of speed nor to this great disproportion be¬ 
tween the periods of rest and the periods of motion, 
since with some subjects a speed as low as thirty 
pictures per second or even lower is sufficient, and 
while it is desirable to make the periods of rest as 
much longer than the periods of motion as possible 
any excess of the periods of rest over the periods of 
motion is advantageous.” 

The reason for the longer interval of rest of the film is 
explained later in the specification as follows : 

Page 2, line 63 : 

“ The longer interval of rest of the film insures a 
good impression of the object projected thereon and 
results in a picture having clean and sharp lines, since 
the film has sufficient time to become steady and 
overcome the vibration caused by the sudden and 
rapid motions of the feed mechanism.” 

Edison’s scheme is thus plainly indicated. He passes a 
long sensitized tape-like film intermittently before a single 
lens by a mechanism which holds the film at rest for the 
larger portion of the time taken in each successive oper¬ 
ation thereby giving sufficient time for the taking of an 
instantaneous picture of an object in motion by the use of a 
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suitable shutter. The movement of the film occupies the 
smaller portion of the time of each operation. 

The “ transparent or trauslucent tape-like film ” (p. 1, 
line 71) is “ several hundred or even thousands of feet long ” 
(p. 2, line 92). It is “ preferably of sufficient width to ad¬ 
mit the taking of pictures one inch in diameter ” (p. 1, 
line 76). 

It is provided with “ holes ” or “ perforations ” 4 (p. 1, 
line 89, see also Fig. 6) adapted to receive the teeth of feed 
wheels on a shaft which is rotated intermittently to give the 
required step by step feed to the film. 

The result is that the photographs on the film of the suc¬ 
cessive movements of the object in motion are: 

(1) “ Uniform having been taken by a single lens, the 
patent stating (p. 2, line 125) “ it will be observed that all 
the photographs on the film are taken through the same 
camera lens which results in such uniformity of photo¬ 
graphs as would be unattainable were the photographs 
taken through different lenses.” 

(2) “ Shurply-defined ,” because the film is at rest when 
the picture is taken instantaneously. 

(3) “ Equidistant ,” because the feed of the tape is the 
same between the taking of successive pictures. 

(4) The photographs are taken “ from a single point of 
view ,"—namely, from one lens. 

(5) “At rapidly recurring intervals of time " due to the 
power feed of the film. 

(6) The photographs are arranged “ in a continuous 
straight line sequence .” 

(7) They are “ unlimited in number , save by the length of 
film ,” and 

(8) They are “ sufficient in number to represent the move¬ 
ment of the object throughout an extended period of time" 

A positive and definite feed is necessary to get these re¬ 
sults, and an essential characteristic of the patented film is 
the feature of construction (the perforations rightly related 
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to the film) by which such positive and definite feed is 
made possible. 

All of these characteristics of the film are essential to 
commercial success in the exhibition of moving pictures. 
A film lacking in one or more of these characteristics could 
not be a commercial success and is not Edison’s film. 
Edison was the first person to obtain such a film and as 
such he was entitled to patent it. 

The claim on which the complainant relies is Claim 2 of 
the patent in suit which is as follows : 

“ 2. Au unbroken transparent or translucent tape¬ 
like photographic film provided with perforated edges 
and having thereon uniform, sharply-defined equi¬ 
distant photographs of successive positions of an 
object in motion as observed from a single 
point of view at rapidly recurring intervals 
of time, such photographs being arranged in a 
continuous straight line sequence, unlimited in 
number save by the length of the film, and sufficient 
in number to represent the movements of the object 
throughout an extended period of time, substantially 
as described.” 

Necessarily a large portion of the Edison patent in suit 
is taken up with the description of the mechanism of the 
camera by which the pictures having the necessary charac¬ 
teristics and arrangement are taken on the film. Although 
this mechanism is related to the invention covered by the 
above quoted claim in suit only in so far as the pictures on 
the film are taken by it, we will describe Edison’s apparatus 
briefly for the benefit of the court. 

In this apparatus the elements are enclosed in a box-like 
casing, from which light is excluded except through the 
the lens. Mounted in the camera is an ordinary adjustable 
camera lens, marked 33, fig. 2, by which images of a scene 
having moving objects and iucluded in the field of the lens 
will be projected on the long sensitized transparent or 
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translucent tape-like film 3, fig. 3. This film is carried 
on a reel located within the cylindrical box or case 1, the 
film being coiled in place, so that a great length thereof 
may be enclosed in a relatively small box. The free end of 
the film is connected to a corresponding reel in a cylindrical 
casing or box 2, so that by rotating the reel in the box 2 the 
film will be wound off of the reel in the box 1. The reel in 
the box 2, which we may call the “ take-up reel,” is rotated 
from a short counter-shaft by means of a belt, 17, and pulleys 
16 and 18, the latter driviug the shaft of the take-up reel 
through a slipping friction connection, so as to accommo¬ 
date the increasing size of the coil on the take-up reel, and 
also to allow the tape-like film td be arrested for the taking 
of each photograph. The couuter-shaft from which the 
take-up reel is driven is rotated from the main shaft through 
bevel gears and said main shaft is illustrated as comprising 
an extension of the armature shaft of an electric motor, the 
speed of which is regulated by a centrifugal governor of a 
common type. 

In order that the film may be intermittently fed, posi¬ 
tively, regularly, evenly and very rapidly, without jarring, 
jerking, or slipping, and without abrasion or marring of the 
portion of the surface to be occupied by the picture, so as 
to produce sharply-defined equidistant negatives which can 
be printed from and reproduced as a whole without rear¬ 
rangement, a very ingenious feed and escapement mechan¬ 
ism is provided (tigs. 3 and 4). This escapement mechan¬ 
ism comprises essentially two toothed disks 23, 25 arranged 
at right angles, the teeth of one of said disks 23 successively 
engaging the flat face of the other disk 25, but passing from 
out of such engagement through notch 27 in said other disk 
25. By this meaus it is possible to effect a very rapid in¬ 
termittent movement of the feed shaft 6 from which the 
proper intermittent movement is communicated to the film 
itself by the teeth of the wheels 5 on shaft 6, engaging with 
the holes 4, in the film 3. 
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The patent, however, states (page 1, lines 84 el seq.) that, 
with a narrow film, “ it is not essential to use two rows of 
perforations and two feed wheels, one feed wheel being suf¬ 
ficient.” By engaging the feed wheel or feed wheels posi¬ 
tively within the film, and by causing said feed wheels to 
partake of an intermittent movement, and further, by driv¬ 
ing the take-up reel through a friction connection, the film 
will travel with a positive, intermittent movement with 
respect to the camera lens, successive portions of the film 
being brought into a position to receive the image projected 
by the lens, the movement of the film being momentarily 
and positively arrested for the taking of each photograph 
and being then positively fed forward again so that a new 
portion thereof will be brought into position to receive the 
next image projected by the lens. These stopping and 
starting movements of the film take place with the greatest 
rapidity, the patent stating (page 2, line 53): 

“ I prefer to so proportion the parts above de¬ 
scribed that the wheel 23 is at rest for nine-tenths of 
the time in order to give to the sensitized film as 
long an exposure as practicable, and is moving for¬ 
ward one-tenth of the time, and said forward move¬ 
ment is made to take place thirty or more times per 
second, preferably at least as high as forty-six times 
per second, although the rapiuity of movement or 
number of times per second may be regulated as 
desired, to give satisfactory results.” 

With the extreme figures given by the patentee, the feed¬ 
ing movement will thus take place in one-four-hundred-and- 
sixtieth of a second. In order that the successive photo¬ 
graphs of the scene may be projected on the tape-like film 
during the intervals of rest of the latter, it is necessary that 
light should be admitted to the film only during its periods 
of rest, and be excluded therefrom during the periods of 
movement. The patentee, therefore, makes use of a shutter 
interposed between the film and the lens, and operated at 
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proper relative speed, so as to admit and exclude light from 
the film at the proper time. In figure 5 of the drawings is 
shown a shutter comprising a disk, 31, mounted on the main 
shaft, and having a series of six elongated slots through 
which light will be admitted to the film. 

By this means Edison obtained a negative film, which 
was then treated for development and fixing the photo¬ 
graphs. 

From these negatives positives are taken likewise on 
transparent or translucent tape-like films, having perfora¬ 
tions in their edges just like the negative film, and by 
means of a suitable exhibiting apparatus in which the film 
is engaged bv feed wheels having teeth projecting into 
these perforations and is intermittently fed by an escape¬ 
ment mechanism having the same general mode of operation 
as that of the taking apparatus already described, the pict¬ 
ures on the film are successfully exhibited on a screen. 

As is known to those who have witnessed the exhibition 
of such pictures, the effect to the eye is startlingly realistic, 
the movement of the moving object or objects being faithful 
and lifelike. 

The success of the exhibition is due to the character of 
the film, that it is tape like or flexible, unbroken, trans¬ 
parent or translucent and is provided with perforations 
whereby the positive intermittent feed is secured, and to the 
perfect character and arrangement of the photographs on 
the film, which the patent emphasizes. 

All the characteristics of the film and of the photographs 
on the film and their arrangement co-operate and contribute 
to the one single result of the successful exhibition, and 
Edison’s invention resides in their combination in one film. 
No one before Edison had ever thought of such a film. 

It is essential, of course, that the pictures shall be taken 
with rapidity. To accomplish this a transparent or trans¬ 
lucent film bearing a sensitized surface must be provided. 
This film must be flexible and tape-like that it may be wound 
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on aud unwound from reels ; that it may be rapidly moved 
past the lens in the taking of pictures or past the exposure 
opening of the exhibiting machine in the exhibition of pict¬ 
ures ; that it may be rapidly started aud stopped ; that it 
may have positive feeding perforations in its very structure, 
near its edges, out of line with the portion occupied by the 
pictures, for the positive engagement of the teeth of the 
positively acting feed wheels during the starting and 
stopping operations, such perforations also serving to co¬ 
operate in the uniform and accurate spacing of the pic¬ 
tures imposed upon the film, and by their engagement with 
the feed wheels preventing positively any lateral vibration 
or wobbling of the film during the taking and exhibiting 
operations. It is also essential that the pictures on the 
film shall be sharply defined, which can only be accom¬ 
plished by taking them by means of a single camera from a 
single point of view. It is also essential that the pictures 
shall be taken in a straight line sequence as well as rap¬ 
idly, which can only be accomplished by passing the film 
strip rapidly past the single lens of a single camera by pos¬ 
itive feed means that compels the film to run true. It is 
also further essential, in order to fully realize the object in 
view, that the film having the pictures thus rapidly im¬ 
posed upon it in straight line sequence in the manner indi¬ 
cated shall be of such length as that the pictures thus rap¬ 
idly taken upon it or exhibited from it shall be sufficient in 
number to represent the movements of moving objects 
through au extended period of time. 

In a word, the film produced by Mr. Edison and de¬ 
scribed minutely and with accuracy in his patent represents a 
practical embodiment of all the elements necessary to a 
complete aud perfect practice of the motion-picture art as 
we know it to-day. No detail seems to have escaped him ; 
no problem growing out of the largest conception of the 
taking and exhibiting of photographs of moving objects in a 
life-like and natural manner seems to have baffled his solu- 


tion. In saying this, we do not mean to say that Mr. Edi¬ 
son, in the patent in suit, foreclosed all further improve¬ 
ment in his camera and in his exhibiting machiue, but we do 
say that this record fully proves that he did supply all of 
the fundamentals of the film that is used in the art as prac¬ 
ticed today. 


What Preceded Mr. Edison’s Invention. 

The numerous prior patents and publications offered in 
evidence by the defendant as constituting anticipations of 
Mr. Edison’s invention are fully discussed in detail by 
plaintiffs expert, Mr. Armat, in his rebuttal deposition (pp. 
254-278) and we will refer at length to those only which 
may be regarded as representing the high-water mark in the 
prior art. 

Before doing this, however, we would remind the court 
that to defeat a patent by a prior patent or publication it is 
necessary that the description of such prior patent or pub¬ 
lication shall contain a substantial disclosure of the patented 
invention in such full, clear and exact terms as to enable 
any person skilled in the art or science to which it apper¬ 
tains to make, construct or produce the invention. 

It must be an account of a complete and operative inven¬ 
tion, capable of beiug put into practical operation. 

Pettibone, Mulliken & Co. vs. Penn Steel Co., 
137 Fed., 730. 

Seymour vs. Osborne, 11 Wall., 516. 

Cohn vs. Corset Co., 93 IT. S., 366. 

Hanifen vs. Godshalk Co., 84 Fed., 649. 

Downtown vs. Yeager Milling Co., 108 tJ. S., 466. 

American Graphophone Co. vs. Leeds & Catlin 
Co., 170 Fed., 327. 

American Graphophone Co. vs. Leeds, 87 Fed., 
873. 

Chisholm vs. Randolph Co., 135 Fed., 815. 

Badische Anilin, etc., vs. Kalle, 94 Fed., 163. 
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Bowers vs. Bridge Co., 91 Fed., 381. 

Keasbev & Matteson Co. vs. Philip Carey Mfg. 
Co., i39 Fed., 571. 

Powder Co. vs. Parker, Fed. Case No. 625. 

Burdon Wire <fc Supply Co. vs. Williams, 128 
Fed., 931. 

Eames vs. Andrews, 122 U. S., 40. 

In Seymour vs. Osborne, supra , the rule was laid down 
by the Supreme Court, as follows: 

“ Patented inventions cannot be superseded by the 
mere introduction of a foreign publication of the 
kind, though of prior date, unless the description and 
drawings contain and exhibit a substantial represent¬ 
ation of the patented improvement, in such full, clear 
and exact terms as to enable any person skilled in the 
art or science to which it appertains to make, con¬ 
struct and practice the invention to the same practi¬ 
cal extent as they would be enabled to do if the in¬ 
formation was derived from a prior patent. 

“ Mere vague and general representations will not 
support such a defense, as the knowledge supposed to 
be derived from the publication must be sufficient to 
euable those skilled in the art or science to under¬ 
stand the nature and operation of the invention and 
carry it into practical use. 

“ Whatever may be the particular circumstances 
under which the publication takes place, the account 
published, to be of any effect to support such a de¬ 
fense, must be an account of a complete and oper¬ 
ative invention capable of being put into practical 
operation.” 


The Zoetrope. 

In the prior patents set up by the defendant and in the 
deposition of plaintiff’s expert, Mr. Armat, as well, allusion 
is several times made to a kind of mechanical toy called a 
zoetrope, with which the court is probably familiar. Fear- 
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ing, however, that the court may possibly have forgotten 
about it, we venture to quote the following description of 
the appliance from Knight’s Mechanical Dictionary (1876), 
vol. 3, p. 2831: 

“ Zoetrope. This mechanical toy, like the thauma- 
trope, which amused the preceding generation, de¬ 
pends for its interest upon the constancy of visual 
impressions. It consists of a rotating drum, open at 
the top, in which, around its inner periphery, are 
placed strips of paper having figures of men, ani¬ 
mals, etc., in varying positions. By turning the 
cylinder, the images are seen through slots in its 
upper side, giving the effect of action to the figures. 
For instance, a porpoise is represented in perhaps a 
dozen different positions. The turning of the drum 
brings into view, in rapid succession, the varying 
positions of the fish until they blend into a perfect 
image full of motion and operating to simulate the 
natural action of the animal. A man sawing wood, 
an animal kicking, a clown jumping through a hoop, 
an acrobat playing with clubs, are thus shown in ap¬ 
parent motion. 

“ It is described in a paper by W. G. Horner in 
the Philosophical Magazine, January, 1834, on the 
‘ Properties of Diedaleum, a New Instrument of Opti¬ 
cal Illusion.* See also Lincoln’s patent No. 64,117, 
April 23, 1807. 

“ Its action depends upon the persistence of visual 
impressions. It is a cylinder rotating on a vertical 
shaft, and having vertical slits in the sides through 
which are viewed the pictures which are on strips 
placed around the inside of the cylinder. The vision 
is interrupted by the spaces between the embrasures, 
and the object consists of a figure or group, in a 
series of successive attitudes, which, viewed con¬ 
secutively, without appreciable interval, appear as a 
moving object.” 

It need only be said of the zoetrope that the series of 
pictures, were not photographs of an object or objects in 
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motion but were pictures drawn by hand on the paper strips 
used and represented different postures or poses of the given 
object; and when these pictures were exhibited in rapid 
succession they gave an illusion of motion which, though 
relatively jerky and clumsy, was very amusing. 


The Reynaud Patents. 

The British patents to Reynaud, No. 4244, of 1887, p. 
872, and No. 2295, of 1889, p. 900, and the French patent 
to Reynaud, No. 194,482, of January 14, 1889, p. 781, are 
for improvements upon the zoetrope. Instead, however, of 
employing a slitted cylinder with a continuous picture strip 
on the inside thereof and directly viewing the pictures, as 
iu the old-fashioned zoetrope, Reynaud proposed to view 
the picture strip by reflection in a series of mirrors 'or re¬ 
flecting surfaces arranged within the cylinder, and in order 
to increase the number of pictures exhibited he employed 
a continuous picture strip of indefinite length coiled upon 
one reel and passed thence over the viewing cylinder and 
thence to another or winding reel. 

In his British patents Reynaud describes the pictures 
as applied to the strip by hand drawing, but iu his French 
patent he says : 

“ The poses which are produced upon it can be 
drawn by hand, or printed by any process of repro¬ 
duction in black und white, or in colors, or obtained 
from nature by photography.” 

The allusion to photography as a means of securing the 
pictures could only mean that he proposed to take separate 
photographs of different postures or poses of the thing de¬ 
sired to be portrayed, and then afterwards applied them to 
the picture band for exhibition purposes in the same way 
that hand-drawn pictures or printed pictures were applied. 
Certain it is that there is no suggestion of taking a series of 
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pictures of moviug objects while in motion, nor of any com¬ 
petent apparatus for doing so. The picture band is, it is 
true, provided with a line of perforations for co-operating 
with pins on the exhibiting cylinder, but in no other respect 
does it bear any similarity at all to Mr. Edison’s motion- 
picture strip and nothing in any one of Raynaud’s patents 
suggest even remotely, any such film as that of the patent 
in suit. 


The DuCos French Patent. 

The patent to which the defendant gives the most 
emphasis as foreshadowing Edison’s invention is the French 
patent to Louis A. DuCos, No. 61976, dated March 1, 1864 , 
with its certificate of addition of the same year, the text 
of which is not printed iu the record. 

The Ducos’ original and additional patents, while sug¬ 
gesting several kinds of apparatus for takiug and exhibiting 
pictures, do not describe even in the most vague way a film 
having the characteristics of Edison’s film in suit. As we 
shall see when discussing these patents more in detail, 
Ducos, in his certificate of addition, makes some sugges¬ 
tions as to the taking of a series of pictures on a continu¬ 
ously moving non-transparent band covered with sensitized 
paper, which is not Edison’s translucent or transparent 
film at all. These suggestions are absolutely impracticable, 
and could not and did not lead to any practical results in 
the art of taking pictures. 

An important fact to remember is that DuCos was deal¬ 
ing with the art of photography in the year 1864, when no 
dry plate or film had been invented by which instantaneous 
photographs of objects in motion could be taken. This is 
conceded by the defendant, who states in his brief, page 
21 *: 

“ At that time (1864) the art of photography was 
not developed to the extent to which it has now been 




carried. The modem rapid dry plate sensitized with 
bromide of silver in a gelatine emulsion had not 
been perfected, and the most rapid medinm then 
practical was what is known as the collodion wet 
plate, much more sensitive than the dry plate.” 

Defendant’s brief on the same page also states : 

** Nowadays the dry plate is made many times 
more sensitive than the old collodion wet plate, and 
its use is not only attended with greater simplicity, 
but also far greater rapidity of action.” 

Here, therefore, we have the well-known fact distinctly 
admitted that in 18H4, the date of the DuCos patents, the 
dry plate was not as sensitive as the wet plate of that date, 
and the latter was not as sensitive by “ many times ” as 
the modem dry plate or film.* 

The plates of his day were so relatively slow that w here 
a rapidly moving object, such as a dancing girl, was at¬ 
tempted to be photographed while in motion, such object 
would have moved through several different positions be- 


* “ Advance of Photography.—From what has been written it will be 
seen that the progress which has been achieved in photography during 
the brief half century of its existence has been mainly in the direction of 
rapidity. It is not so much that we take better photographs in 1887 than 
in 1839, as that we take them in a fraction of the time then required. The 
following table shows this very clearly : 


Proce m. 


Date of Discovery. 


Time 

Required. 


Heliography. 

Daguerreotype. 

Calotype. 

Collodion. 

Collodion Emulsion Dry Plates 
Gelatine Emulsion. 


1827.. .. 6 hours 

.1839.30 minutes 

1841. 3 minutes 

1851.10 seconds 

1864..15 seconds 

.1878. 1 second n 


A History of Photography by W. Jerome Harrison F. G. 8. New 
York. 1887. 
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fore any clear impression of any one position was made 
upon the plate, and the result was that a length of exposure 
great enough to make any clear impression would include 
impressions of several positions of the moving object, and 
the photograph produced would be a jumble of impressions 
of many positions, and nothing clear or sharply defined. 

Bearing in mind, therefore, that DuCos was dealing with 
photographic plates, on which instantaneous photographs 
could not be taken, it will be readily seen that in neither 
DuCos’ original patent nor in his patent of addition is there 
described or suggested even iu the most vague way a film 
having the characteristics of Edison’s invention in issue. 

The apparatus of the original Du Cos patent provides 
means for taking a large number of small pictures (290) on 
a single photographic plate. The pictures would be ar¬ 
ranged on the plate as shown by the small circles in Fig. 2 
of the patent (page marked “ 1295 The means by which 
these pictures are taken is shown in Fig. 3 (p. “ 1295 ”) and 
consist of an opaque band which is wound vertically from 
roller C to roller C' and is provided with small holes in 
oblique lines. Another opaque band provided with a longi¬ 
tudinal slit a , 5, c , d , is wound vertically and slowly from 
roll D on to roll D' so as to come opposite successively 
each horizontal row of holes in the plate carrying the ob¬ 
jectives or lenses. As the opaque band with the diagonal 
holes is moved across the face of the camera each hole 
comes in succession opposite one of the objectives in the 
exposed row, and the picture is taken thereby. After all 
the pictures in the one row are taken, the second opaque 
band is moved down to bring the slit a, b y c y d opposite the 
second row of objectives, and the continued movement of 
the first opaque band causes pictures to bo taken in the 
reverse direction across the plate, and so on. 

The result would be a plate (not a film) having on it a 
series of pictures in horizontal rows, tne first row running 
in one direction, the second row in the opposite direction, 



22 


and so on. This photographic plate with the pictures so 
arranged thereon of course bears no resemblance to the 
film of the patent in suit, and there is apparently no con¬ 
tention that the DuCos original patent is of any value as an 
anticipation. 

Da Cos Certificate of Addition. 

In the certificate of addition Du Cos discloses an appa¬ 
ratus which consists of a number (8) of lenses mounted on 
their edges in an upright position on plates secured to an 
endless band of fabric which passes horizontally over a pair 
of supporting rollers D, D l . These lenses, as they travel, 
pass a slit or aperture E. 

The figures of the Certificate of Addition show an appa¬ 
ratus intended only for the exhibition of pictures pasted on 
a band of paper or fabrie , which is mounted on two rolls 
C, C 1 , whose axes are vertical, each of which is provided 
with a handle for turning it by hand. The patent refers to 
this baud as 

“ the band of paper or of fabric upon which are pasted 
the pictures .” 

When the handle on the take-up roll is turned by hand, 
the picture-carrying band is drawn on to this roll from the 
other roll, at a comparatively slow rate of speed, and the 
pictures come in succession before the opening E to which 
would be applied the eye of the observer. 

The picture-carrying band has pins projecting down from 
it, which catch pins projecting laterally from the lens-carry¬ 
ing band, so that, as the picture band is carried along, the 
lens band is also moved at the same speed. 

Apparently for the purpose of making the exhibition of 
the pictures continuous, the patent states : 

“ The size of the lenses should be such that at the 
moment when two consecutive plates are located in 


the same horizontal plane, the two lenses which are 
fitted thereto are nearly or quite in contact with each 
other.” (See Fig. 5.) 

Under the heading “ Projection of the Magnified Images 
upon a Screen,” the patent suggests that: 

“ This result will be obtained by enclosing the 
apparatus in a box or camera having an opening sit¬ 
uated at the same point as the opening in an ordi¬ 
nary apparatus. The pictures being strongly illumi¬ 
nated, their impressions will be projected by the 
action of the lenses upon a screen exposed to the 
view of a large number of people.” 

There is no drawing of this box or camera, and its con¬ 
struction is left wholly to the imagination. The “ box or 
camera” is certainly not a magic lantern, because it is sug¬ 
gested merely that the pictures be “ strongly illuminated,” 
not that light be thrown through them. 

As the part of the specification of the Patent of Addition 
which is important in this case is not printed in the record, 
we print it here in full : 

“ Obtaining the Pictures Themselves. 

“ The apparatus being as before, introduced into a 
camera, and receiving light through the opening, the 
position of which I have already indicated, all the 
lenses become so many objectives which project suc¬ 
cessively an impression upon the movable band, 
covered with sensitized paper. The lenses following 
accurately the movement of the band, each image 
will be delineated as clearly as if no movement 
existed. The objectives, either simple or double, 
will be framed each in a little box or camera sup¬ 
ported by the corresponding plate. To avoid the 
slight inequalities of movement resulting from the 
gear impairing the clearness of the pictures or 
negatives thus obtained, provision will be made so 
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that a tooth encounters a rod and leaves it only in 
the interval between the passage of two objectives 
before the opening, these latter being in consequence 
spaced and not juxtaposed as are the lenses of the 
apparatus which serves for exhibiting the positives 
of the pictures. 

“ If it be desired to operate by the wet method, 
recourse should be had to baths through which, by a 
mechanism which it is useless to describe, the band 
will pass before and after the action of the light. In 
this case the apparatus should be arranged in such a 
manner that the band moves vertically. 

“ This apparatus may really replace that which I 
have described in my first specification as being used 
for obtaining the negatives.” (Italics in text.) 

It is upon the disclosure in the above quoted matter that 
the defendant lays much emphasis in this case. 

We believe that a careful reading of this brief description 
coupled with au understanding of the drawings will show 
very clearly that DuCos had no conception of Edison’s 
film. 

In the first place, DuCos nowhere describes his “ mova¬ 
ble band,” on which he suggests that photographs might 
be taken, as translucent or transparent, but, on the contrary, 
it is plainly indicated throughout his specification that he 
is dealing with a band of fabric or of paper which is not 
translucent or transparent. 

The specification of the patent of addition states : 

“ The band of paper or of fabric upon which are 
pasted the pictures is wound, as in the apparatus, 
previously described, upon two cylinders C and C'. 
* * * In the space between one picture and the 

next, or even only between two pairs of pictures, there 
are applied and stitched to the band on the opposite 
side from the pictures vertical strips (Fig. 3) of box¬ 
wood, ivory, or metal, etc., which, extending below 
the band, form, at their lower portion, so many 
rounded teeth designed to mesh with rods of the 
little apparatus described below.” 
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Here DuCos’ baud is .plainly described as of poper or 
fabric, and the vertical feed strips are described as applied 
or stitched to it. These feed strips could be applied firmly 
euough only to fabric or some form of strong paper. 

In the meager description which DuCos gives of the 
“ Projection of the Magnified Images upon a Screen,” which 
we have quoted in full above, he makes it clear that he 
intended to throw a strong light upon the faces of the pic¬ 
tures, and had no thought of throwing light through the 
picture-carrying band, for all that he says is : 

“ The pictures being strongly illuminated their 
impressions will be projected by the action of the 
lenses upon a screen exposed to the view of a large 
number of spectators.” 

Under the heading “ Obtaining the Pictures Themselves ” 
DuCos describes the use of the same apparatus as he uses 
in projecting magnified images on the screen, and there 
refers to 


“ the movable band covered with sensitized paper." 

From the foregoing there can be no doubt that DuCos 
was dealing, not with a translucent or transparent film, but 
with a band of paper or of fabric, suitable for the attach¬ 
ment by stitching of feed teeth, and which was covered by 
sensitized paper. 

A fundamental characteristic of Edison’s film is that it is 
transparent or translucent, and the fact that DuCos no 
where describes or even vaguely suggests a transparent or 
translucent band is sufficient to eliminate the DuCos pat¬ 
ents as anticipations of Edison’s film. 

Moreover the DuCos band is not provided with perfora¬ 
tions ; but perforations are necessary for the positive inter¬ 
mittent feed which must be secured in order to obtain the 
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arrangement and character of the photographs on Edison’s 
film and the proper exhibition of the moving scene. 

The use of “ sensitized paper ” in no way implies the use 
of transparent paper. If it were desired to take positives 
from negatives on “ sensitized paper,” it could possibly have 
been done by stripping off the pellicle or skin impressed 
with the negative and printing positives from that; but this 
is not described. 

The defendant’s argument ou the DuCos patent of addi¬ 
tion seems to be that IF the proper kind of translucent or 
transparent film were used in the DuCos apparatus, the 
photographs taken would have the arrangement and char¬ 
acteristics of those of the Edison film. 

This argument assumes too much. DuCos had no con¬ 
ception of a translucent or transparent film. He had not 
even got so far as to think of taking instantaneous pictures 
of a moviug object, and that thought necessarily precedes 
the conception of the kind of film required for that purpose. 
DuCos, therefore, was very far removed from perceiving 
that a translucent or transparent film should be used in his 
apparatus, which he nowhere suggests. Edison, on the 
other hand, perceived that such a film was necessary. He 
went to Eastman, the film maker, told him what he wanted, 
and finally got it. The correct analysis of the problem of 
taking and exhibiting moving pictures, and its correct solu¬ 
tion, involving the perception that a translucent or trans¬ 
parent film capable of taking instantaneous clear-cut photo¬ 
graphs of a moving object would do the trick, were entirely 
Edison’s. DuCos never had the least conception, or made 
even the mere vague suggestion, of a translucent or trans¬ 
parent film on which to take pictures. 

Defendant’s argument is not only not permissible but it 
is unsound. 

The Du Cos apparatus is obviously incapable of taking 
the photographs which are present on Edison’s film. It is 
said that the lenses are spaced apart, but to what distance 



K 


27 

is not stated, only that they are “ not juxtaposed as are the 
lenses of the apparatus which serves for exhibiting the pos¬ 
itives of the pictures.” Without some means, such as an 
automatically-operated shutter like that afterward invented 
by Mr. Edison, for preventing the passage of the light 
through the aperture E and its striking against the film 
when no lens is before the apertnre, the apparatus could not 
take pictures at all, because the entire film would be light 
struck. 

Even if some unexplained means were employed to keep 
out this light, it is clear that the apparatus would be abso¬ 
lutely incapable of takiug moving pictures. No intimation 
is given of the speed at which the lens and picture films are 
to be moved, excapt that it must be slow, because the only 
means for turning the take-up roll is by hand. 

In fact, only a slow speed would be desirable at the date 
of the Du Cos patent, because there then existed no film or 
plate sensitive enough to take pictures without a compara¬ 
tively long exposure. 

If we make the assumptions (which are altogether too 
favorable to the DuCos apparatus), that ten pictures are taken 
in a second and that some means is provided for keeping 
the light away from the film when no lens is passing before 
the hole E and that the space between the consecutive lenses 
is equal to the width of each lens, we should then have an 
exp \ure for each picture of one-twentieth of a second. No 
such length of exposure could be used and result in sharply- 
defined pictures of a moving object. 

For example, a man walking at the slow speed of three 
miles an hour moves four and fourteenths feet a second, or 
a little over two and one-half inches in one-twentieth of a 
second. This shows that any exposure as long as one- 
twentieth of a second would be entirely too long for taking 
pictures of moving objects and if the DuCos apparatus 
were used to obtain pictures of moving objects the pictures 
would not be sharply defined, but the images of any object 
moving with any common speed would be entirely blurred. 
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The pictures taken by DuCos would not be sharply de¬ 
fined for the further reason that the lenses and the film are 
moving together at the same speed in the same direction 
and hence even if the object were stationary its image 
would not be clearly defined because the image in a par¬ 
ticular point in the field would vary with relation to the 
lens and to the portion of the film moving behind it. In 
order to take clearly defined pictures with moving lens and 
a moving film, the film should move at a different rate of 
spee4 from that of the lens, as Mr. Armat explains (p. 298, 
x-Q. 184). 

Another reason why the DuCos pictures would not be 
sharply defined is because of the peculiar way in which the 
pictures would be taken. This will be obvious to any 
skilled photographer and the reasons are as follows : 

The picture would be taken by a lens passing across a 
peep-hole E so that the light rays first pass through the 
leading edge of the lens and then through the body of the 
lens and finally through the opposite edge of the lens. 
Lenses, as is well known, are made always with their sur¬ 
faces ground in the form of the surface of a sphere. It is 
almost impossible to grind them in any other shape. It is 
a well known fact in photography that the light rays passing 
through the edges of a leus do not focus at the same point 
as the light rays passing through the center of leus, and 
this difference is known in photography as “ spherical 
aberration.” 

To avoid such spherical aberration it is the universal 
practice to make the hole through which the light passes 
to the lens so small that the light rays pass only through 
the central portion of the lens. This is called “ stopping 
down.” 

In the Edison apparatus only one lens is used and it is 
stationary and the light rays can be confined to its central 
portion thereby producing sharply-defined photographs. 

The DuCos apparatus must necessarily pass the light 
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through both edges of the lens and hence coaid not take 
sharply-defined photographs. 

The defendant argues that large lenses could be used and 
the edges trimmed off, but no suggestion of this sort is 
made by DuCos and thr defendant’s suggestion merely adds 
another modification which removes the DuCos apparatus 
and film one step further away from those of Edison. 

The pictures on the DuCos band would not be uniform 
because they would be taken not b\’ a single stationary 
lens, but by a number of moving lenses. 

Another reason why the photographs taken on the re¬ 
arranged DuCos apparatus would not be uniform would be 
due to the varying speed with which the film would be fed 
through the apparatus. Even if the rolls were not turned 
by hand but were mechanically operated, the size of the 
roll and, therefore, the speed of the film increases as the 
film is wound. This would make the time of exposure of 
each picture decrease as the taking of the photographs pro¬ 
gressed. The pictures would therefore lack such uniformity 
as would be obtained by a single lens exposed for each pic¬ 
ture, as in the Edison apparatus, for exactly the same length 
of time. 

Moreover, the DuCos film when completed would be ab¬ 
solutely unfit for the exhibition of photographs because no 
means is provided for the rapid, intermittent and exact feed 
of the film in the exhibiting apparatus. The film can be 
fed only by friction, and would, therefore, be liable to slip 
and the exhibition would not be a success. 

We submit that the apparatus described in the DuCos 
Certificate of Addition is so far removed from an apparatus 
capable of taking, on a film, pictures having the character¬ 
istics and arrangement of the pictures on Edison’s film that * 
further additions, changes and alterations would be re- * 
quired in the apparatus in older to obtain Edison’s film, as 
follows: 

(1) The addition of holes or perforations in the edges of 
the film. 
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(2) The addition of a feeding device having spurs adapted 
to enter these holes and to feed the film positively. 

(3) Some kind of a power driven contrivance for inter¬ 
mittently operating this feed wheel. 

(4) The elimination of seven of the eight DuCos lenses. 

(5) Securing the remaining DuCos single lens in a fixed 
position in front of the opening E. 

(6) The elimination of the interconnecting feed pins on 
the film and on the band carrying the leuses. 

(7) Some means for driving frictionally the roll on which 
the film is taken up (this could not be driven positively). 

(8) A suitable shutter mechanism. 

(9) Mechanical connections between the shutter mechan¬ 
ism and the tape feeding spur wheel to admit light only 
when the film was at rest. 

Not one of these changes, alterations and modifications 
is suggested by DuCos. 

The DuCos apparatus, therefore, could not produce a 
film having pictures on it of the character and arrangement 
of Edison’s picture, because— 

(1) It did not have a single stationary lens, but a battery 
of movable lenses. 

(2) It did not have a single sensitized, tape-like film sup¬ 
ported on opposite sides of and longitudinally movable with 
respect to the single lens and having an intermediate section 
crossiug the lens. It had no tape-like film at all. Not only 
had tape-like films not then been invented, but at that date 
(1864) photographic emulsions for the instantaneous taking 
of pictures had not been invented and seconds or minutes 
were required to take a single picture. 

(3) It had no feeding devices for positively engaging or 
seizing hold of a film and moviug it positively, regularly, 
evenly, and very rapidly, and with an intermittent motion, 
without jarring, jerking or slipping, and producing a nega¬ 
tive which could be printed from and reproduced, as a 
whole, without rearrangement to correct imperfect spacing 
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of successive pictures; but, on the contrary, it had only a 
band carrier, with slow photographic plates upon it, that 
moved continuously and not with an intermittent motion, 
that was not adapted to move at high speed ; that if it were 
or could be moved at high speed, the pins on it would strike 
the pins on the lens baud with percussive blows and cause 
the latter to overthrow for lack of positive engagement be¬ 
tween the parts, as by pins aud holes, and thus briug the 
whole or a part of a lens out of its order opposite the ex¬ 
posure opening, thereby producing unequally-spaced 
pictures. 

(4) It had no shutter at all, much less one that would ex¬ 
pose successive portions of a film during periods of rest only ; 
but the rays of light projected from the object being photo¬ 
graphed at all times fell upon the photograph surface, not 
only while snch surface was at rest but also while it was in 
motion, thus preventing the possibility of producing uni¬ 
form, sharply-defined pictures. 

(5) It had no picture strip that was complete in itself, as 
an article of manufacture, consisting of an unbroken trans¬ 
parent structure of tape-like form, having positive feed per¬ 
forations, bearing uuiform, sharply-defined equidistant pho¬ 
tographs of successive positions of an object in rnotiou, as 
observed from a single point of view at rapidly recuniug in¬ 
tervals of time, all arranged in continuous straight-line 
sequence, such as Edison provided ; but, on the contrary, 
it had ouly disconnected photographic plates, the pictures 
on which, for lack of positive connections between the two 
belts for preventing overthrowing, were liable to be not only 
not uniform but not equidistant ; photographs, too, that 
were not an integral part of their carrier, to be sold and 
dealt with as a whole, but that were applied to a carrier 
that remained an integral part of the machine, and could 
not be sold with the photographs without destroying the 
integrity of the machine. 

Mr. Armat, plaintiff's expert, points out in his answer to 
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Q. 48 (p. 257) some of the defects in the camera of the 
DuCos Certificate of Additiou, that would prevent the pro¬ 
duction of uniform, sharply-defined, equidistant photo¬ 
graphs, by means of it, tinder any circumstances (see, also, 
answer to x-Q. 184, p. 298). 

There is not the slightest evidence that the DuCos ap¬ 
paratus ever realized the expectations of its designer. The 
literature of the art has been explored by the defendant 
without finding a word indicating that any of his apparatuses 
was ever put into use. Nor has the defendant shown that 
the apparatus is capable of use. On the contrary, Mr. 
Arinat, plaintiff’s expert, as we have seen, gives many rea¬ 
sons why it could not be successfully used, even in the way 
stated by the patentee. 

From the foregoing discussiou it will be entirely clear 
that the statements in the defendant’s brief (p. 24) as to 
what DuCos taught the art are incorrect. 

DuCos did not teach the art “ to take a series of instan¬ 
taneous photographs of an object in motion one after the 
other in rapid succession, all from a single point of 
view,” because his photographs were not and could not 
have been instantaneous , and any effort on his part to take 
photographs of a moving object would have resulted only in 
a blur, due to the superposition of many images on the 
same plate. DuCos did not take his photographs in rapid 
succession, because he provided no mechanism by which hie 
band covered with sensitized paper could be rapidly fed, 
and, moreover, he possossed no sensitized paper on which 
pictures could have been taken rapidly in succession. 

DuCos did not teach the art to have a “ series a long and 
continuous one of indefinite number,” such as that of Edi¬ 
son. He could not take such pictures. 

DuCos did not teach the art “ to make positive trans- 
parancies from negative photogiaphs ” such as those on Edi¬ 
son's film , nor to exhibit such photographs in any way. He 
never could have taken the negative. 


' . ~ a-'" 'rrf'T' 




■>; \ ^r-sr^j ■■ r »■ ’ ~ 


33 

DuCo 8 did not teach the art to make the “ long series of 
positive photographs, a continuous straight line series equi¬ 
distant ou a tape or band,” having the arrangement and 
characteristics of Edison's photographs. His pictures would 
have none of those characteristics. 

DuCos did not teach the art “ to handle the band bv rol- 

•/ 

lers, to bring each picture in succession belore an exposure 
window, for reviewing purposes,” driven intermittently by 
power as Edison did. Such intermittent positive feed is 
necessary to commercial success. 

In fact, DuCos taught the art nothing useful or practical, 
and his vague suggestions have lain barren to this day. 


The Le Prince Patents. 

From 1864, when DuCos ceased his labors, till 1888, a 
period of twenty-four years, the motion-picture art stood 
still. Nothiug was done with it, nothing heard of it. In 
1888 Le Prince essayed to do something, or rather proposed 
to do somethiug, and took a patent in the United States, 
No. 376,247, dated January 10, 1888, p. 389, and an Eng¬ 
lish patent, No. 423, of 1888, p. 879, embodying his concep¬ 
tions. 

The Le Prince United States pateut (p. 389), can be 
easily disposed of. It shows and describes an apparatus 
for taking pictures on two moving films. Each film passes 
in a vertical path behind eight lenses, arranged in two rows, 
and is advanced intermittently. During this period of rest 
eight pictures, four in a row, are taken on the film in suc¬ 
cession. It is then advanced a certain distance, enough to 
present a new surface behind these eight lenses, and the 
operation of taking pictures is repeated. 

While one film is standing still and the pictures are being 
taken on it the film behind the other set of eight lenses is 
being moved. The idea of Le Prince was that by this 
means he would be able to take pictures of successive posi- 



tions of au object iu motion, half of which would be on 
one him and balf of which would be on another film. Even 
the pictures on one film would not be in a straight line 
sequence. 

The film of LePrince has practically none of the char¬ 
acteristics of the Edison film and each film considered 
separately would not have a series of pictures depicting the 
continuous successive positions of the object being taken. 

The film of LePrince is so entirely different from that of 
Edison that further discussion of it seems unnecessary. 

LePrince’s whole arrangement was complicated and im¬ 
practicable, and there is no evidence that his invention ever 
went into use or that it was capable of such use. Why it 
didn’t go into use is pointed out by Mr. Armat (p. 262)—it 
was not built on the right principle. 

Even had long strips of transparent film beeu available 
to Le Prince (and they were not, according to the evidence 
available till some time in August, 1889) he could not by 
any possibility have produced, by means of his apparatus, 
a picture strip like Mr. Edison’s. 

The British patent to LePrince No. 432 of 1888 (p. 879) 
describes the same apparatus and would need no further 
discussion except for the statement at the end of the speci¬ 
fication (p. 885) as follows : 

“ When the receiver is provided with only one 
lens, as it sometimes may be, it is so constructed 
that the sensitive film is intermittently operated at 
the rear of the said lens which is provided with a 
properly-timed intermittently operated shutter ; and 
correspondingly iu the deliverer when only one lens 
is provided the band or ribbon of transparencies is 
automatically so operated as to bring the pictures 
intermittently and in the proper order of succession 
opposite the said lens.” 

This statement could not have conveyed au adequate con¬ 
ception of the manner and means by which it was intended 
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to be carried out to any oue familiar with the art as it 
existed in 1888. 

The Court of Appeals for the Second Circuit in the case 
of Edison vs. American Mutohcope Company , 114 Fed. Rep., 
926, referring to this suggestion in the LePrince British 
patent states: 

“ The suggestion that one lens may be employed, 
implying of course the use of a single film, is quite 
enigmatical, and would seem to be impracticable 
without altering the principle of his apparatus. The 
problem of dispensing with the other lenses would 
involve changing the mechanism so as to secure a 
rapid movement of the film.” 

Mr. Armat disposes of the Le Prince British patent (p. 
265) : 


“ Q. 58. I will now ask you to examine British pat¬ 
ent No. 423 of 1888 granted to the same Le Prince, 
whose U. S. patent you have discussed in your last 
answer, and compare the apparatus and photographs 
therein described with the moviug picture strip of 
the second claim of the Edison patent in suit and 
state the result of such comparison. 

“A. I have examined the British patent referred 
to and find that it describes and shows all that is 
described and shown in the United States patent, 
with all the defects pointed out in my last answer, 
I find at the end of the specification a mere sugges¬ 
tion that sometimes a single lens might be employed 
but no mechanism of any kind whatever is described 
to show how such single lens might be employed and 
such suggestion conveys no idea to my mind nor do 
I believe it could convey any suggestion to any one 
else’s mind, as to how Mr. Le Prince proposed to 
construct an apparatus to be used with the one lens, 
nor what would be the product or result of the use 
of the single lens. There is an entire absence of de¬ 
scription of mechanism and no drawings of any kind 
or character indicating what was in Le Prince’s mind 
if anything in the way of mechanism.** 




— 
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Brooklyn Eagle Article, June 14, 1888. 

This article (p. 461) taken from a paper read by Mr. 
Levisou before the Brooklyn Academy of Amateur Pho¬ 
tographers, is merely a sketchy suggestion of what might be 
done if one knew how to do it, without pointing out defi¬ 
nitely how an apparatus could be constructed or anything 
definite as to what was essential in the negative to be pro¬ 
duced or the positive to be exhibited. 

The article first states that the author had made a camera 
“ for taking a number of pictures in rapid succession on 
separate dry plates” which were “ carried in compartments 
on a polygonal wheel, which is caused to move onward and 
rest by a peculiar screw motion, and ou each rest au electro¬ 
magnet actuated by a suitable battery operates the shutter 
and exposes the plate, then in proper position before the 
lens.” 

This succession of plates of course is very far from 
Edison’s film. The article states that three pictures were 
considered sufficient for the trial but that twelve plates 
might have been used. 

He then suggests that the mechanism could be employed 
to operate a continuous strip of paper or a film carrier. No 
further explanation of the apparatus is given, and it is ab¬ 
solutely impossible to tell from the description how the ap¬ 
paratus is intended to operate. For the same reason the 
character and arrangement of the photographs proposed to 
be takeu on the strip of paper or film carrier cannot be de¬ 
termined. The article is altogether too indefinite to be an 
anticipation. 

Mr. Armat testified (p. 277) : 

“ Q. 73. Will you please now examine the copy of 
the article iu the Brooklyn Eagle, of June 14, 1888, 
offered by the defendant in this case as Defendant’s 
Exhibit Brooklyn Eagle Article and state what you 
find is shown and described therein and compare the 


i 
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same with the Edison motion picture him set forth 
in the second claim of the patent in suit? 

“ A. The article in question is entirely devoid of 
any drawings of any description. The article first 
states that glass plates are to be employed in an ap¬ 
paratus concerning which no details are given and as 
to which the article states in terms that no details 
are described. There is a suggestion at to the use of 
Eastman’s paper, but this suggestion is not accom¬ 
panied w r ith any drawings or description for utiliz¬ 
ing it. The author states that he is informed that 
Eastman’s paper is furnished in rolls sufficient for 
taking one hundred pictures, which, in his words, is 
‘ as many as any application of the camera at pres¬ 
ent would require.’ The author has evidently had a 
dream that certain things might possibly be accom¬ 
plished as the result of his experiment. He did not 
teach the art how to accomplish them. If the mov¬ 
ing picture art had rested on his description alone 
there would not have been a moving picture art to¬ 
day and such a motion picture strip as is described in 
claim 2 of the Edison patent in suit would never 
have been realized. There is nothing to indicate 
whether or not such pictures as might be taken by 
such mechanism as he might have in his mind 
would be regularly spaced or otherwise. Such photo¬ 
graphs as he might take would be on the Eastman 
paper and would therefore not be translucent or 
transparent. The article is altogether too indefinite 
to convey to my mind any clear idea of what the 
author had in mind.” 

As an alleged anticipation of the Edison invention it is 
too insubstantial to require serious consideration. 


Donisthorpe British Patent No. 4344 of 1876 

(p. 865). 

This alleged invention received provisional protection 
only and the patent contains no drawings. It describes a 
battery of prepared plates, one behind the other, and by 
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some mechanism not described as soon as the picture ia 
taken on one plate it drops down into a receiver, the next 
plate is brought into position, and so on. 

This has obviously nothing to do with Edison’s film. 


Potter Patent No. 390,396 of October 2, 1888 

(p. 393). 

This patent shows a magic lantern slide and is for merely 
an exhibiting machine. A band carrying the pictures is 
passed in front of the projecting lens. The patent states : 

“ Upon such a band I paint or in any suitable 
manner apply views of whatever kind or character 
may be desired.” 

There is nothing in the most remote way resembling 
Edison’s film described in this patent. 


Walker and Eastman Patent 317,049, May 9, 

1885 (p. 281). 

Of this patent Mr. Armat has this to say (p. 261) : 

“ This patent illustrates and describes one of the earlier 
types of the well known Kodak Camera. 

“ The camera was designed, as are those of the present 
day, to expose a section of a sensitized photographic strip 
of paper to the action of a lens and then by means of a 
roller operated by hand, to remove the exposed section and 
substitute another section to the action of the lens. There 
is no suggestion of taking successive phases of a moving 
object for the purpose of reproducing such movements, and 
the camera illustrated is entirely incapable of taking or re¬ 
producing moving pictures. It is intended to be used, as all 
such cameras are, in takiug pictures of different views at dif- 
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ferent times and places, and in my opinion this patent has 
no bearing whatever upon the motion picture film set forth 
in Claim 2 of the patent in suit.” 

In Defendant-Appellant's brief we find this somewhat 
misleading statement (p. 23) : 

“ The prior art showing perforations in photographic 
films includes the Walker and Eastman patent No. 317,049 
(R., p. 379).” 

On examining the patent (p. 381) we find that the only 
perforations found in the Walker and Eastman films are 
those that are pricked in by a single pin on one of the feed 
rollers, once at each revolution of the roller, for the single 
purpose of marking the film as a guide for cutting it up. 
The perforation is not for feed purposes at all and does not 
so function. 


Oreene and Evans British Patent 10,131 of 

1889 (p. 905). 

The effective date of this patent is not earlier than May 
10th, 1890, the date of the acceptance of the complete speci¬ 
fication (Defendant-Appellant’s Brief, p. 5). Before that 
date, Edison’s invention was complete and reduced to 
practice. Edison himself testifies that picture strips from 
20 to 50 feet long were produced by his Kinetograph before 
he went to the Paris Exposition in August, 1889, the 
pictures being taken at the rate of 40 per second (p. 195); 
and identifies Exhibit Strips 1 and 2 (See photographic 
reproductions, p. 700) as made in 1889 (p. 196). 

Mr. Ott corroborates Mr. Edison, recalling the production 
in 1889 of picture strips in lengths of at least 25 feet (p. 
221 ). 

Moreover, as testified to by Mr. Armat, the strip of this 
patent is fed by frictional means “ which will not advance 
a tape or film with the positiveness and accuracy necessary 
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to secure properly spaced pictures in a camera, nor for 
exhibiting them properly in an exhibiting machine used in 
the moving picture art unless in the latter case the exhibit¬ 
ing machiue is provided with the proper means for compen¬ 
sating the slipping that will inevitably occur in such a 
machine ” (p. 274). 

This Greene and Evans patent is therefore not only toa 
late in point of time ; but does not embody the invention 
claimed by Claim 2 even if it were early enough. 


The Marey Apparatus. 

The patents and publications relating to the work of 
Marey were pleaded as defenses in Defendant’s answer 
(p. 14, lines 4, 6 and 26), but no evidence was offered in 
support of the same, as the brief of Defendant-Appellant 
admits (p. 24). 

Plaintiff s expert, Mr. Armat, had therefore no opportunity 
to explain it. 

It is contended by Defendant that the description of 
Marey’s apparatus contained in the opinion of the Court of 
Appeals for the Second Circuit is competent evidence (De¬ 
fendant-Appellant’s brief, p. 24). This we deny. However, 

as it is not even contended that Marev made or used a 

•» 

picture strip at all, much less one embodying the special 
features claimed in Mr. Edison’s claim 2, further discussion 
of his apparatus would seem immaterial and irrelevant, from 
any point of view. 

At most this article appears to describe a so-called 
photographic gun which by a single lens and a clock mech¬ 
anism takes successive photographs on a sensitive plate of 
circular or octagonal form. Obviously this is not Edison’s 
tape-like tilm, and it is not seen that the pictures taken on 
it would have the characteristics of the pictures taken on 
Edison’s film. 


From the foregoing discussion of the references of the 
prior art to which the defendant calls attention there can 
be no doubt that the Edison film was an article of manu¬ 
facture absolutely new in its combined essential char¬ 
acteristics as set forth in Claim 2 in issue, and we do not 
understand that there is any serious dispute upon this 
point. 

Defendant makes only the old argument which is always 
made when there is no substantial anticipation of a patent 
for a radically new thing which brought success in an art 
in which others had been ^working unintelligently. The 
thought of moving pictures was old. Defendant points out 
here and there in the unsuccessful disclosures of others who 
never did anything of practical importance, a theoretical 
speculation or an impracticable suggestion which may be 
said to have foreshadowed in a crude way some of the indi¬ 
vidual ideas which, when properly correlated and placed in 
right relation to other ideas, led to Edison’s successful re¬ 
sult. But this is not an answer to his patent. He thought 
out, disclosed and patented all the necessary characteristics 
of a perfect film. As a result of his inventive genius, there 
was for the first time contributed to the art a film which 
(a) was perfect as an element of a moving picture organiza¬ 
tion and (b) was of such a character that it became for the 
first time possible to design apparatus for making it as a 
negative and exhibiting it as a positive. 

The merit of Edison’s invention is emphasized by the 
wide commercial success of Edison’s invention testified to 
by the enormous number of films in use, all having every 
one of the exact and precise characteristics so clearly speci¬ 
fied in Claim 2 in suit. 

In conclusion, we would say, that Edison’s motion-picture 
strip is new in its combined structure, capacities, and all its 
valuable characteristics as it is very specifically described in 
the claim as now presented. Mr. Edison's invention epitom¬ 
ized in this claim is removed immeasurably from the pro- 
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ducts of DuCos or Le Prince or of Reynaud, or of any other 
of the prior investigators in this art relied upon by the de¬ 
fendant. A fuir test of dissimilarity is found in asking one’B 
self this question : Would the product of DuCos or of Le 
Prince or of Reynaud, or of any other of the prior investi¬ 
gators, be an infringement of this claim ? We undertake to 
say that if we should have the temerity to hale into this 
court a person who had made or sold one of DuCos’ 
picture carriers and pictures, or one of Le Prince’s picture 
carriers and pictures, or one of Reynaud’s picture carriers 
and pictures, and contend that it fell within the terms of the 
Edison claim as now phrased, this Court would regard the 
proposition as preposterous and would laugh us out of 
court! 

A test often applied by the courts, is that “ that which 
infringes, if later, anticipates if earlier; and that which 
would not anticipate, if earlier, does not infriuge, if later.” 

Cook vs. Sandusky Tool Co., 4 Sup. Ct. Rep., 4 
(Memorandum Decision). 

Knapp vs. Morss, 150 U. S., 221. 

Peters vs. Active, 129 U. S., 530. 

Thatcher vs. Burtis, 121 U. S., 286. 

Grant vs. Walter, 148 U. S., 547. 

Gordon vs. Warder, 150 U. S., 47. 


Mr. Edison's Invention of the Film Strip Has 
Never been Improved Upon. 

Perhaps the most wonderful thing about Mr. Edison’s in¬ 
vention of the picture strip is that it has never been improved 
upon. The motion picture strips of today are precisely such 
as emanated from Mr. Edison long before the date of his 
patent and while his application for patent was still pending, 
that is to say, more thau tweuty years ago. Even the width 
of the strip, the size of the pictures and the size and ar¬ 
rangement of the perforations have never varied from that 
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time to this. On this point Mr. Armat testifies as follows 
(p. 253): 

“ Q. 37. How long have you been familiar with the 
moving picture films that* have appeared upon the 
market ? 

“ A. I have been familiar with such films since the 
early part of 1895, or something over 15 years. 

“ Q. 38. How have the marketed films that have 
appeared during that period of time corresponded as 
to their characteristics with the article described in 
the Edison patent and particularly leferred to in the 
second claim thereof? 

“ A. Such films have corresponded in every par¬ 
ticular with the article described in the second claim 
of the patent in suit. 

“ Q. 39. Have you ever seen on the market a mo¬ 
tion picture film that differed from the motion pic¬ 
ture film described in the patent in suit and particu- 
larlv referred to in the second claim thereof? 

“ A. I never have. 

" Q. 40. What, in your opinion, is the amount of 
motion picture film like that described in the patent 
in suit being used daily at the present time? 

“A. I have been informed and I believe that there 
are between eight and ten thousand exhibiting ma¬ 
chines in daily use iu this country alone. In the 
places where such machines are employed from one 
to four reels of pictures, each reel containing about a 
thousand feet, are used in each exhibition. I believe 
that two reels of film is less than the average number 
used, but assuming that two thousand feet, or two 
reels, is the average number used in each exhibition 
place, there would be sixteen million feet of film in 
daily use in this country alone. In many of the ex¬ 
hibition places these films are used over and over 
again during the day, which would give a continual 
grind of about sixteen million feet of moving picture 
films in daily use in this country. 

“ Q. 41. State whether or not there has been any 
variation in the size of the pictures on motion picture 
films during the period covered by your knowledge 
of the marketed films ? 
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“ A. The film that was manufactured and put out 
by the Edison Manufacturing Compauy in 1894, and 
which I became familiar with shortly thereafter, was 
one and three-eighths inches wide, over all, the pic¬ 
ture space being oife inch wide between the perfora¬ 
tions and three-quarters of an inch in height. There 
were four perforations to each picture and these per¬ 
forations were oblong with slightly rounded corners. 
I do not believe that there is a single one of the mil¬ 
lions of feet of film [ have referred to in my lust 
answer that is not this exact size in respect to the 
picture space as well as the over-all dimensions, or 
that does not have the exact number, shape and sized 
perforations as the Edison film put out by Edison 
Manufacturing Company in 1894 and subsequently. 
In the earb'’ davs of the business, that is in 1896 and 
1897, some few foreign films found their way into 
the market that differed very slightly in size, not over 
an eighth of an inch one wav or the other, and which 
had but one perforation to the picture, but these films 
disappeared from the market by the year 1897, and 
very few of them ever appeared. To day not only in 
this country but all over the world the ouly moving 
picture films on the market have pictures on them 
of the exact size and dimensions of those on the Edi¬ 
son film of 1894, and have the same number of per¬ 
forations on each edge as the standard Edison film 
put out in 1894.” 


It will be noted that Mr. Armat, in his testimonv above 
quoted, speaks of the enormous quantity of the Edison 
product in use. His evidence on this point is supple¬ 
mented by that of Mr. Marviu, the vice-president of the 
Biograph Company, who testifies as follows (p. 179; : 

“ Q. 5. Are you familiar with the motion picture 
films so-called now on the market of this country ? 

“ A. I am. 

“ Q. 6. What are the distinguishing characteristics 
of such films? Describe them as best you can. 

“ A. The motion picture films commonly used in 
this counery are long tape-like structures about one 


and three-eighths inches in width, and of extended 
length, the lengths varying with the duration of the 
scene portrayed. These films are thin, transparent, 
tough and strong, and of uniform structure. The 
photographs priuted ou the films occur in a single 
straight fine. These photographs are evenly spaced 
and uniformly disposed on the film, and are tuken 
through a single lens from a single point of view. 
The photographs are sharply defined. The films are 
perforated along both edges and the photographs are 
regularly placed with reference to the adjacent per¬ 
forations. The mechauical qualities of the film are 
such that the films may be fed through the motion 
picture cameras and projecting machiues at a high 
rate of speed with an intermittent movement with¬ 
out tearing the films. The pictures aie registered ac¬ 
curately with the adjacent perforations in the film, 
so that each time the film is stopped for exposure, 
either in the camera or projecting machine, the 
image on the film at the exposure opening will bear 
a constant relation to the perforations and the mech¬ 
anism that engages the perforations. Pictures are 
commonly printed or photographed upon the film at 
the rate of about fifteen pictures per second. The 
standard film of commerce has four perforations for 
each picture on each side of the film, these perfora¬ 
tions being uniformly placed. About fifty feet of 
film is required for recording aud reproducing a 
scene of one minute duration. The dimensions of 
the picture printed upon the film are width, meas¬ 
ured across the film, one inch; height, measured 
along the film, three-quarters of an inch. 

“ Q. 7. How long have you known of the general 
commercial use of motion picture films such as you 
have just described ? 

“ A. Since the summer of 1894. 

“ Q. 8. In what form are these films marketed ? 

“ A. These films are commonly marketed in the 
form of strips about 950 feet long, wound up in the 
form of a reel. The reel of film usually carries a 
series of ptctures portraying from one to three sep¬ 
arate stories or events. 

“ Q. 9. In the manipulations of these films in the 
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projecting machines employed to project the pictures 
appearing thereupon, bow are the films handled ? 

“ A. The reel of film to be exhibited is mounted 
upon a spindle and the film is lead through the pro¬ 
jecting machine over sprocket wheels or hooks that 
engage the perforations in the film, and serve to feed 
the film forward, with an intermittent movement. 
After passing through the machine, the film is some¬ 
times wound upon a reel and is sometimes allowed 
to run loose into a receptacle. Each time the film 
stops in its intermittent progress through the ma¬ 
chine, the light from the projecting lantern is per¬ 
mitted to pass through the film and project the 
photograph on the film onto the screen; the pictures 
being projected successively in the order in which 
they appear on the film. The film is progressed 
through the projecting machine at the rate of about 
50 feet per minute, but si nee the film is stationary, 
about three-quarters of the time, the velocity at 
which the film moves w’hile in motion is about 200 
feet per minute. 

41 Q. 10. When the film after passing through the 
machine is allowed to run loose into a receptacle, as 
you have stated, how is it recovered for the purposes 
of re-use ? 

“ A. The film is re-wound on an arbor in the form 
of a reel. 

“ Q. 11. State whether or not, to your knowledge, 
there are any motion picture films now on the 
market that differ in their characteristics from those 
you have described. 

“A. To the best of my knowledge and belief, there 
are no moving picture films on the market that differ 
from the films I have described. 

“ Q. 12. What is the annual product of motion 
picture films in this country at the present time ? 

“ A. To the best of my knowledge the annual 
product of motion picture films in this country is 
between 60 and 70 million feet per year, and if we 
include the films imported and used in this country, 
the total amount would run to about 70 million 
feet.” 
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It was Edison who Took “ The Last Step 

That Wins.” 

The facts which we have above set forth seem clearly to 
demonstrate that the conception and production of Edison's 
film, just as described in cluim 2 in issue, required the ex¬ 
ercise of invention, and was not merely the result of a 
skillful adaptation or development of the suggestions of 
the prior art or in any sense a mere progression along 
the lines of prior, but entirely fruitless, speculations. If 
this is so the patentable quality of the Edison film is 
established. 

This record establishes without qualification the follow¬ 
ing facts : 

(1) Before Edison invented the film in issue, there was 
no film like it, either clearly described in the prior art or 
suggested in such a way that one could produce it from the 
description given, merely by the exercise of skill as distin¬ 
guished from invention. 

(2) Edison’s film exactly as devised by him and de¬ 
scribed in his original patent and in the reissue in suit, 
was the basis of the commercial art of moving pictures. In 
fact, it created that art. In its essential characteristics 
there has been no change or improvement in the film since 
the day it was first produced by Edison in the summer 
of 1889. 

(3) Of the many prior experimentors to whose specula¬ 
tions reference has been made, those who apparently had 
in mind the exhibition, by the successive representation of 
pictures, of successive positions of an object, so as to rep¬ 
resent a semblance of motion of some substantial duration 
were : 

Reynaud, DuCos, LePrince and Potter. 

(Mr. Levinson, in his Brooklyn “ Eagle ” article, and 
Marey, with his photographic gun, offered merely vague 
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suggestions as to the use of a film without drawing or de¬ 
scription.) 

Potter and Reynaud each suggested ouly a strip of paper 
or fabric with pictures, obtained by drawing or painting or 
by photography, pasted on the strip. Such a strip is not 
Edison’s film, and incidentally, so much labor would be 
required to produce it, except on a very small scale, that it 
would be of no practical commercial value. Defendant and 
the public in general are at liberty to use this kind of strip 
without danger of infringement. They could be used only 
in the Zoetrope toy. 

Le Prince seeks to obtain two strips, on each one of 
which one-half of the pictures of the scene are taken. On 
the first strip would be pictures 1 to 8, taken in two rows 
of four pictures each, and pictures 17 to 24, taken in the 
same way, and so on. On the second strip would be pic¬ 
tures 9 to 16 and pictures 25 to 32 ; each set of pictures 
taken in two rows of four each, and so on. Obviously, 
neither one of the strips of Le Prince is Edison’s film. 
The defendant is entirely at liberty to use the Le Prince 

films. Neither defendant nor any one else has ever used 

* 

them. They are entirely impracticable, and no suggestion 
made by Le Prince would ever have advanced or did ad¬ 
vance the art of making and exhibiting moving pictures 
one iota. 

DuCos iu his original patent took two hundred and ninety 
pictures on a siugle plate, the pictures being arranged in 
horizontal rows, the first row iu one direction and the 
second row iu the opposite direction, and so on. This is 
not Edison’s film, and defendant is at liberty to use it. No 
one ever has used it. It would be entirely impracticable 
for use in the moving picture art. 

DuCos in his certificate of addition shows and describes 
an apparatus which might be useful for exhibiting pictures 
on a film like that described by Reynaud and Potter. He 
suggests converting his exhibiting apparatus into a taking 
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apparatus, l>ut gives no adequate description of how it is to 
be done, and there is no suggestion that he proposes to 
take pictures in actual motiou or that such photographs as 
he proposed to take would be photographs of an object in 
motion. As we have shown above, DuCos was not dealing 
with a film on which he could have taken instantaneous 
photographs. He does not disclose a translucent or trans¬ 
parent band but a band of fabric or of paper, necessarily 
opaque, covered with sensitized paper. According to his 
meagre suggestion his film would have been light-struck 
throughout. His pictures would not have beeu sharply 
defined, and they would not have been uniform. His film 
lacks the perforations by which the Edison film is positively 
fed and which are absolutely necessary for success, both in 
the taking and in the exhibition of the pictures. 

No one has ever made a photographic film by the means 
suggested (not adequately described, it must be remem¬ 
bered) by DuCos. The defendant is at liberty to use the 
DuCos paraphernalia, but it does not do so. Can it be 
doubted that if the DuCos scheme, given to the world in 
1864, was capable of producing satisfactory films, some one 
would have tried to use it ? But it was still born and 
nothing came of it. 

The history and utter failure of these films and the suc¬ 
cess achieved by Edison are a complete demonstration of 
the patentability of Edison’s film exactly as it is specified 
in the claimed combination which is at once both the 
organization necessary for practical success and fully dis¬ 
tinguished from the prior art. 

The present claim to the moving-picture strip, limited 
and circumscribed as it is covering the exact thing which 
Edison produced, is in this suit presented for the first time 
to any court for adjudication. 

The three Examiners-in-Chief and Judge Wheeler in the 
suit held the very much broader claim of the Edison original 
patent No. 598,168 to be novel and patentable. The Examiner, 
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who passed upon the first reissue of the picture-strip patent, 
found a claim narrower than the original to be also patent- 
able, and a patent was issued therefor, and then, when the 
application for the present reissue, embodying a still nar¬ 
rower claim, was presented, the Patent Office Examiners 
ruled that it also was patentable, and granted a patent. The 
Court below found the claim to be good and valid (p. 786). 
"Will this court now, with all these previous concurring judg¬ 
ments of those skilled iu patent law, be the first to strike 
down this pateut because of lack of novelty of the inven¬ 
tion, utility being couceded ? We think not. 

One of the very latest patent cases determined by the Su¬ 
preme Court of the United States, namely, Diamond Rubber 
Company vs. Consolidated Rubber Tire Company (220 U. S., 
428), constitutes an authoritative precedent for the resolu¬ 
tion of this case favorable to the patentee. In that case 
the patent in suit was for a vehicle wheel, consisting of a 
metallic rim provided with flanges forming a channel or 
groove for the reception of a rubber tire, and retaining 
wires extending through the body of the rubber tire and 
operating to hold the tire in the chaunel or groove of the 
wheel rim. The pateut had had a rather checkered career 
before it got into the Supreme Court. It was declared an¬ 
ticipated and invalid, because of the prior art set up against 
it, by the Circuit Court of Appeals for the Sixth Circuit and 
by the Circuit Court of Appeals for the Seventh Circuit, and 
it was declared valid and infringed by the Circuit Court of 
Appeals for the Second Circuit. In view of this diversity 
of decision the Supreme Court took the case by its writ of 
certiorari , directed to the Circuit Court of Appeals for the 
Second Circuit. 

The prior art set up was daugerously close, very much 
closer than the prior art set up in this case, but there w-as 
the strongest evidence to the effect that the patentee’s in¬ 
vention had displaced everything else in the art, and it was 
also shown that with all the prior art devices open to them 
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and free to be used the defendants persisted in using the 
exact patented improvement. The Supreme Court in its 
opinion, delivered by Mr. Justice McKenna, said, speaking 
of the patentee Grant’s invention, as follows: 

“ The tire has utility, a utility that has secured an 
almost universal acceptance and employment of it, 
as will subsequently appear. It was certainly not an 
exact repetition of the prioi art. It attained an end 
not attained by anything in the prior art, aud has 
been accepted as the termination of the struggle for 
a completely successful tire. It possesses such 
amouut of change from the prior art as to have re¬ 
ceived the approval of the Patent Office, and is en¬ 
titled to the presumption of invention which at¬ 
taches to a patent. Its simplicity should not blind 
us as to its character. Many things, and the patent 
law abounds in illustrations, seem obvious after they 
have been done, and, ‘ in the light of the accom¬ 
plished result,’ it is often a matter of wonder how 
they so long ‘eluded the search of the discoverer and 
set at defiance the speculations of inventive genius ’ 
(Pearl vs. Ocean Mills et al., 11 O. G., 2; 2 Bann. 
& A., 469 ; Fed. Cas., 10,876). Knowledge after the 
event is always easy, and problems once solved pre¬ 
sent no difficulties, indeed, may be represented as 
never having had any, and expert witnesses may be 
brought forward to show that the new thing which 
seemed to have eluded the search of the world was 
alw ays ready at hand and easy to be seen by a merely 
skillful attention. But the law has other tests of the 
invention than subtle conjectures of what might have 
been seen and yet was not. It regards a change as 
evidence of novelty, the acceptance and utility of 
change as a further evidence, even as demonstration. 
Aud it recognizes degrees of change, dividing inven¬ 
tions into primary and secondary, and as they are, 
one or the other, gives a proportionate dominion to 
its patent grant. In other words, the invention may 
be broadly new, subjecting all that comes after it to 
tribute (Railway Co. vs. Sayles, 95 U. S., 554, 556); 
it may be the successor, in a sense, of all that went 
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before, a step only in the march of improvement, 
and limited, therefore, to its precise form and ele¬ 
ments, as the patent in suit is conceded to be. In 
its narrow and humble form it may not excite our 
wonder as may the broader or pretentious form, but 
it has as firm a right to protection. Nor does it de¬ 
tract from its merit that it is the result of experi¬ 
ment, and not the instant and perfect product of 
inventive power. A patentee may be baldly em¬ 
pirical, seeing nothing beyond bis experiments and 
the result; yet if lie has added a new and valuable 
article to the world’s utilities he is entitled to the 
rank and protection of an inventor.” 

And further on, in contrasting the invention of the pat¬ 
entee Grant with a prior patent to one Willoughby, the 
court went on to say : 


“ The utility of the Grant patent, therefore, was 
not attained in the Willoughby patent. The Rubber 
Company’s conduct is confirmation of this. It uses 
the Grant tire, as we shall presently see, not the 
Willoughby tires. Let it be grauted that they af¬ 
forded suggestions to Grant, and that he has gone 
but one step beyond them. It is conceded, as we 
have said, that his invention is a narrow oue—a 
step beyond the prior art—built upon it, it may be, 
and only an improvement upon it. Its legal evasion 
may be the easier (Railway Co. vs. Sayles, supra), 
and heuce we see the strength of the concession to 
its advauce beyond the prior art aud of its novelty 
and utility by the Rubber Company’s imitation of 
it. The prior art was open to the Rubber Company. 
That * art was crowded,’ it says, * with numerous pro¬ 
totypes and predecessors’ of the Grant tire, and they, 
it is insisted, possessed all of the qualities which the" 
dreams of experts attributed to the Grant tire. And 
yet the Rubber Company uses the Grant tire. It 
gives the tribute of its praise to the prior art; it gives 
the Grant tire the tribute of its imitation as others 
have done. And yet the narrowness of the claims 
seemed to make legal evasion easy. Why, then, was 
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there do evasion by a variation of the details of the 
patented arrangement ? Business interests urged to 
it as much as to infringement. We can find no 
• answer except that given by the Tire Compauy : 

“ ‘ The pateuted organization must be one that is 
essential. Its use in the precise form described and 
showD in the patent must be inevitably necessary.’ 

“ That the tire is an invention is fortified by all 
of the presumptions, the presumption of the patent 
by that arising from the utility of the tire. And we 
have said that the utility of a device may be attested 
by the litigation over it, as litigation * shows and 
measures the existence of the public demand for its 
use’ (Eames vs. Andrews, supra)'* 

Further on the court said : 

We have taken for granted in our discussion that 
the Grant tire immediately established and has ever 
since maintained its supremacy over all other rub¬ 
ber tires and has been commercially successful while 
they have been failures. The assumption is justified 
by the concession of counsel. They do not deny the 
fact, but attribute it to 4 three subsequent discoveries 
and conditions ’ since the Grant patent, these being— 
“ * (1) That the tire can be held in place and fixed 
upon its base by straining the wires to a clamping 
point; (2) the production by mechanical means, 
cheaply and expeditiously as a commercial product, 
of the chaunel rim in straight lengths to be applied to 
the wheel; and (3) the improvement of the rubber it¬ 
self ; the demand of the public for a solid rubber 
tire, and the wealth of the complainant, advertising 
in the market, and pushing and exploiting the tire. 

“ The first ground is a somewhat distant assertion 
that the tire does not involve invention, but as to 
that we have sufficiently expressed opinion. The 
second ground is an inversion of cause and effect, 
and there is an obvious answer to the third ground. 
Without suitable rubber, there could have been no 
rubber tires, and the desire for them necessarily 
induced their manufacture, and Grant exercised in- 
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vention to produce au efficient one. We can under¬ 
stand that some advertising was necessary to bring 
it iuto notice and give it a certain use, but the ex¬ 
tensive use which it attained, and more certainly the 
exclusive use which it attained, could only have been 
the result of its essential excellence, indeed, its pro¬ 
nounced superiority over all other forms. Here, 
again, in our discussion, a comparison is suggested 
between it and other tires, and the inquiry occurs 
why capital has selected it to invest in and advertise 
anti not one of the tires of the prior art, if it be not 
better than they ? But the effect of advertising is 
mere speculation ; to the utility and use of an article 
the law assigns a definite presumption of its charac¬ 
ter, as we have seen, and which we are impelled by 
the facts of this record to follow. 

“ To what quality the utility of the tire may be 
due will bear further consideration, if for no other 
reason than the earnest contentions of counsel. Aside 
from those contentions and the ability by which they 
are supported, we might point to what it does as a 
demonstration of its difference from all that preceded 
it, that there is something in it, attribute or force, 
which did not exist before—something which is the 
law of its organization and function, and raises it 
above a mere aggregation of elements to a patent- 
able combination. And we may say in passing the 
elements of a combination may be all old. In mak¬ 
ing a combination the inventor has the whole field 
of mechanics to draw from (Leeds <fc Catlin vs. Victor 
Talking Machine Co , 213 U. S., at page 318).” 

All that was said by the Supreme Court of the Grant pat¬ 
ent applies with equal force to the Edison picture strip pat¬ 
ent. The Edison invention supplied a need ; it filled the 
market to the exclusion of all others. With all the other 
appliances of the prior art open to it, the defendant per¬ 
sists in using it. Due weight was given in the tire case to 
the presumption of the validity of the patent, growing out 
of the grant of the patent itself, and the diversity of view 
of the several tribunals indicated at least a condition of 
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affairs whore the patentee was entitled to be given the bene¬ 
fit of the doubt. In this case, however, there has been no 
adverse adjudication. 

In the Barbed Wire Patent , 143 U. S., 275, the Supreme 
Court sustained the patent to Glidden for a barbed wire, 
the novelty of which consisted in the way the barbs were at¬ 
tached to the tw'o wires. 

The Court pointed out that the barbed wire of Glidden 
was successful, wholly superseding the barbed wires of the 
prior art, and said (p. 282): 

“ Under such circumstances courts have not been 
reluctant to sustain a patent to the man who has 
taken the final step which has turned a failure into a 
success. In the law of patents it is the last step that 
wi?i8. It may be strange that, considering the im¬ 
portant results obtained by Kelly in his patent, it 
did not occur to him to substitute a coiled wire in 
place of the diamond shape proug, but evidently it 
did not; and to the man to whom it did ought not 
to be denied the quality of iuventor. There are 
many instances in the reported decisions of this court 
where a monopoly has been sustained in favor of the 
last of a series of inventors, all of whom were grop¬ 
ing to attain a certain result, which only the last one 
of the number seemed able to grasp.” 

Numberless other cases might be cited to the same effect, 
but no useful purpose would be served by so doing. 

We submit that Edison’s film, within all the authorities, 
is a patentable invention. 


The Litigation on Edison's Moving Picture 

Patents. 

Edison’s patents covering his film and his camera have 
been several times under the scrutiny of the Courts. In all 
the cases, the Courts have recognized that Edison made a 
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brilliant invention, finding fault only with the breadth of 
statement in his claims as originally granted. 

The claim now in issue is, we submit, so narrow and so 
limited to all the essential elements of Edison’s film that it 
defines a true and vitally important invention of Edison’s 
which no Court has doubted that he made. 

Mr. Edison’s invention was reduced to practice in the 
summer of 1889. The Court of Appeals in the suit on the 
original patent covering both camera and picture strip so 
found, Judge Wallace, for the court, stating: “The inven¬ 
tion of the patent in suit was made by Mr. Edison in the 
summer of 1889” (114 Fed., 926). The record of testimony 
in regard to Mr. Edison’s work before that Court of Appeals 
is now before this court by stipulation and fully justifies 
the finding (Edison, pp. 195-6 ; Ott, p. 221 ; Brown, p. 233 ; 
Dickson, p. 150; Kayser, p. 214). On the 24th of August, 
1891, he filed an application for patent which resulted in 
his original patent No. 589,168, dated August 31, 1897 
(p. 1030). 

The claims in this original patent were very broad and 
all-covering. The French patent to DuCos was not cited 
against them by the Primary Examiner, but the patent of 
Le Prince was cited. Ou appeal to the Board of Examiners- 
in-Chief, however, Judges J. H. Brickenstein, S. W. Stock¬ 
ing, and T. G. Stewart, sittiug, the claims were allowed. 
There were four broad claims for the camera and two broad 
claims for the picture strip. 

Of the broad claims for the camera the following was 
typical : 


“ l. In an apparatus for effecting by photography 
a representation, suitable for reproduction, of a scene 
including a moving object or objects, comprising a 
means for intermittently projecting at such rapid 
rate as to result in persistence of vision images of 
successive positions of the object or objects in 
motion, as observed from a fixed and single point of 





---- 
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view, a sensitized tape-like film, and a means for so 
moving the film as to cause the successive images to 
be received thereon separately and in a single line 
sequence.” 


Of the broad claims for the picture strip the following 
was typical : 

“ 5. An unbroken transparent or translucent tape¬ 
like photographic film, having thereon equidistant 
photographs of successive positions of an object in 
motion, all taken from the same point of view, such 
photographs being arranged in a continuous straight 
line sequence, unlimited in number save by the 
length of the film, substantially as described.” 


Suit was brought on claims 1, 2 and 3, for the camera, 
and on claim 5, for the picture strip, against the American 
Mutoscope Company, and coming on to be heard before his 
honor Judge Hoyt H. Wheeler, were sustained as valid 
and found to be infringed (Edison vs. American Mutoscope 
Co., 110 Fed., 660). Judge Wheeler in his opinion said: 

“ The sensitized tape-like film is au element of the 
combination of each of these first three claims, and 
no combination without it could be the combination 
of either of them. It was not known, nor in exist¬ 
ence, till about the time of this invention. This pat¬ 
entee did not invent it, but manufacturers produced 
it. Others are said to have been ready for it, but he 
was the first to use it in a practical way in these 
combinations in any machine producing this result. 
All, including the defendant’s expert, appear to agree 
that he made a contribution to this art, and that 
which he made appears to have been a last step that 
counted. That the illusion of moving pictures could 
be produced by rapidly taking images of subjects in 
motion, and rapidly exhibiting them in the same 
order, was well known and understood before this in¬ 
vention, and many contrivances have been made for 
accomplishing this result, but none of them had these 













devices operating together iu the same way. He did 
not invent the lens, uor the camera, nor the sensi¬ 
tized tape-like film, nor instantaneous exposure, nor 
discover the persistence of the eye ; but he appears 
to have invented means for taking the film before 
the lens at the right speed, ami for making rapid 
exposure at the right times for projecting the images 
upon the film at proper intervals for producing a 
line of successive images upon the film, ready for 
use by well-known means, by persistence of the eye, 
iu exploiting the illusion. This compact machine 
containing the new combinations of the mechanical 
means and parts of the first three claims, working 
together for the production of the images in their 
line and order upon the film, seems to be what his 
invention in this respect was. The product of this 
machine, covered by the fifth claim, seems also to 
have been different from that of DuCos’ machine, or 
of any, and uew as a manufacture, and patentable, 
as hard rubber sets of teeth were, and sound records 
have been. None of the objections to these claims 
have, according to these views, been sustained, and 
they are therefore held to be valid.” 

The learned judge also said : 

“ The fifth claim is not in terms for the product of 
this patented machine, as Cummiug’s set of teeth in 
Smith vs. Vulcanite Co., 93 U. S., 486, was a product 
of that process, but for the film of the patent, with 
equidistant photographs of successive positions of an 
object in motion taken from the same point of view 
upon it, iu continuous straight-liue sequence and un¬ 
limited in number save by the length of the film, 
however produced. 

“ Such a film, with such a line of photographs 
upon it, had never been produced but by this appa¬ 
ratus, or existed, and so it was new.” 

On appeal from Judge Wheeler’s decision the Court of 
Appeals for the Second Circuit, Judges Wallace, Lacombe 
and Townsend sitting, held the patent invalid both as to 
the claims 1, 2 and 3 for the camera and as to claim 5 for 
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the picture strip, on the grouud that such claims were too 
broad—broader than Mr. Edison’s invention (114 Fed., 926). 
The Court of Appeals did not doubt that Mr. Edison had 
invented something, but merely held that his statement of 
claim was too broad. The opinion of that court states : 

“ It is apparent from the references considered 
that while Mr. Edison was not the first to devise a 
camera apparatus for taking negatives of objects in 
motion, and at a rate sufficiently high to result in 
persistence of vision, the prior art does not disclose 
the specific type of apparatus which is described in 
his patent. His apparatus is capable of using a 
single sensitized and flexible film of great length 
with a single-lens camera, and of producing an in¬ 
definite number of negatives ou such a film with a 
rapidity theretofore unknown.” 

Again : 

“ We conclude that the functional limitations 
which are inserted in the claims do not restrict the 
patent to the scope of Mr. Edison’s real invention. 
We cannot undertake to point out the differences be¬ 
tween the scope of the real invention and the claims. 
The real invention, if it involved invention as dis¬ 
tinguished from improvement, probably consists of 
details of organization, by which the capacity of the 
reels and the moving devices are augmented and 
adapted to carry the film of the patent rapidly and 
properly. It suffices to say that the modifications re¬ 
quired to conform old apparatus to the use of the 
tape film and which would define the real invention 
cannot be imported iuto the first and third claims 
without violence to their terms and the second claim 
is broader than the third.” 

Of the broad fifth claim, for the picture strip, the Court 
of Appeals said : 

“ By the terms of the claim the length of the film 
is not defined, nor is the number of photographs 
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which it is to represent defined. It is to be an un¬ 
broken transparent or translucent tape-like photo¬ 
graphic film ; it is to have thereon equidistant photo¬ 
graphs of successive positions of an object in mo¬ 
tion ; these photographs are to be arranged in a con¬ 
tinuous straight-line sequence, and the number of 
them is not limited, save by the length of the film. 
The film was not new, and if the other characteristics 
of the product are not new, or are new only in the 
sense that they add to the article merely a superior¬ 
ity of finish or a greater accuracy of detail, the 
claim is destitute of patentable novelty.” 

It should be here observed that the claim for the picture 
strip then before the court was not a claim in which was 
mentioned at all the rows of perforations as means for se¬ 
curing positive feeding of the strip without marring the 
picture, of preventing lateral wobbling of the strip, and of 
securing the delivery of the equidistantly arranged pictures 
one after the other in proper sequence at the exposure 
opening of the exhibiting machine. The claim before the 
court was much broader than this and contained none of 
such limitations, being comprehensive enough to include a 
picture strip which was not positively fed, which might be 
fed by mere friction or otherwise than positively by feed 
perforations, which might slip in the feeding, which might 
wobble in the feeding, and which might be fed by contact 
with the pictures themselves. 

After the Court of Appeals had thus spoken, declaring Mr. 
Edison’s claims too broad, he went back to the Patent Office 
and, availing himself of the provisions of section 4916 of the 
Revised Statutes, surrendered his original patent and re¬ 
issued it, with more restricted claims, in two divisions, one, 
reissue No. 12,037, dated September 30, 1902, for the camera, 
and the other, reissue No. 12,038, dated the same day, for 
the picture strip. 

Reissue No. 12,037, for the camera, was almost immedi¬ 
ately put in suit against the American Mutoscope and 
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Biograph Company, the successor to the defendant company 
in the first suit under the original patent. 

The narrow and more definite character of the claims of 
the camera reissue as contrasted with the broad claims of 
the original patent will be appreciated by referring to the 
first claim of the reissue 12,037, which reads as follow s: 

“1. An apparatus for taking photographs suitable 
for the exhibition of objects in motion, having in 
combination a camera having a single stationary 
lens ; a single sensitized tape film supported on oppo¬ 
site sides of, and longitudinally movable with respect 
to, the lens, and having an intermediate section cross¬ 
ing the lens; feeding devices engaging such interme¬ 
diate section of the film and moving the same across 
the lens of the camera at a high rate of speed, and 
with an intermittent motion ; and a shutter exposing 
successive portions of the film during the periods of 
rest, substantially as set forth.” 

The judge of the Circuit Court, Judge Ray, who first passed 
upon this camera reissue, held that the reissue, as restricted, 
was valid, but that it was in fact so much restricted and so 
limited as that neither kind of camera used by the defendant, 
namely, that known as the “ Biograph ” camera in which 
there were no perforations in the film and in which the feed¬ 
ing of the film was by friction merely, and, secondly, that 
knowu as the “ Warwick ” camera, in which a perforated film 
was employed and in which positive feeding devices were 
provided for engaging with the perforations of the film and 
positively feeding them, was infringed. 

On appeal from Judge Ray’s decision to the Circuit Court 
of Appeals, that court, Judges Wallace, Lacombe, and Coxe 
sitting, reversed Judge Ray and held the patent to be valid 
and infringed by the Warwick camera but not infringed by 
the Biograph camera. In holding the Warwick camera to 
be an infringement, the court placed an interpretation upon 
the claims of the reissue that limited them to a camera iu 
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which there was a positive engagement of the film-feeding 
mechanism with the film; that is to say, to a camera in 
which the feeding devices engaged positively with feed per¬ 
forations of the film. 

Judge Lacombe, speaking for the Court of Appeals, after 
quoting from the former opinion of the court respecting the 
origiual patent, to show that there was in that former 
opinion a recognition of the fact that Mr. Edison had made 
a real invention, went on to say : 

“ The securing of intermittent action to the parts 
which eugage the film is effected by certain stop de¬ 
vices, the details of which need not be inquired into. 
They are equally adapted to other uses than those 
shown in the pateut, and are the subject of a sepa¬ 
rate patent to Edision, No. 491,993. The important 
distinctive feature is the manner in which these 
intermittently moving parts handle the film. In 
addition to the references in the earlier case, there 
are a number of patents introduced here, of which it 
is sufficient to say that we concur with the judge who 
heard the cause at circuit that the apparatus 
described in the pateut exhibits patentable novelty. 
Such novelty, however, cannot be predicated solely 
on the circumstance that the intermittently moving 
parts operate directly upon the film. The meritori¬ 
ous feature of the device is that they seize hold of the 
film firmly, move it positively, regularly, evenly, and 
very rapidly without jarring, jerking or slipping, pro¬ 
ducing a negative which can be printed from and 
reproduced as a whole without rearrangement to cor¬ 
rect imperfect spacing of the successive pictures ’* 
(italics ours). 

Again— 


“ The specification explicitly states that the ‘ teeth 
of the wheels 5 enter the holes along the edges of the 
film for the purpose of positively advancing the 
film.* The organization described shows that the 



sprocket wheels are adapted to push the film along as 
they revolve as well as to hold it back when they are 
at rest. The distaut to be moved for each exposure 
is so short (an inch) that the film can apparently be 
moved forward by pushing as well as by pulling, 
since the guard or guide through which it moves 
protects it against buckling. While the film may at 
times be practically tense between the intermittently 
moving sprocket wheels and the take-up reel, it would 
seem that operation at high speed would soon pro¬ 
duce a slack or loop between the sprocket wheels and 
the delivery reel, and the evidence of complainant’s 
expert shows that in practice this is so. The specifi¬ 
cation states that when the film is narrow, it is not 
essential to use two rows of perforations and two feed 
wheels, but at least one sprocket wheel and one row 
of perforations are essential to the organization de¬ 
scribed. In succession each sprocket enters a hole 
thereby holding the film firmly and positively and 
either advancing it forward or holding it at rest by 
a method of engagement, which eliminates all chance 
of slip. The engagement between the feed wheels and 
the film is not frictional. The film is continuously 
held by the interlocking of a sprocket and a hole. As 
one sprocket leaves a hole the next succeeding 
sprocket enters the next succeeding hole. Irrespec¬ 
tive entirely of any action of the take-up reel, the 
film must advance as the sprocket wheel moves, and 
cannot advance when the sprocket wheel is at rest. 
Complainant’s expert has operated a camera con¬ 
structed in substantial accordance with the specifica¬ 
tions, and from which he had removed the take-up 
reel. He found that the sprocket wheels alone moved 
the intermediate section of film across the camera at 
the requisite high rate of speed and with the inter¬ 
mittent motion.” 


In setting forth why the defendant’s Biograph camera 
could not be held to be an infringement the court makes it 
plain that the reason for such holding was that, in that par¬ 
ticular camera, no perforated film was used and the feeding 
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of the film was produced by non-positive friction devices. 
The opinion on this point says : 

“ In the defendant’s Biograph camera there are the 
usual reels and devices for giving to some parts of the 
apparatus a continuous and to others an intermittent 
motion. ‘ The intermediate section ’ of film is moved 
across the lens by two friction rollers located just 
beyond the film guide. These move continuously 
aud draw the film forwar.d * * * The engage¬ 

ment of defendant’s moving parts with the ‘ interme¬ 
diate section ’ of film is wholly frictional. There is 
no such interlocking as will hold the film firmly, 
advancing it with mathematical accuracy, precisely 
the same distance between exposures, making its 
motion absolutely co-extensive with that of the 
sprocket wheel from the beginning of the operation 
to the end, and thus securing a perfection of spacing 
of the negatives upou the exposed film. It is ap¬ 
parent that in defendant’s engagement there is the 
possibility of ‘ slip ’ and it might be expected that the 
likelihood of such action would be increased by the 
extremely high speed at which these machines are 
run, giving 20 or more exposures per second. This, 
moreover, is not a matter of conjecture, there is 
positive proof. Marvin, who has had large experi¬ 
ence in operating defendant’s machines, testified: 

“ ‘ Negatives to my knowledge are never exhibited 
in public. In order to exhibit a picture it is neces¬ 
sary to print positive reproductions. The apparatus 
in which such positive reproductions are printed can 
readily be arranged so that the pictures upon the 
positive strip of film are uniformly spaced, al¬ 
though the pictures upon the negative strip may be 
very unevenly spaced. As a matter of fact, none of 
the cameras of our company produce uniformly 
spaced negatives. In the manufacture of our muto- 
scope pictures the positive pictures are printed upon 
bromide paper and the paper is cut up so that each 
piece of paper carries an independent picture.’ ” 

When, however, the Court of Appeals came to consider 
the Warwick camera it found infringement, because that 
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camera employed a perforated film and positive feed devices 
engaged with the perforations in the film. Judge Lacombe, 
speaking for the court, said : 

“ The other apparatus used by defendant, viz., the 
Warwick camera, has a different inode of operation. 
The engaging rollers, which advance the film after 
it has passed the film slide or guide where exposure 
is made, and which deliver it to the take-up reel, are 
located about half way between the take-up reel and 
the film slide, and their movement is so regulated 
as to other parts that there will always be a loop of 
slack film between said rollers and the film slide. 
In consequence the film cannot be advauced by any 
revolution of these rollers, as was the case with the 
Biograph camera. The film as it comes from the 
delivery roll has a row of holes along each edge. 
When it is in the film slide, these holes are engaged 
by means of a reciprocatiug two-tined fork, carry¬ 
ing small studs or pins which pass into the holes on 
the opposite edges of the film, in the same way as 
the sprockets pass into the holes in complainant’s 
machine. As these studs or pins are inserted on the 
down stroke of the fork, and withdrawn on the up 
stroke, the film is iutermitteufly fed across the field 
of the lens. These pins ur studs do not hold back 
the film against any forward pull, because there is 
no forward pull to be resisted, neither an intentional 
forward pull as found in the Biograph, or an acci¬ 
dental or occasional forward pull when the film is 
taut between the film slide and take-up roll, as found 
in the camera of the pateut. When the pins are 
withdrawn, the film lies, inert, in the film slide. But 
• the * intermediate section ’ is moved across the lens 
just by the interlocking engagement between a 
sprocket or pin and a hole in the film, thereby mov¬ 
ing it positively, regularly, evenly, and very rapidly 
without jarring, jerking , or slipping ; the parts being 
arranged so that the movement shall be intermittent. 
In our opinion, the bifurcated fork with studs is the 
fair equivalent of the wheel with sprockets and the 
combination shown in the Warwick camera is an in¬ 
claims 1, 2 and 3 of the reissued pat- 
ours.) 


fringement of 
ent. (Italics 



66 


No one can, we submit, read the opinion of the Court of 
Appeals, based upon the camera reissue, without being im¬ 
pressed with the fact that the court was of the opinion that 
the very gist and essence of Mr. Edison’s improvement lay 
in the positive feed of the film, which was only secured by 
the use of the positive feed perforations provided therein 
for the reception of the teeth on the positively acting feed 
wheels of the camera. 

The provision for positive feeding inhered as much in the 
perforated film itself as in the devices of the camera for 
manipulating the film through the perforations ; in other 
words, the positive feeding found to be so essential could 
not be realized by the use of the camera having feeding de¬ 
vices acting on a plain unperforated film merely, nor, on the 
other hand, could it be realized by the use of a perforated 
film in a camera that lacked positive feeding means for co¬ 
operating with the perforations of the film. 

The recognized improvement upon w'hich the court laid 
so much emphasis was the provision of instrumentalities 
that would “ seize hold of the film firmly, move it positively , 
regularly , evenly , and very rapidly without jarring , jerking 
or slipping , producing a negative which can be printed from 
and reproduced as a whole without rearrangement to correct 
imperfect spacing of the successive pictures ,” and one of these 
instrumentalities, and an essential one, was the perforated 
film. 

In the above-quoted single sentence the court forever dis¬ 
posed of DuCos and Le Priuce and the whole prior art as 
alleged anticipations of the Edison invention. 

The Picture Strip Claims. 

Realizing that the picture strip produced by the co-opera¬ 
tion of the sensitized film strip with the feeding devices of 
his camera constituted in itself a new article of manufacture, 
which was separately patentable, Mr. Edison made a series of 
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efforts to formulate a claim that should express clearly aud 
perspicuously the distinguished features and characteristics 
of his picture strip, and that should identify it as distinct 
from anything that had theretofore been produced. It was 
not, however, an easy matter to draw a claim that expressed 
the whole merit of the uew T article of manufacture. 

In his original patent Mr. Edison made the following first 
essay, which is the claim that was put in litigation in the 
first suit : 

Article Claim of Original Patent Litigated in First 

Suit. 

“ 5. An unbroken transparent or translucent tape¬ 
like photographic film having thereon equidistant pho¬ 
tographs of successive positions of an object in mo¬ 
tion, all taken from the same point of view, such pho¬ 
tographs being arranged in a continuous straight-line 
sequence, unlimited in number save by the length of 
the film, substantially as described.** 

This claim commended itself to the three members of the 
Board of Examiners-in-Chief in the Patent Office, who de¬ 
cided that it should be granted, aud it was granted. It also 
received the approval of Judge Wheeler, who said it was 
good, sustained it, and held it to be infringed (110 Fed., 660). 

The Court of Appeals for the Second Circuit, however, 
held that it was too broad, differing in this respect from the 
Examiners-in Chief and from Judge Wheeler. 

There was no limitation in this original claim to a film 
provided with perforations at the edges ; there was no limi¬ 
tation as to the photographs being uniform and sharply 
defined ; there was no limitation as to the photographs 
being taken from a single point of view at rapidly recurring 
intervals of time, and there was no limitation to the effect 
that the pictures on the film, to be within the invention, 
must be sufficient in number to represent the movements of 
the objects photographed throughout an extended period of 
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time; and so, without attempting to further exploit the 
validity of the original claim for the picture strip by another 
suit in another circuit in the hope of obtaining an inter¬ 
pretation of the claim different from that placed upon it by 
the Court of Appeals of the Second Circuit, as he had a 
right to do, Mr. Edison, on July 19,1902, within four months 
after the time of the handing down of the opinion of the 
Court of Appeals for the Second Circuit, i. e. t on March 10, 
1902, surrendered his original patent and took as one 
division a picture-strip reissue containing the following 
claim, which was held by the Patent Office to be good in 
view of the Court of Appeals’ interpretation of the claim of 
the original patent, uamely : 

Article Claim of First Reissue, 12038. 

“ 2. An unbroken transparent or trauslucent tape¬ 
like photographic film provided witl* perforated edges 
having thereon uniform sharply-defined photographs 
of successive positions of a object in motion as ob¬ 
served from a single point of view at rapidly recur¬ 
ring intervals of time, such photographs being ar¬ 
ranged in continuous straight-line sequence, unlimited 
in number save by the length of the film and suffi¬ 
cient in number to represent the movements of the 
object throughout an extended period of time, sub¬ 
stantially as described.” 

This claim was very much narrower than the original one 
passed upon by the Court of Appeals. It introduced the 
limitation to a film “ provided with perforated edges,” which 
was not in the original. It also introduced the limitation 
as to the photographs beiug “ uniform, sharply-defined 
photographs.” It also introduced the limitation as to the 
photographs being taken from a single point of view “ at 
rapidly recurring intervals of time.” And it, fiuallv intro¬ 
duced the limitation to the effect that the photographs were 
to be “ sufficient in number to represent the movements of 
the object throughout an extended period of time.” 

On the coming out of this first reissue, on September 30, 
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1902 suit was promptly brought upon it against the Ameri¬ 
can Mutoscope aud Biograph Company. The defendant in¬ 
terposed a demurrer to the bill, claiming that the reissue 
was invalid, because it was broader than the original claim, 
instead of narrower, as contended by the plaintiff. Defend¬ 
ant contended that the word “ equidistant ” found in the 
original had been left out in the reissue. Judge Hazel, who 
heard the demurrer, overruled it, stating that he would not 
undertake to decide on demurrer so important a question. 
(Edison vs. American Mutoscope and Biograph Company, 
127 Fed., 361, January 8, 1904.) 

Even before Judge Hazel handed down his opinion on 
the demurrer, Mr. Edison, ou December 17, 1903, went back 
to the Patent Office for a second reissue based upon evi¬ 
dence adduced that the omission of the word “ equidis¬ 
tant ” from the claim of the previous reissue was a clerical 
mistake. The Patent Office being satisfied upon this point, 
on the 12th day of January, 1904, granted the second re¬ 
issue with the word “ equidistant ” restored which is the 
reissue No. 12,192 now before the court. The claim of this 
reissue is as follows : 

Claim of Laet /Reissue, 12, 192, Here in Suit. 

“ 2. An unbroken transparent or translucent tape¬ 
like photographic film provided with perforated 
edges and having thereon uniform, sharply-defined 
equidistant photographs of successive positions of an 
object in motion as observed from a singly point of 
view at rapidly recurring intervals of time, such 
photographs being arranged in a continuous straight 
line sequence, unlimited in number save by the 
length of the film, and sufficient in number to repre¬ 
sent the movements of the object throughout an ex¬ 
tended period of time, substantially as described.” 

We give below the claims of the original patent, of the 
first reissue patent and of the second reissue patent, in 
juxtaposition in order that, at a glance, the differences be¬ 
tween them may be readily seen. 









The Technical Defenses Based on the File 

Histories Considered. 


In addition to the main contention that the picture strip 
is devoid of novelty and patentability, certain other de¬ 
fenses of a technical nature are made to the reissue patent 
in suit, which we will now briefly consider. 

I. It is contended by the Defendant-Appellant that the 
reissue in suit is void, because the picture strip claimed in 
Claim 2 thereof was not disclosed in the application for the 
original patent, as first filed. 

Let us carefully aualyze Claim 2 and see if every word in 
it is not fairly justified by the disclosure of the original 
application. 

(a) “An unbroken .” 

The original specification states “ in the form of appa¬ 
ratus to be described for taking the photographs the sensi¬ 
tive surface is in the form of a long gelatine tape film (p. 
960). A long tape-like film is certainly an unbroken one, 
especially one “thousands of feet long” (p. 962). More¬ 
over, the drawing accompanying the original application 
shows an unbroken tape-like film (pp. 1027, 1028, 1029). 

(b) “ transparent or translucent .” 

It is true that neither the word “ transparent ” nor the 
word “ translucent ” is found in the original specification. 
The specification says “ the sensitized surface is in the form 
of a long gelatine tape film.” This surface had of course 
to be carried, and the usual carrier of that day and the 
only one Edison ever used wi*js transparent or translucent 
celluloid. Furthermore, in the exhibiting machine shown 
in Figure 8 of the original drawing, the lamp 46 and its 
reflector 55 are shown below the slit 43, through which the 
film passes, in order to throw the light upward through the 
film, and the lenses 53 and the sight opening 54 are pro¬ 
vided above the film to enable the observer to see the 








72 


picture on the film thus illuminated from below. If the 
film were neither transparent nor translucent, it could not 
transmit the light of the lamp and the pictures could not 
be seen.* 

(e) “ tape-like." 

As we have seen, the original specification describes the 
film as a tape film, in terms (p. 960). 

(d) “photograph ic. " 

It goes without saving that the film referred to in the 
origiual was a photographic film. The specification starts 
out with this statement: “ The present invention relates to 
the method of taking and using photographs in such a 
manner as to give a visual impression as of an object in 
motion ” (p. 990). 

Nothing but photographic films are referred to in the 
application. 

(e) "film." 

The picture bearing strip is uniformly referred to in the 
origiual as a film (p. 960). 

(f) •* provided with perforated edges.'* 

The original specification states : “ The film 3 is pre¬ 
ferably of sufficient width to admit the taking of pictures 
one inch in diameter between the rows of holes 4, arranged 
at regular intervals along the two edges of the film and into 
which holes the teeth of wheels 5 engage for the purpose of 
positively advancing the film ” (p. 960). 

The perforations 5 in the film are designated in figure 6 of 
the original drawings (p. 1027). 


* The term 44 film ” is used somewhat loosely in this art. Sometimes 
it refers to th e sensitized surface and sometimes to the backing which 
^ carries the sensitized surface^ The original specification (p. 960) speaks 

of «* $en*itized surface” in the form of a “ long gelatine tape film.” This 
was not inaccurate. The film surface was gelatine containing silver salts 
on a celluloid base (Edison, Q. 6. p. 192; also pp. 194, 204, 205, 231 ; 
Dickson, pp. 145. 146, 147, 148; Eastman, pp. 173, 175; Armat, p. 247, 
Qs. 6-7). 
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(g) “ and having thereon uniform , sharply defined, equi¬ 
distant photographs.” 

The form of apparatus shown and described iu the orig¬ 
inal application can only produce photographs that are 
uniform, sharply defined and equidistant. The pictures are 
described as all of one size “ one inch in diameter between 
the rows of holes 4 ” (p. 960). They are taken by a single 
camera, from a single point of view, while the film is at rest, 
a shutter being employed, and the film being brought “ ab¬ 
solutely to rest at the same moment that an opening in the 
shutter exposes the film ” (p. 961). 

The photographs taken are located on the film absolutely 
equidistant and cannot be otherwise, because the film is fed 
positively, yet intermittingly, a determinate distance each 
time by the feed perforations and the co-operative inter¬ 
mittent feed mechanism engaging with said perforations, a 
new surface of the film being bought at regular intervals in 
front of the exposure opening. 

(h) “ Of successive positions of an object in motion as ob¬ 
served from a single point of view at rapidly recurring inter¬ 
vals of time.” 

As the main object of the invention is to photograph 
moving objects, it follows that the successive positions of 
such objects will be portrayed by the photographs taken 
and that all such successive positions will be taken as 
though observed from a single point of view, there being but 
one lens to do the taking. 

The “ rapidly recurring intervals of time ” may be accord- 
ing to the original specification, as numerous as 46 per 
second (p. 961). 

On this point the original specification further says: 

“ It will be seen that the main distinguishing feature of 
my invention consists in taking a large number of pictures 
of a moving object at intervals so frequent that each one 
appears, when suddenly passed into and out of sight, to be • 
exactly or substantially the same as the one preceding and 
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following it, although said pictures do iu fact represent 
positions at different moments/’ etc. (p. 9G3). 

(i) “ Such photographs being arranged in a continuous 
straight line sequence unlimited in number save by the length 
of the Jilm and sufficient in number to represent the move - 
menis of the object throughout an extended period of 1ime t 
substantially as described. 

With the apparatus described and shown in the original 
application, as first tiled, with its perforated transparent 
film, single camera lens, and intermittent feeding devices 
co-operating with the feed perforations of the film, it is in¬ 
evitable (1) that the pictures shall be arranged iu a contin¬ 
uous straight line sequence, and (2) that they shall be un¬ 
limited in number save by the length of the film and suffi¬ 
cient in number to represent the movements of the object 
throughout an extended period. 

The original specification states that a “ sensitive film, 
several hundreds or even thousands of feet long ” may be 
used (p. 9(52); that the exposures may be made as rapidly 
as “ 30 or more times per second, preferably at least as high 
as 46 times per second ’ (p. 961); and that “ when the 
movement of the object being photographed has ceased, or 
the desired number of photographs has been obtained the 
apparatus is stopped ” (p. 963), thus indicating plainly that 
the duration of the taking of successive pictures in straight 
line sequence is to be limited only by the length of the very 
long film, by the period of movement of the moving object, 
or by the desire of the photographer. 

In view of the above analysis and exposition it certainly 
requires some temerity for one to say that the subject 
matter of Claim 2 of the present reissue, down to its finest 
details, was not disclosed in the application for the original 
parent Edison patent No. 589,168, as first filed. 

II. It is contended by the defendant that the reissue in 
suit is void because the picture strip was not claimed per se 
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in the application for the original patent, as such applica¬ 
tion ^as first filed. 

The complete auswer to this defense is that it is not 
necessary that the picture strip should have been so claimed 
in the application as first filed, so long as it was disclosed 
there and afterward claimed by way of amendment. There 
is no objection whatever to the insertion of a new claim 
based upon subject matter already disclosed in an applica¬ 
tion, though it is and always has been regarded as unlaw¬ 
ful to introduce new T substantive matter—a new invention 
or improvement-into an application by amendment (Rail¬ 
way Co. vs. Sayles, 97 U. S., 554-563 ; Hobbs vs. Beach, 
180 U. S., 383-397 ; Beach vs. Am. Box Co., 63 Fed., 603 ; 
Beach vs. Am. Box Co., 71 Fed., 420 ; Godfrey vs. Eames, 
1 Wall., 317 ; Thomas vs. Rocker Springs Co., 77 Fed., 
420 ; Western Electric Co. vs. Sperry Electric Co., 58 Fed., 
186 ; Wirt vs. Hicks, 45 Fed., 256 ; Michigan Central Rail¬ 
road Co. vs. Consolidated Car Heating Co., 67 Fed., 121 
(C. C. A.) ; Railway Register Mfg. Co. vs. North Hudson 
Co., 24 Fed., 793 ; McBerty vs. Cook, 16 App. D. C., 133. 

As a matter of fact, Mr. Edison filed three applications on 
the same day, namely, August 24, 1891, relating to the mak¬ 
ing of pictures of moving objects and subsequently repro¬ 
ducing those pictures in an exhibiting machine. The 
applications were as follows : 

Serial No. 403,534 (being the application for the 
original patent out of which sprung the reissue in 
suit) disclosing the camera, the picture strip and the 
projecting machine, and claiming the method of tak¬ 
ing and exhibiting the pictures. 

Serial No. 403,535, claiming the method of and 
apparatus for taking the pictures. 

Serial No. 403,536, disclosing and claiming the 
exhibiting apparatus. 

By amendment the description of the exhibiting 
apparatus was eliminated from application 403,534, 
and the claims of that application redrawn, with the 
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approval of the Pateut Office,-to cover the camera 
and the picture strip. 

Application No. 403,535 was abandoned and never 
went to patent and, therefore, cuts no figure in this 
case. 

Application No. 403,536 for the exhibiting ma¬ 
chine, eventuated in pateut No. 493,426, dated March 
14, 1893, which describes the exhibiting machine, 
does not describe the strip claimed in claim 2 of 
the patent in suit, and refers to application No. 
403,534 for a detailed description of the picture strip 
used in connection therewith. 

III. It is next contended by the defendant that the issue 
of Mr. Edison’s patent No. 493,426, of March 14, 1893, for 
the exhibiting machine, upon application Serial No. 
403,536, while the application for the original patent, 
No. 589,168, from which the reissue in suit sprung, was 
pending, was a bar to the grant of said patent No. 589,168, 
and that, consequently, the reissue in suit is void. 

The answer to this contention is, first, that patent No. 
493,426 does not disclose the picture strip claimed in the 
after-issued patent ; and, secondly, that patent No. 493,426, 
thus first issued, was not for a camera, nor for a picture 
strip, but was for “ an apparatus for exhibiting photo¬ 
graphs of moving objects.” An examination of the several 
claims of the pateut will show that none of them is for a 
picture strip per se % but each is for a combination of ele¬ 
ments in a picture exhibiting machine, of which a picture 
strip in the abstract is but one element. 

If patent No. 493,426 had issued, disclosed fully the pic¬ 
ture strip, with no other application of Mr. Edison’s pend¬ 
ing, and thereafter an application showing the same iden¬ 
tical picture strip and claiming it should have been 
filed by him, the case might, possibly, have been different; 
but inasmuch as when patent 493,426 issued, Mr. Edison 
41 kept his flag flying” (Planing Machine Co. vs. Keith, 101 
U. S., 479-488), that is to say, had on file an application in 
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respect to which existed the potential right to make a claim 
to the picture strip itself—the article of manufacture—the 
issuance of patent No. 493,426 for a machine, where in the 
particular picture strip was not disclosed, but was reserved 
by specific reference to the pending application No. 403,534 
could not affect his right to make a claim for the picture 
strip in such pending application and subsequently to issue 
a patent for the same. Independent Electric Co. vs. Jeffrey, 
etc., 76 Fed., 981. 

IV. It is further contended by the defendant that the 
original patent No. 589,168, from which the reissue in suit 
sprung, was invalid because the claim to the article of 
manufacture, the picture strip, was not in form made in 
the original application until December 28, 1896, and that 
there was a public use of the invention more than two years 
prior to that time. The defendant’s contention is clearly 
answered by drawing attention to the fact that the public 
use of an invention that bars a patent under sections 4886 
and 4920, R. S. U. S., is a public use for more than two years 
prior to the filing of the application for the patent disclos¬ 
ing the invention and not more than two years prior to the 
making of the claim in such application. All claims that 
may legitimately be made in an application by way of 
amendment relate back to the date of the filing of the 
application, as the above authorities show. 

See, also, 

Godfrey vs. Eames, 1 Wall., 317. 

Smith vs. Vulcanite Co., 93 U. S., 486. 

Hobbs vs. Beach, 180 U. S., 397. 

Dedrick vs. Fox, 56 Fed., 714. 

Legowski Co. vs. Am. Clay-Bird Co., 34 Fed., 
328. 

Graham vs. McCormick, 11 Fed., 859. 


V. It is further contended by the defendant that the first 
reissue of patent 589,168, namely, reissue 12,038, was in- 


78 


valid and void, because not for the same invention as that 
claimed in the original patent. 

The rule of law is that even an enlarged reissue, if speed¬ 
ily applied for, will be valid if it claims that which waa 
claimed or claimed at in the original patent. The original 
patent in this case, as we have seen, claimed the picture 
strip itself, but claimed it too broadly, and the first reissue 
claimed it more limitedly, so the first reissue, under all the 
authorities, was good as being narrower than the original. 
(Sec. 4910, R. S. U. S.; Miller vs. Brass Co., 104 U.S., 350- 
352; Gould vs. Ballard, Fed. Cas., 5635. 

VI. It is further contended by the defendant that the 
second reissue, the one in suit, No. 12192, is void as not 
being a proper reissue because the first reissue was void for 
expansion. 

The answer to this is that the first reissue was narrower 
and not broader than the original, and even if it were 
broader, still the defect was corrected by surrounding it 
and taking the narrower second reissue (Giant Powder Co. 
vs. Safety Nitro Powder Co., 19 Fed., 509; Celluloid Mfg. 
Co. vs. Zylonite Co., 27 Fed., 291. 

These technical defenses w*ere as applicable to the origi¬ 
nal patent No. 589,168, covering both camera and picture 
strip, and to the camera reissue No. 12,037 as to the reissue 
12,192, here in suit, and were in fact exploited in the litiga¬ 
tion of those patents and turned down as insufficient. In 
Judge Wheeler’s opinion, rendered in the suit under the 
original patent, he made the following observations in re¬ 
gard to the change of claims in the original application and 
in regard to the defeuse of public use, which seems to satis¬ 
factorily cover the whole subject (110 Fed., 660). 

Page 662: 

“ The invention appears to have been made in the 
summer of 1889, aad this is not disputed. The de¬ 
vices do not appear to have been in public use or on 
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sale in any way prior to August 24th of that year, 
or two years before the application. But in the 
original application the claims were all for the method 
of producing successive photographs of moving ob¬ 
jects in a line upou the him, and not for the meaus 
or the combination of means of this production, or 
for the product; and the claims for these devices were 
not made until 1896, when they were brought in by 
amendment. This amendment is said to be the real 
application for them. They had been in public use 
and on sale much more than two years prior to that 
time, and the right to a patent for them is claimed to 
have been thereby barred. The invention of the 
things, as well as of the method, was at all times, 
however, described in this application, and the amend¬ 
ment changing the claims to correspond with the dif¬ 
ferent phases of the invention seems to have beeu 
well within the lawful power, discretion, and practice 
of the Patent Office. The application went by appeal 
from the rejection on references by the Examiner to 
the Examiuers-in-Chief. As to this they said : 

“‘It was urged at the hearing that this application 
as originally presented contained only method claims 
and that a patent granted thereon might be subject 
to attack, as being for a different statutory class of 
invention from that origiually presented. But it is 
entirely clear that the invention as now claimed is 
precisely the same invention as that originally dis¬ 
closed and claimed. The applicant has made a mis¬ 
take in claiming the manner of use of his apparatus, 
instead of claiming the apparatus itself, and has an 
indubitable right to correct that error.* 

“ So this change of claims had the full approval of 
the Patent Office, and it was thereby made as valid as 
any action there could make it. An accompanying 
application, covering the same things, appears to have 
- been permitted to lapse, by withdrawal from prose¬ 
cuting it against opposition, from which an abandon¬ 
ment in law is claimed to have followed ; but while 
there could be more than one application, either of 
which might result in a patent for the same thing, 
there could be but one patent for that thing, and all 
of those applications but one would have to be dis- 
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posed of in some other way, and while this one re¬ 
mained there would not seem to be any abandonment 
in law for what that w’ould cover.” 

In all the subsequent litigation on these patents these 
conclusions of Judge Wheeler were never disturbed. 


Infringement. 

Infringement by the defendant’s film is clear. 

The claim is not limited to a negative film but includes 
in its terms a positive film as well as a negative film. 

The one is a mere duplicate of the other, the only differ¬ 
ence being a reversal in the light and dark portions of the 
films. Where the negative film is light the positive film is 
dark and vice versa. 

It was well understood by everyone in the art and by 
Edison that to reproduce photographs successfully the 
image on a screen must be projected from a positive film 
and a negative film could be useful only for printing posi¬ 
tive films. 

In fact negative films are nowadays sometimes printed 
from positive films and further positive films are printed 
from these secondary negative films, but in all cases the 
characteristics of the film remain the same. It is an un¬ 
broken translucent or transparent tape like film having 
thereon the photographs exactly as specified in their char¬ 
acter and arrangement as in Claim 2 in the reissue patent 
in suit. Edison was clearly the inventor of both a nega¬ 
tive film and a positive film coming within the meaning of 
his claim, and as such he is entitled to patent his invention 
and to include both kinds of film in the one claim. 

In fact Fig. 6 of the reissue patent in suit, which is a 
copy of Fig. 7 of the original patent No. 589,168 shows a 
positive film. 


It is quite clear from the patent itself that Mr. Edison in¬ 
tended to make positives from the negatives produced by 
the camera. This is made plain in the deposition of Mr. 
Armat, from which we quote the following. 

“ Q. 22. From an examination of the patent in 
suit what impression do you get as to what Mr. Edi¬ 
son intended primarily to be exhibited, the negative 
impressions on a strip or the positive impressions on 
a strip. 

“ A. J get the impression that he intended that the 
positive strip was intended to be used in giving the 
exhibitions or producing the effect of the objects in 
motion. It is obvious to auy one at all familiar with 
photography that the photograph is not complete until 
the positive is produced. I notice that in the draw¬ 
ings of the patent in suit the strip illustrated is a 
positive strip, that is, it shows a positive picture such 
as is used in reproducing the effect of moving ob¬ 
jects. 

“ Q. 23. How do you tell that the strip illustrated 
in the patent in suit is a positive and not a negative ? 

“ A. Figure 6 of the patent in suit illustrates a 
man, probably a tumbler, on his hands and all of 
the parts that ought to appear dark, such for in¬ 
stance as the man’s hair and the other outlines of the 
figure appear black which would not be the case if 
the pictures were negatives but w r ould be the case 
when the pictures are positives. 

“ Q. 24. On page 1 of the patent in suit lines 20 to 
23, inclusive, occurs this language— 

“ ‘ In carrying out my invention I employ an ap¬ 
paratus for effecting by photography a Jrepresenta- 
tion suitable for reproduction of a scene including a 
moving object or objects,' etc. 

“ What in your opinion, does the word ‘ reproduc¬ 
tion ’ there refer to ? 

14 A. In my opinion that refers to the exhibition of 
the scene by means of the positive film. 

“ Q. 25. On page 1, column 1, lines 37 to 42, in¬ 
clusive, occurs the following : 

“ * By taking the photographs at a rate sufficiently 
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high as to result in persistence of vision the devel¬ 
oped photographs will, when brought successively 
into view by exhibiting apparatus, reproduce the 
movements faithfully and naturally.’ 

“ What, in your opinion, is meaut by the phrase 
‘the developed photographs’ in this quotation ? 

“ A. In my opinion the positive films, which are 
the only ones that are used in practice in the ex¬ 
hibiting apparatus, are here meant. 

“ Q. 26. Again on page 1, column 2 of the patent, 
occurs the following (lines 68 to 70, inclusive) : * and 
figure 6 is a perspective view of a section of the tape 
film with the photographs thereon.’ 

“ W T hat is meant by * photographs ’ in this quota¬ 
tion ? 

“ A. The photographs here meant are the finished 
or completed photographs, in other words, the posi¬ 
tives. 

“ Q. 27. Again, on page 2 of the patent, column 2, 
lines 117 ef seq., occurs the following : 

44 4 A less speed taking the pictures will cause a 
trembling or jerky appearance in the reproduced 
picture.’ 

44 What is meant here by the expression 4 repro¬ 
duced picture ’ ? 

i4 A. The finished picture or positive is here meant, 
in my opinion. 

44 Q. 28. On page 2, column 2 of the patent, the 
following occurs, lines 123 et seq.: 

4 the film is suitably treated for developing and fixing 
the pictures, when it is ready for use in an exhibiting 
apparatus.’ 

What do you understand this to mean ? 

44 A. I understand this to mean that the completed 
photograph, or positive, is here meant as it is re¬ 
ferred to as beiug ready for use in an exhibiting ap¬ 
paratus. 

44 Q. 29. Suppose a series of negative impressions 
of an object in motion were taken upon a sensitized 
tape-like film such as shown and described in the 
patent in suit by an apparatus such as shown aud de¬ 
scribed in the patent in suit, and by the method de- 
scrried in the patent in suit, aud that a series of posi- 



83 


tive impressions were printed from such series of 
negative impressions upon another like sensitized 
tape-like film, how would the two differ, if at all, so 
far as the characteristics mentioned in claim 2 of the 
patent in suit are concerned ? 

“ A. They pould not differ at all. Each would be 
‘ an unbroden transparent or translucent tape-like 
photographic film provided with perforated edges 
and having thereon uniform sharply-defined equidis¬ 
tant photographs of successive positions of an object 
in motion as observed from a single point of view at 
rapidly-recurring intervals of time, such photographs 
being arranged in a continuous straight-line sequence, 
• unlimited in number save by the length of the film, 
and sufficient in number to represent the movements 
of the object through an extended period of time.’ 

“ Q. 30. Would or would it not be possible, in your 
opinion, to convert the negative impressions on a film 
strip into positive impressions and use the same 
identical strip for the projection of the positive pic¬ 
tures ? 

“ A. It would be. 

“ Q. 31. Would it or would it not be au unusual 
thing to do this ? 

“ A. It would be quite au unusual thing. 

“ Q. 32. What is the commou practice ? 

“ A. The common practice is to print a large num¬ 
ber of positives from a single negative, and these 
positives are the things that find their way into the 
market and are used, the negative being retained for 
printing purposes. It is also the practice to care¬ 
fully preserve some of the first printed and best pos¬ 
itives so that if occasion arises negatives could be 
made from these positives and suitable positives 
printed from these negatives. The reason for this is 
that after a very considerable number of printings 
the negatives may become slightly scratched or worn, 
or they may be lost entirely. In either event the 
positive can be used for printing another negative 
which will be exactly like the original negative with 
a possible slight loss of detail. 

“ Q. 33. What is known as the process of * dup¬ 
ing ’ in the moving-picture art ? 



84 


“ A. It is the process of printing negatives from 
positives, aud from these negatives producing, by 
printing positives. In unskillful hands positives thus 
made are frequently a little harsh but when skill¬ 
fully done such positives can scarcely l*e distinguished 
from positives printed from the original negatives. 

“ Q. 34. Please examine the film which I now show 
you marked * Complainant’s Exhibit Defendant’s 
Film ’ and state whether or not in your opinion that 
is what would be called a positive film or a negative 
film in the moving picture art? 

“ A. That is a positive film. 

“ Q. 35. State whether or not the film 4 Complain¬ 
ant’s Exhibit Defendant’s Film ’ exhibits any, and if 
any, what, characteristics of the film shown and de¬ 
scribed in the patent in suit aud particularly referred 
to in claim 2 thereof ? ^ 

44 A. It exhibits every characteristic /eferred to in 
claim 2. It is an unbroken transparent tape-like 
photographic film provided with perforated edges and 
having thereon uniform sharply-defined equidistant 
photographs of successive positions of an object in 
motion as observed from a single point of view at rap¬ 
idly recurring inteivals of time, such photographs 
being arranged in a continuous straight-line sequence, 
unlimited in number save by the length of the film, 
and sufficient in number to represent the movements 
of the object throughout an extended period of time. 

44 Q. 36. State whether or not you have tested this 
film bv an actual projection of the pictures repre¬ 
sented thereon so as to verify your opinion as to its 
embodiment of all the characteristics of the article 
described in the sscoud claim of the patent in suit 
which latter I will hereafter refer to as the Edison 
film. 

44 A. I have so tested the film by actual projection 
and found that it embodied all of the characteristics 
of the article described in the second claim of the 
patent in suit.” 

That the negative pictures could be readily converted into 
positives is testified to by Mr. Armat (p. 25, x-Q. 32), and 
also by Mr. Dickson (p. 145, Q. 8, and p. 164, x-Qs. 101- 
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102), and one of the earliest publications concerning Mr. 
Edison’s invention, namely, that occurring in the “ New 
York Herald ” of June 13, 1891, which contains a very clear 
description of his camera and of his picture strip (Plaintiff’s 
Exhibit Lathrop “Harper’s Weekly” Article of June 13, 
1891), contains the following statement: 

“ The continuous strip containing these photo-im¬ 
pressions is, it will be understood, merely a negative. 
It can be used in the reproducer, and a good telling 
effect can be got from it, but the intention is always 
to print from the negative a positive strip.” 

This article was written and published over two months be¬ 
fore the application for the original camera and picture- 
strip patent was filed. 

The infringing film proved to have been sold by the de¬ 
fendant has positive pictures upon it, but was made from a 
negative picture strip produced in a camera like that of Mr. 
Edison’s. Mr. Armat testifies on this point as follows (p. 
36): 


“ Re-d. Q. 90. Now will you tell us fully as the re¬ 
sult of an examination of this film and the exhibition 
of it when projected and of your knowledge of this 
art of taking and projecting photographs of moving 
objects how, in your opinion, this film, just as we see 
it here in evidence, was produced and what the effect 
is upon the eye when this film is put through a pro¬ 
jecting machine and the photographs on it are exhib¬ 
ited on a screen. 

“ A. From my knowledge of the art of taking and 
projecting moving pictures, I know that the first step 
in producing this film was to expose a long strip of 
sensitized photographic film having perforations on 
its edges behind a photographic lens. This strip of 
photographic film that carries the photographic emul¬ 
sion is transparent. The film is given a step-by-step 
movement behind the photographic lens, a shutter 
revolving so as to obstruct the light during the period 
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of movement and to expose the 61m daring the period 
of rest. By means of the perforations on the edges 
of the tape-like strip it is drawn down with great 
accuracy and rapidity three-quarters of an inch at 
every revolution of the shutter so that the parts of the 
61m upon which the photographic image falls are 
spaced with great accuracy, so that when the negative 
strip is developed there will be upon it a senes of 
pictures of the object or objects in motion in front of 
the lens, taken with great rapidity from the same 
point of view, following each other with great regu¬ 
larity for a period of time co-extensive with the time 
of the movement of the objects photographed, that 
is to say, co-extensive with the time during which 
the camera is in action. This negative 61m when de¬ 
veloped is run through a printing machine over an¬ 
other strip of sensitized tape-like photographic 61m, 
having regularly-spaced perforations along its edges, 
so that when this strip, which is usually called the 
positive strip, is developed, it will be an exact repro¬ 
duction of the negative, except that the lights will 
be reversed. We then have the 61m in evidence, 
having thereon a series of photographic pictures reg¬ 
ularly spaced, clear-cut photographically, taken at a 
lapid rate of speed, from the same point of view by 
means of a single lens, having perforated edges by 
means of which it can be moved with accuracy in the 
projecting apparatus. When this 61m is run through 
a properly constructed projecting apparatus it will 
produce upon the eye the effect of the objects in 
motiou as if the eve itself were at the point occupied 
by the lens when the photograph was taken. 

“ Re d. Q. 91. State how long it takes to properly 
put this 61m * Complainant’s Exhibit Defendant’s 
Film ’ through a projecting machine to give a proper 
exhibition of it ? 

“A. The 61m should be put through the projecting 
machine at the rate of about one foot of 61m per 
second which would be at the rate of 16 exposures 
per second, that is to say, 16 of these separate pic¬ 
tures follow each other in the space of a second. 

“ Re d. Q. 92. State whether or not you have since 
the purchase of this 6lm (Complainant’s Exhibit De- 
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fendant’s Film from the Chicago Film Exchange), 
through Mr. Pearlraan, its agent, run said film 
through a projecting machine, and, if so, state when 
you did this and who was present ? 

“ A. I rau the film through a projecting machine at 
my office iu the Hutchins Building, at the time, or 
shortly after it was purchased, and again on Monday, 
October 2oth. At this latter time Mr. Scull and Mr. 
Melville Church, my brother, J. H. Armat, and my¬ 
self, were present. Mr. Scull is Mr. George F. Scull, 
Secretary of the Motion Picture Patents Company. 

“ Re-d. Q. 93. Do you know of what material the 
bodj T of this film in evidence is composed ? 

“ A. It is composed of celluloid.” 

Judge Wheeler, in his decision upon the original patent, 

“ The claim is not limited to negatives and these 
positives are within its terms.” 

which holding has never been disturbed. 

It would be strange, indeed, if the defendant should be 
allowed to go free, simply because, instead of using a nega¬ 
tive picture strip, he used a positive picture strip, printed 
from such negative picture strip, embodying, as Mr. Armat 
has told us, every essential feature and characteristic of the 
negative strip and to which positive strip the terms of the 
claim of the patent in suit are as precisely applicable as to 
a negative picture strip. 

” of motion picture 
accomplished by printing a pa&mTfilm from a 
wyatTv '-*film and then, in turn, printing other positives from 
such negative#: Defendant’s own witnesses in this case 
make it quite plain that Defendant is probably open to 
criticism for this practice and is therefore an infringer by 
the manufacture of positives, as well as by the manufacture 
and sale of negatives (Lodge, p. 98, Q. 24 to Q. 39 ; Swonson, 
p. 110, Q. 95 to Q. 102). 


In this art, the so-called “ duping 
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Conclusion. 

In conclusion, it is submitted that the plaintiff has a clear 
right to the injunction and accounting awarded by the Court 
below and that the decree of that Court should therefore be 
affirmed. 

Frederick P. Fish, 
Melville Church, 

Counsel for Plaintiff-Appellee. 


0ctober-7, 1912. 
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